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Summary of Facts and Subm ssi ons

Eur opean patent No. 0 486 076 based on application No.
91 202 693.7 was granted on the basis of 11 cl ai ns.

| ndependent claim 1 as granted read as foll ows:

"1. Edible material for covering or coating food
products such as neat and nmeat products, characterized
in that the material has the follow ng conposition
10-50% ani mal or vegetabl e fat

35-70% m | k and/ or wat er

5-30% ani mal protein

0-25% starch and ot her binders and/or thickeners
0-5%salt."”

. Notice of opposition was filed against the granted
patent by the opponent.

The patent was opposed under Article 100(a) EPC for
l ack of novelty and | ack of inventive step.

The follow ng docunments were inter alia cited during
t he proceedi ngs.

A2/ A2a Dutch patent application NL-80-01969 and its
English translation

A3/ A3a Dutch patent application NL-68-15057 and its
English translation

(5) US-A-2161029 (Exhibit B)

L1l The decision of the Opposition Division established
that the patent could be maintained as granted under
Article 102(2) EPC
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In its decision, the Opposition Division took the view
that the patent as granted nmet the requirenents of
novelty and inventive step in accordance with

Articles 52(1), 54 and 56 EPC.

As regards novelty, the Opposition Division was of the
opi nion that the conposition disclosed in citation

A2/ A2a fell outside the range of claim1l of the patent
under opposition, and that the generic conposition
disclosed in claim1 of said citation did not
anticipate the subject-matter of the contested patent
ei t her.

Also with regard to novelty, the opposition division
reached a simlar conclusion concerning citation
A3/ A3a.

Accordingly, conpliance with Article 54 EPC was
acknow edged by the Opposition Division.

The latter defined the problemto be sol ved over the
cl osest prior art, nanely citation A2/ A2a, which
concerned a bacon-based material which can be arranged
as a coating layer on, or around, a neat product, as

t he provision of an inproved coating or covering

mat eri al which has not only the desired white col our
and good adherence properties, but which can al so
easily be fol ded around the neat product.

The Opposition Division considered that there was
nothing in the available prior art to suggest to the
skilled person that this problemcould be sol ved by
i ncreasing the anount of mlk and/or water in the
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conposition. Its conclusion was that the proposed
solution to the problemwas not obvious and deserved
t he acknow edgnent of an inventive step.

The appel |l ant (opponent) | odged an appeal against the
said decision and filed docunent (5) EP-A-536 823 as
appendi x B together with its grounds of appeal .

Two sets of clainms as first and second auxiliary
requests were filed on 6 August 2004 by the respondent
(patent ee).

In a fax of 29 July 2004, the appellant's authorised
representative informed the board that the appellant
woul d be neither present nor represented at the hearing
before the board.

Oral proceedings were held before the Board on
9 Septenber 2004. During the oral proceedings, the
respondent filed a new main request as sol e request.

The appel | ant mai ntai ned the grounds of opposition
under Article 100(a) EPC as to the lack of novelty over
docunents A2/ A2a, A3/A3a and inventive step over
docunents A2/ A2a, A3/ A3a in conbination with

docunent (5) of the patent in suit.

The respondent shared the Opposition Division's
conclusion with respect to docunents A2/ A2a and A3/ A3a
and requested the remttal of the case in view of the
rel evance of docunent (5) as pointed out by the Board.
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X. The appell ant requested in witing that the decision
under appeal be set aside and that patent No. 0 486 076
be revoked.

The respondent requested that the decision under appeal
be set aside and that the case be remtted to the
first-instance departnent, and alternatively that the
pat ent be maintained in anended formon the basis of
the set of clains filed as the main request during the
oral proceedings.

Reasons for the Decision

1. The appeal is adm ssible.

2. Adm ssibility of the main request

During the oral proceedings, the Board expressed its
view that, whereas it could share the Opposition

Di vision's concl usi ons concerni ng novelty over
docunents A2/ A2a and A3/A3a, it could not understand
why novelty over citation (5) had been acknow edged by
both parties and by the departnent of first instance
during exam nation and opposition proceedi ngs. The
novel ty-destroyi ng character of (5) becane inmediately
evident to the respondent after a closer inspection of
the citation

After a short break, the respondent filed a new nmain
request in order to establish novelty over docunent

(5), which, in its opinion, had not been taken into
account with respect to novelty by both parties and the

2361.D
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first-instance departnent presumably because it was
cited as "A" docunment in the search report.

The subject-matter of independent claim1l of this
request differs fromclaim1l of the set of clains as
granted in that the animal protein used in the materi al
for covering or coating food products is now restricted
to meat protein.

In addition, the subject-matter of claim1l constitutes
alimtation of the scope of the clainms as granted,

whi ch i s occasioned by the objection of |lack of novelty
rai sed during the opposition and appeal proceedings.
During the hearing before the Board, |ack of novelty
was di scussed in the light of document (5) for the
first tinme in these proceedings, although this citation
was already in the procedure before the departnent of
first instance and was reintroduced by the appellant in
t he appeal proceedings. The Board is of the opinion
that the relevance of citation (5) has been recogni sed
for the first time at the appeal stage.

Accordingly, the Board considers that this set of
clainms fulfil the requirenents of Rule 57a EPC and
cannot be regarded as late-fil ed.

Remttal to the departnent of first instance

In the present case, the subject-matter exam ned during
t he grant proceedi ngs and during the opposition
proceedi ngs related to an edi ble material containing
5-30% ani mal protein of any type.
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The new feature introduced into claiml, ie a feature
fromthe description, constitutes a restriction of the
clainms since neat protein is nowthe only type of
protein used in the material. As such, the anmendnent of
the clains now falls to be considered as an essenti al
substantive issue in the present case which needs to be
assessed with respect to inventive step.

Mor eover, during the oral proceedings, the respondent
sought to denonstrate that the choice of neat protein
was not an arbitrary choice, but that it was the key
feature of the claimleading to an inproved elasticity
and sturdiness of the material over the prior art and
that these properties were essential for an industrial
use of the material. However, the respondent

acknow edged that it had no evidence with it to show
that this alleged effect was i ndeed achi eved over the
prior art.

Finally, the Board notes that the appellant was not in
a position to present argunments either with respect to
t he amended set of clains or with respect to the

all eged effects as it did not attend the oral
proceedi ngs and as it obviously al so overl ooked the
rel evance of docunent (5) for novelty.

Al t hough the EPC does not guarantee the parties an
absolute right to have all the issues in the case
considered by two instances, it is well-recognised that
any party may be given an opportunity for two readi ngs
of the inportant elenments of a case.

In the present case, the filing at a very |late stage of
the procedure of a new set of clains wherein a new
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feature fromthe description, which had not been

consi dered per se before and which m ght be decisive
for the assessnment of inventive step nake it necessary
toremt the case to the Qpposition Division for
further prosecution (Article 111(1) EPC)

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first-instance departnent
for further prosecution.

The Regi strar: The Chai r man:

A. Townend G Ranpold
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