BESCHWERDEKAMVERN
DES EUROPAI SCHEN

PATENTAMTS OFFI CE

rnal distribution code:
] Publication in QJ

] To Chairmen and Menbers
X] To Chairnen

] No distribution

BOARDS OF APPEAL OF CHAMBRES DE RECOURS
THE EUROPEAN PATENT

DE L' OFFI CE EUROPEEN
DES BREVETS

DECI SI ON
of 13 Septenber 2004

Case Nunber:

Appl i cati on Nunber:
Publ i cati on Nunber:

| PC:

Language of the proceedi ngs:

Title of invention:

T 0161/02 - 3.3.8
92111827.9
0513849

C12N 5/ 04

EN

Met hod of preparing transgenic Zea mays plants regenerated

from protopl asts or protoplast-

Pat ent ee:
Syngenta Participations AG

Opponent s:

Bayer CropScience S. A
Bayer Bi oSci ence N. V.
Advant a Seeds B. V.

Headwor d:

derived cells

Transgeni ¢ Zea mays pl ant s/ SYNGENTA

Rel evant | egal provi sions:
EPC Art. 123(2), 84
Keywor d:

“"Main and auxiliary requests -
Article 123(2) EPC (yes) -

Deci si ons cited:

di scl aimer - offence agai nst

uncl ear (yes)"

G 0001/93, G 0001/03, G 0002/03, T 0507/99

Cat chword

EPA Form 3030 06. 03



9

Européisches
Patentamt

European
Patent Office

Beschwerdekammern Boards of Appeal

Office européen
des brevets

Chambres de recours

Case Nunber: T 0161/02 - 3.3.8

DECI SI ON

of the Technical Board of Appeal 3.3.8

Appel | ant :
(Proprietor of the patent)

Repr esent ati ve:

Respondent |
(Opponent 1)

Repr esent ati ve:

Respondent 11
(Opponent 3)

Repr esent ati ve:

of 13 Septenber 2004

Syngenta Participations AG
Schwar zwal dal | ee 215
CH 4058 Basel (cH

Basti an, \Werner Maria
Syngenta Participations AG
Intell ectual Property

P. O Box

CH 4002 Basel (CH)

Bayer CropSci ence S. A

14-20 rue Pierre Baizet

BP 9163

F- 69263 Lyon Cedex 09 (FR)

Meul enans, Wouter L. J.
Bayer Bi oSci ence N. V.

Bi oSci ence | P Depart nent
Technol ogi epark 38

B- 9052 Gent (BE)

Bayer Bi oSci ence N. V.
Technol ogi epark 38
B- 9052 Gent (BE)

Meul enans, Wouter L. J.
Bayer Bi oSci ence N. V.

Bi oSci ence | P Depart nent
Technol ogi epark 38

B- 9052 Gent (BE)



Respondent 111
(Opponent 4)

Repr esent ati ve:

Deci si on under

appeal :

Conposition of the Board:

Chai r man:
Menmber s:

L. Galligani

Advant a Seeds B. V.
Di j kwel sestraat 70
NL- 4421 AJ Kapell e (NL)

Br ookes Bat chel | or
102-108 d erkenwel | Road
London ECIM 5SA  (UK)

Deci sion of the Qpposition Division of the
Eur opean Patent O fice posted 7 Decenber 2001
revoki ng European patent No. 0513849 pursuant
to Article 102(1) EPC

M R Vega Laso
S. C. Perrynman



- 1- T 0161/ 02

Summary of Facts and Subm ssi ons

2051.D

Eur opean patent No. 0 513 849 with the title "Method of
preparing transgeni c Zea mays plants regenerated from
protopl asts or protoplast-derived cells" was granted
with 66 clains based on European patent application

No. 92 111 827.9, filed as a divisional application of
t he European patent application No. 88 810 309.0 which
clainmed the priority of four US applications.

Four notices of opposition were filed. Opponent 2
wi thdrew its opposition when the case was pendi ng
bef ore the opposition division.

By a decision within the nmeaning of Article 102(1) EPC
dated 7 Decenber 2001 the opposition division revoked
the patent. In its decision, the opposition division
held inter alia that claim35 of the main request and
claiml of the auxiliary request then on file offended
agai nst both Article 123(2) EPC and Article 123(3) EPC.

The patentee (appellant) | odged an appeal against the
deci sion of the opposition division, and together with
the statenent of grounds of appeal filed a new nmain
request (clainms 1 to 66) and a new auxiliary request
(clains 1 to 13) in place of the requests previously on
file.

In the new mai n request anmendnents to clains 1, 5, 35,
36, 37, 38, 60 and 62 as granted were introduced.
Amended claim 35 read as foll ows:
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"35. A nmethod for protecting a Zea mays pl ant agai nst
damage caused by insects, fungi or viruses or a
her bi ci dal chemi cal, which does not involve an
Agrobacteriumtransfer mcroorgani smand wherein a
chinmeric gene encoding a protein is stably incorporated
into the genonme of the Zea mays plant to be protected
by neans other than contacting plant cell nmaterial with
a transformation solution conprising exogenous DNA

whi ch does not contain parts or all of the T-DNA border
sequences of an Agrobacterium Ti plasm d and a nenbrane
permeating agent in the presence of an electric current
and wherein upon expression in the cells of said plant
an anmount of the encoded protein is produced that is
sufficient to provide the Zea mays plant with the

respective resistance."

In the auxiliary request clains 1 to 34, 36 to 45 and
51 to 59 as granted were del eted and the remaining
claims renunbered accordingly. New claim1, which

i ncluded features of clains 35 and 45 as granted, read
as foll ows:

"1l. A nethod for protecting a Zea nmays pl ant agai nst
damage caused by insects, which does not involve an
Agrobacteriumtransfer mcroorgani smand wherein a
chimeric gene is stably incorporated into the genone of
the Zea mays plant to be protected by nmeans other than
contacting plant cell material with a transformation
sol ution conprising exogenous DNA whi ch does not
contain parts or all of the T-DNA border sequences of
an Agrobacterium Ti plasm d and a nenbrane perneating
agent in the presence of an electric current and
wherein the transfornmed plant including the progeny

t her eof expresses the encoded pol ypeptide in an anpunt



VI .

VII.

VI,

2051.D

- 3 - T 0161/ 02

sufficient to render the plant unattractive to insect

| arvae. "

Respondents | and 1l (opponents 1 and 4) submtted
comments on the statenent of grounds of appeal and the
new requests filed by the appellant.

Bot h the appell ant and respondent | requested oral
proceedi ngs, should their respective requests not be
accepted by the board. The parties were sumoned to
oral proceedings to be held on 21 Septenber 2004, and
in a conmunication pursuant to Rule 11(1) of the Rules
of Procedure of the Boards of Appeal sent with the
sunmons, the board expressed its prelimnary non-

bi ndi ng opi nion on the issues of Article 123(2) and
(3) EPC, indicating in particular that there were

obj ections agai nst the anmended claim 35 of the main
request and anmended claim 1l of the auxiliary request,
and drawing the parties attention to decisions G 1/03
and G 2/03 (QJ EPO 2004, 413 and 448) in relation to
the introduction of disclaimng features.

On 31 August 2004, the appellant withdrew its request
for oral proceedings and informed the board that it
woul d not be represented at the oral proceedings. The
appel  ant requested that a deci sion be taken on the

basis of its witten subm ssions.

The oral proceedi ngs were cancelled by the board on
10 Septenber 2004 since no request renained which would
have necessitated oral proceedings to be held.
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The docunents referred to in the present decision are
t he foll ow ng:

(R39): EP-A-0 267 159

(R43): EP-A-0 290 395

The appellant's submissions in witing were as foll ows:

The opposition division erred in its finding that the
application as filed neither explicitly nor inplicitly
di scl osed nethods for protecting plants in the general
terms set out in claim35 of the main request or
claiml1l of the auxiliary request. Wen the wording of a
claimcould be found in the application - as adm tted
by the opposition division -, it was wong to concl ude
that the application did not disclose what could be
found in the application. Caim97 of the application
as originally filed covered subject-matter identical to
that of claiml1l of the auxiliary request.

The objection to the disclainmer of the subject-matter
of docunment (R39) under Article 123(2) EPC was net by
t he specific nmention of "an Agrobacteriumtransfer

m croorgani sm' in the amended claim 35 of the main
request (and claim1 of the auxiliary request).

The re-introduction of the feature "does not contain
T- DNA border sequences” into claim35 of the main
request and claiml of the auxiliary request responded
to the objection raised by the opposition division
under Article 123(3) EPC. And yet it nade no sense to
i ncl ude T-DNA border sequences in the absence of a

transfer organi sm
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Respondent |'s argunents, as far as they are rel evant
to the present decision, can be sunmarized as foll ows:

The objections under Article 123 EPC which the patentee
tried to overcone with the new requests were already
rai sed by the opponents at the outset of the
proceedings. In spite of the negative prelimnary

opi nion of the opposition division in its conmunication
under Rule 7l1la EPC, the patentee had chosen not to
attend the oral proceedings and yet to pursue the
defence of the patent in appeal, thus protracting the
proceedi ngs and generating unnecessary costs for the
opponents. Patentee's approach anobunted to a tacti cal
abuse of procedure. The patentee should not be given a
further opportunity to introduce new anmendnments. Thus,

t he board was requested to exercise its discretion
under Article 114(2) EPC to not admt the requests
filed on appeal. Besides, the new main request was not
adm ssi bl e under Rule 57a EPC.

Claim 35 of the main request and claim1 of the
auxiliary request contravened Article 123(2) EPC.
Firstly, the disclainmer introduced in an attenpt to

di stingui sh over the subject-matter of docunent (R39)
did not reflect the disclosure of this docunent.
Secondly, the disclainers for the subject-matter of
docunents (R39) and (R43) were conbined together to
produce a "chineric disclainmer” reflecting neither the
subject-matter of (R39) nor that of (R43). And thirdly,
claim35 did not include a step of protoplast
production. Support for claiml1l of the auxiliary
request as indicated by the patentee (claim97) could
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not be found in the present divisional application, but
only in the parent application.

The disclainmer relating to T-DNA border sequences in
claim35 was already present in the clains as granted,
but in a different context. The change in the context
of the disclainer gave rise to an extension of the
scope of protection (Article 123(3) EPC)

The only positive features of claim35 of the main
request were defined in ternms of a result to be
achieved. Also, in the disclainmer for the subject-
matter of docunent (R39) it was not clear what was
meant by "Agrobacteriumtransfer mcroorganisnm, and
consequently the scope of the claimcould not be
determ ned. The term "unattractive" in claim1 of the
auxiliary request had no clearly defined neaning. Thus,
t he new requests offended against Article 84 EPC

Respondent 111 fully endorsed the decision of the
opposition division. In the respondent’'s view the new
requests filed in appeal were clearly not allowable
because they did not overcone the objections raised by
t he opposition division in connection with the requests
then on file. The new requests were also |ate-fil ed.
The appel lant had full opportunity to put forward
alternative requests in the opposition procedure.
Therefore, the new requests should not be considered by
t he board.

The appel | ant requested that the decision under appeal
be set aside und that the patent be maintained on the
basis of either the main request or the auxiliary
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request as filed with the statenment of grounds of
appeal .

XIV. The respondents requested that the appeal be di sm ssed.

Reasons for the Decision

Adm ssibility of the appeal and of the new requests into the
pr oceedi ngs

1. The respondents have questioned the adm ssibility into
t he proceedi ngs of the new main request and auxiliary
request submtted by the appellant with its statenent
of grounds of appeal, alleging that the new requests
are late-filed and clearly not allowable, and that its
subm ssion constitutes an abuse of procedure. The Board
cannot see here an abuse of procedure by the appellant
such as woul d throw doubt on the adm ssibility of the
appeal, for which all the formal requirenments have been
fulfilled, or on the adm ssibility of the appellant's
requests into the proceedi ngs other than for the reason
that these requests do not neet the substantive
requi renents of the European Patent Convention. This
latter issue is discussed bel ow

Mai n request - Article 123(2) and (3) EPC

2. In decisions G 1/03 and G 2/03 (supra), the Enl arged
Board of Appeal established the criteria to be applied
for assessing the allowability of a disclainmer which is
not disclosed in an application as filed. In response
to question 2(b) in decision T 507/99 (QJ EPO 2003, 225)
of the referring board, as to how a discl ai ner

2051.D
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occasi oned by prior art should be drafted, the Enlarged
Board of Appeal decided that a disclainmer should not
remove nore than is necessary to restore novelty, and
that the fact that a disclainer is required cannot be
seen as an opportunity for the applicant (or patentee)
to reshape its clains arbitrarily. Mreover, clainms
contai ning disclainers nust, as any other clains, neet
t he requirements of conciseness and clarity of

Article 84 EPC (see point 3 of the Reasons for the
deci si on).

It follows fromthe well-established jurisprudence of

t he boards of appeal that both the question as to
whether or not a limting feature introduced into a
claim for instance an undi scl osed disclainmer, is to be
consi dered as added subject-matter wthin the neaning
of Article 123(2) EPC, and the question as to whether a
claimcontaining such a limtation fulfils the

requi renents of conci seness and clarity, can only be
deci ded on the basis of the facts of each individual
case (wth respect to Article 123(2) EPC see, for

i nstance, decision G 1/93 of the Enlarged Board of
Appeal , QJ EPO 1994, 514, point 17 of the Reasons).

In the present case, claim35 of the main request

i ncl udes two undi scl osed di scl ai mers i ncorporated by
way of amendnent, these disclainers being intended to
exclude fromthe scope of the claimsubject-matter

whi ch was disclosed in prior art under Article 54(3)
and (4) EPC cited in the opposition procedure. The
first disclainmer reads:

"... which does not involve an Agrobacterium

transfer mcroorganism..",
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and its introduction ains at excluding fromthe scope
of claim 35 nethods invol ving an Agrobacterium transfer
m croorgani sm as di sclosed in docunent (R39).

The second di scl ai mer reads:
" by neans other than contacting plant cel
material with a transformation sol ution conpri sing

exogenous DNA which does not contain parts or al
of the T-DNA border sequences of an Agrobacterium
Ti plasm d and a nenbrane perneating agent in the
presence of an electric current ..." (enphasis
added by the board)

and is intended to exclude fromthe claimsubject-
matter that has been disclosed in docunent (R43).
However, this disclainmer includes a negative feature
(in bold) which was introduced into claim35 during the
exam nation of the application for delimting the

cl ai med subj ect-nmatter against docunent (R39), and was
thus present in claim35 as granted, yet in a different

cont ext.

Thus, the second disclainer in claim35 of the main
request conbines features that arise fromtwo different
docunents of the prior art, the conbination of these
features resulting in a disclainmer that corresponds to
nei ther the disclosure of docunent (R39) nor that of
docunent (R43), and that — as acknow edged by the

appel  ant — does not nake any technical sense. In the
vi ew of the board, such a disclainer not only does not
neet the requirenents of Article 123(2) EPC, but al so
renders claim35 of the main request unclear within the



- 10 - T 0161/ 02

nmeani ng of Article 84 EPC, as it does not allow the
public to find out what is protected and what it is not

pr ot ect ed.

Moreover, in view of said lack of clarity the board
cannot exclude that the conbination of the negative
feature already present in claim35 as granted, with
features reflecting the disclosure of docunent (R43)
may | ead to an extension of the protection conferred by
the patent as granted (cf. Article 123(3) EPC)

Auxi | iary request

Since claim1l of the auxiliary request includes the
sanme di scl ai mers di scussed above, the findings with
respect to the main request apply nutatis nutandis al so
to the auxiliary request.

Concl usi on

2051.D

Nei ther the main request nor the auxiliary request as
presently on file can be allowed as at |east one claim
t herein does not neet the requirenents of the EPC
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Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

A. Wl i nski L. Galligani

2051.D



