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Summary of Facts and Subm ssi ons

l. The appeal is fromthe decision of the Opposition
Di vi sion posted on 18 January 2002 to revoke European
patent No. 0 707 841, granted in respect of European
patent application No. 94 203 040. 4.

. In the decision under appeal the Opposition D vision
consi dered that although the disclosure of the
invention in the patent in suit was sufficiently clear
and conplete for it to be carried out by a person
skilled in the art (Article 83 EPC) and the wordi ng of
claim1 in accordance with the main and only request of
the patent proprietor filed with letter of 6 Novenber
2001 was clear (Article 84 EPC), its subject-matter
| acked novelty (Article 52(1) and 54(2) EPC) over the
prior art disclosed by docunent

Dl: US-A-5 064 492,

or by docunent

D6: US-A-4 184 902.

As regards the other avail abl e docunents, the
Qpposition Division stated that they reflected "a nore

renpte state of the art".

(N The appel |l ant (patentee) | odged an appeal, received at
the EPO on 9 February 2002, against this decision and
si mul taneously paid the appeal. The statenent setting
out the grounds of appeal was received at the EPO on
23 May 2002.

2180.D
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I n a comuni cation acconpanyi ng the sunmons for oral
proceedi ngs pursuant to Article 11(1) Rul es of
Procedure of the Boards of Appeal the Board expressed
the prelimnary opinion that it woul d appear that the
term"solder” in claim1l did not have the usual neaning
known fromthe field of netal joining but should be
interpreted on the basis of the description of the
patent in suit in a nore general manner as referring in
particul ar al so to adhesives and that, having regard to
this interpretation, there was no difficulty for the
skilled person to carry out the invention. Furthernore,
the Board noted that in respect of novelty not only D1
and D6 were to be discussed, but al so docunent

D3: US-A-4 973 326,
whi ch was referred to by respondent | inits letter of
reply to the witten statenent setting out the grounds

of appeal .

Wth letter dated 13 July 2004, respondent | filed the

foll ow ng new docunents:

D12: EP- A-293 065;

D13: US-A-4 778 458,

Dl14: US-A-4 156 398,

D15: EP- A-196 654;

and submtted that the subject-matter of claim1l | acked
novelty over D12 and D13.
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Oral proceedings, at the end of which the decision of

the Board was announced, took place on 2 Septenber 2004.

The appel | ant requested that the decision under appeal
be set aside and that the patent be nmaintained on the
basis of the clains 1 to 5 filed during the oral
proceedi ngs together with anmended colums 3, 4 and 9 to
14 of the description, or on the basis of the anended
docunents in accordance with the first auxiliary
request filed with fax of 26 July 2004, or in the
alternative, as a second auxiliary request, to remt
the case to the first instance in case the Board

deci ded that the subject-matter of the main or
auxiliary requests was novel over both D1 and D6.

The respondent | (opponent 1) requested that the appeal
be di sm ssed.

As previously announced by letter dated 25 August 2004,
the respondent |1 (opponent 11) did not attend the oral
proceedi ngs. The proceedi ngs conti nued w t hout him
(Rule 71(2) EPC). The respondent Il had requested in

witing that the appeal be di sm ssed.

Claim1l of the main request reads as foll ows:

"1. Process to manufacture di sposabl e absorbent
articles, said articles conprising an absor bent
structure, said absorbent structure conprising a first
and second outernobst surface | ocated on opposite sides
of said absorbent structure, said process conprising
the steps of

- Providing a first and a second material, and a

sol der, said sol der being non-sticky at 40 °C



- 4 - T 0152/ 02

- Conveying said first and said second material in a
machi ne direction at a surface speed of at | east
0. 4n s;
- Joining said first and said second material by
- Heating the solder to a tenperature above the
solidifying tenperature of said sol der
- Applying said solder to one or both materials
before said solder cools below its solidifying
t enperature
- Bringing said first and second material into
contact before said solder cools belowits
solidifying tenperature to provi de a pernmanent
connection, and
- said first material is a liquid perneabl e topsheet
and said second material is a backsheet, preferably a
[iquid inperneabl e backsheet, or
- said first material is a liquid perneabl e topsheet
and said second material is said absorbent structure
and said topsheet and said absorbent structure are
j oined across said first outernost surface, or
- said first material is a first layer of a multi-
| ayer, liquid perneable topsheet and said second
material is a second layer of a nulti-layer, liquid
per meabl e topsheet, or
- said first material is a breathable backsheet and
said second material is said absorbent structure and
sai d backsheet and sai d absorbent structure are joined
across said second outernost surface, or
- said first material is a first layer of a nulti-I|ayer
backsheet and said second material is a second |ayer of
a multi-layer backsheet, preferably said backsheet is
[iquid inpermneable, or
- said absorbent structure conprises nultiple |ayers
and said first material is a first layer of said

2180.D
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absorbent structure and said second naterial is a

second | ayer of said absorbent structure.”

In support of its requests the appellant relied

essentially on the follow ng subm ssions:

The term "solder” in claiml generally referred to a
material which was able to contact the surfaces of
first and second materials intimately at a tenperature
above its solidifying tenperature and to create a

per manent connecti on between them after cooling bel ow
the solidifying tenperature, in analogy wth the
conventional sol dering process known for joining
metals. Such a sol der was distinguished from adhesi ves
by bei ng non-sticky as determ ned by nmeans of the
stickiness test described in the patent in suit. The
stickiness test required the use of a substrate
materi al consisting of either a woven cotton surface or
a polyethylene filmof 25 mcroneter thickness. The
identification of these substrate materials by neans of
their commercial names in the patent in suit was
sufficient for the skilled person to obtain such
materials and thus reproduce the invention w thout

difficulties.

In contrast to the processes of D1 and D6, the process
according to claiml1l of the patent in suit required
that the sol der was heated before it was applied to one
or both materials, and only then were the two naterials
brought into contact. In fact, D1 disclosed a process
in which aroll of a first material already prepared

wi th an adhesive on its surface was unwound, the
adhesi ve was heated and the first material was brought
into contact with a second material to provide a
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per manent connecti on between the first and second
materials. Thus, since the adhesive had al ready been
applied in a preparation step, the adhesive was not
applied to either material before both materials were
brought into contact. Furthernore, it could not be said
whet her the adhesive used in the process of DI woul d
pass the stickiness test and therefore such an adhesive
could not be defined as a solder in accordance with the
patent in suit. As regards D6, it disclosed a process
in which a polyethylene filmwas first applied to one
of the materials to be joined, then the second nateri al
was provided and only then was the sol der heated so as
to create a pernmanent connection. Moreover,

pol yet hyl ene was not a suitable solder in the process
of the invention because it was too viscous to be used
in a high-speed process with surface speeds above

0.4 ms. Therefore, the clainmed subject-matter was

novel .

The argunents of respondent | can be summarized as

foll ows.

Considering that the two materials critical for the
stickiness test were defined in the patent in suit by
their trade nane and that the properties of such
materials often varied with tinme, the stickiness test
was not defined in a manner sufficiently clear and
conplete for it to be perfornmed by the skilled man
Therefore the process of claim1l was not disclosed in a
manner sufficiently clear and conplete as requested by
Article 100(b) EPC

D1 disclosed a process for manufacturing di sposable
absorbent articles in which a backing sheet preprinted
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wi th an adhesive and a topsheet havi ng absorbent pads
di sposed thereon were conveyed in a machine direction
at high speed. Since the adhesive was non-bl ocking up
to a tenperature of about 43°C, it corresponded to a
non-sticky solder in accordance with the patent in
suit. The joining step of the process disclosed in D1

i ncl uded heating the adhesive di sposed on the backing
sheet above its solidifying tenperature, applying it to
t he adhesi ve pads and/or the topsheet in a nelted
condition and pressing the topsheet and the backing
sheet together. Thus, having regard to the fact that
claim1 did not define a specific succession of the
steps at the tinme of joining the first and second

mat erials whereby in particular it did not require that
t he sol der be applied before bringing said materials
into contact, the subject-matter of claim1l was known
from Dl. For anal ogous reasons, also D6 destroyed the
novel ty of the clained subject-matter. D6 did not

di scl ose that the solder, a polyethylene sheet, was
heated to a liquid state. However, claim1 of the
patent in suit did not require that the sol der be
heated to a liquid state but nerely that it be heated
above its solidifying tenperature. As concerns D12-Dl14
respondent | submtted that these docunents were cited
in view of the, now del eted, paragraph "sel ective

sol der materials". If the Board considered that the
solder material of claim1l no | onger conprised such

sel ective solder materials these new docunents were not

rel evant for deciding on novelty.

X. In its witten subm ssions the respondent 11
essentially argued as follows in respect of the clains
in accordance with the request on which the decision of
the Opposition Division was based:

2180.D
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D1 disclosed a process in which solder carried by a web
was heated to a tenperature above its solidifying
tenperature and then the web was joined to a topsheet
and an absorbent material by neans of conpression
rollers. During such joining of the web and the
topsheet, the solder material was applied to one of the
first and second materials and these materials were

al so brought into contact, in accordance with the
definition of claiml of the patent in suit.

Al so D6 disclosed the subject-matter of claim1l of the
patent in suit. In particular, in the process of D6 a
non-sticky filmof polyethylene was nelted to join
first and second materials together and thus
effectively acted as a solder material.

Reasons for the Deci sion

1.

2180.D

The appeal is adm ssible.

Amrendnment s

The clains in accordance with the appellant's main
request are identical to the clains on which the

deci si on under appeal is based.

The basis for the anended claim1 is found in clains 1,
2, 11 and 3, 5to 9 and on page 12, lines 19 to 24 of

the application as fil ed.
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Moreover, claim11 includes all the features of claiml
of the patent as granted. Since it also includes
further limting features, it restricts the extent of

protection conferred by the European patent.

Dependent clains to 2 to 5 are based upon clains 2, 4,
10 and 12 of the application as filed.

The description of the patent in suit is adapted to be
consistent wwth the clains as anmended. In particular,
par agraphs [0076] to [0078] of the patent in suit are
del eted fromthe description to avoid any
interpretation of "solder material” as enconpassi ng
"sel ective solder materials" which are non-sticky in
conjunction with particular surfaces but sticky on

ot her surfaces.

Hence, the anendnents neither introduce subject-matter
whi ch extends beyond the content of the application as
filed (Article 123(2) EPC) nor result in an extension
of the protection conferred (Article 123(3) EPC).

Sufficiency of disclosure

During oral proceedings the respondent | confined its
obj ection of insufficient disclosure to the question of
whet her the skilled person could carry out the

sticki ness test.

In the comuni cation annexed to the summons to oral
proceedi ngs the Board already stated that the term
"sol der” used in the context of the patent in suit for
t he manuf acture of di sposabl e absorbent articles does

not have the conventional neaning as known fromthe
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field of metal joining techniques, and that it is
necessary to refer to the description to interpret this
term For instance, the patent in suit (see colum 10,
par. [0054]) discloses that suitable solder materials
can be adhesive materials or wax type materials which
are not usable for soldering of netals. In analogy with
conventional solders for netal joining techniques,
however, the sol der nust have a solidifying tenperature
bel ow the nelting tenperature of the parts to be joined
(see paragraphs [0004], [0049], [0051] and [0052] of
the patent in suit) so that it can applied to the parts
in anolten state without nelting of the parts taking
pl ace. Furthernore, the patent in suit discloses that

t he sol der nust pass the stickiness test in order to be
di stingui shed from adhesi ves (paragraph [0059]). The
patent further discloses that the test can be carried
out at either 20 or 40°C. Since claim1l1 requires that
the sol der be non-sticky at 40°C, the reference
tenperature for the stickiness test is 40°C

From the above it follows that the stickiness test is
essential for determ ning whether a given material can
be considered to represent a solder in accordance with
the patent in suit. Therefore, it is necessary to be
capabl e of carrying out the stickiness test in order to
performthe invention. Since the patent in suit gives
detailed instructions on howto carry out the
stickiness test (see colums 12 to 14 of the patent
specification) and these instructions fall within the
scope of the normal skill and know edge of a
practitioner in the technical field of the manufacture
of disposabl e absorbent articles, the Board takes the
view that the invention is sufficiently disclosed
(Article 83 EPC).
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The respondent | submtted that, since the two
materials considered critical for the test were defined
by their trade nane and the properties of such
materials often varied with tinme, the stickiness test
was not defined in a manner sufficiently clear and
conplete for it to be performed by the skilled person.

It is indeed critical for the stickiness test (see
colum 13, lines 40 to 49) to use as substrate nmateri al
either a woven cotton surface obtained from Loeffler
Sitter Technic GrbH, Nettersheim Germany under the
designation "white, 100% cotton weave, style # 429-W,
or, in the alternative, a polyethylene filmof 25

m crometer thickness avail abl e under the designation
"Tacol in Pol yet hyl ene Fil m Code ST 400" from Taco

Pl astics, Manchester, Geat Britain. However, there is
no reason to believe, nor has evidence been submtted
inthis respect, that these designations refer to
materials that do not have well defined and
unchangeabl e properties. Therefore the subm ssion that
the properties of these materials mght vary with tine
must be regarded as an unsubstantiated all egation which
cannot be used to the prejudice of the appellant.
Furthernore, the indication "polyethylene filmof 25

m croneter thickness" is as such already sufficient for
identifying one of said critical substrates in a manner
sufficiently precise for allowi ng reproducibility of

t he stickiness test.
Novel ty
Using the wording of claim1 of the patent in suit,

docunent D1 di scloses a process to manufacture
di sposabl e absorbent articles, said articles conprising
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an absorbent structure, said absorbent structure
conprising a first and second outernost surface | ocated
on opposite sides of said absorbent structure (colum 1,
lines 15 to 19), said process conprising (see Fig. 5)
the steps of providing a first (221, 226) and a second
mat erial (222), and a joining material (adhesive, see
colum 1, lines 10 to 12), conveying said first and
said second material in a machine direction at a
surface speed of at least 0.4 ms (the speed is not
explicitly disclosed in D1, but, as admtted by the

pat entee during the proceedi ngs before the first

i nstance - see page 6 of the decision under appeal -

| oner speeds apply to manual processes whilst D1
clearly discloses an automatic process and thus

i nherently conveyi ng speeds above 0.4 nis); joining
said first and said second naterial by heating the
joining material to a tenperature above the solidifying
tenperature of said joining material and bringing said
first and second material into contact before said
joining material cools belowits solidifying
tenperature to provide a permanent connection (colum 4,
lines 28 to 33), whereby said first material (221) is a
i quid perneabl e topsheet and said second nmaterial is a
backsheet (222; see colum 4, lines 22 and 32, 33).

D1 does not disclose that the joining material is a
"solder" and that the solder is non-sticky at 40°C. It
is true that the adhesive of D1 is chosen so as to be
non-bl ocking up to a tenperature of 43°C (see colum 4,
lines 14 to 16), whereby non-bl ocki ng neans t hat

unwi nding of a roll of filmcoated with adhesive is not
adversely affected by adhesi on of adjoining surfaces
(see colum 2, lines 53 to 59). However, there are no

cl ear and unanbi guous i ndi cati ons pointing towards, nor



2180.D

- 13 - T 0152/ 02

is there any evidence on file in support of, the

concl usion that the adhesive of D1 would pass the
stickiness test described in the patent in suit (see
point 3.2 above) so as to be identified as a sol der
within the nmeaning of the patent in suit. In fact,
considering that the adhesive of D1 includes a

tacki fying agent (see colum 5, lines 18 to 20) whil st
according to the patent in suit solder materials can be
e.g. adhesive materials wthout the tackifier additives
usual ly used (columm 10, lines 53, 54), the disclosure
of D1 rather points towards an adhesive that woul d not
pass the stickiness test.

In the process of Dl the adhesive is applied at

el evated tenperatures to a film 222 (second material),
then it is cooled (see colum 3, lines 52 to 59 and
colum 4, lines 21, 22) and the filmis wound on a rol
210. In a subsequent stage (see Fig. 5) the thus
obtained roll with the adhesive is unwound, the
adhesive is heated so that it nelts and the filmis
brought into contact with a web 221, 226 (first
material) before the adhesive cools belowits
solidifying tenperature to provide a pernanent
connection (colum 4, lines 20 to 36 and 56 to 61).
Accordingly, during the joining stage the application
of the adhesive to the first material (221, 226) takes
pl ace simultaneously with the bringing into contact of
the first (221, 226) and second (222) materials. In
contrast thereto, claim1 of the patent in suit
requires that during the joining stage the application
of the joining material (solder) to one or both

mat eri al s takes place before the first and second

mat eri al are brought into contact.
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Respondent | submtted that claim1 did not define a
speci fic succession of the steps at the tinme of joining
the first and second materials and that in particular
it did not require that the sol der be applied before
bringing said materials into contact but enconpassed
application of the solder substantially simnultaneously
with the bringing into contact of the first and second
material s.

Thi s view cannot be foll owed because it is clear from
the wording of claim1 that the steps of heating,

appl ying and bringing into contact the first and second
materials nmust be carried out in a tinely spaced
succession. In fact, the whole wording of claiml
relates to a succession of steps that are carried out
one after the other: providing the first and second

mat eri al and the sol der, conveying the first and second
material, joining them... Furthernore, at the joining
stage, the heating step nust clearly take place before
the application step since during the latter the sol der
must be at a tenperature above its solidifying
tenperature. Finally, there is no basis for an
interpretation of claiml1l in which the solder is
applied to the first and second materials in two
separate steps, nanely to one material before the
conveying step and to the other material when both are

conveyed, as in D1.

Conpared to claim1l of the patent in suit, D6 discloses
a process to manufacture di sposabl e absorbent articles,
said articles conprising an absorbent structure, said
absorbent structure conprising a first and second

out ernost surface | ocated on opposite sides of said
absorbent structure (see colum 1, lines 14 and 56 to
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60), said process conprising (see Fig. 1) the steps of
providing a first and a second material (web 39, pads
24) and a joining material (thernoplastic web 32; see
claim1), conveying said first and said second materi al
in a machine direction at a surface speed of at |east
0.4 ms (since the nmethod of D6 is an automatic net hod,
see the above conmment in respect of the conveyi ng speed
in the process of Dl); joining said first and said
second material (39, 24) by heating the joining
material (32) to a tenperature above its solidifying
tenperature (see colum 6, lines 29 to 31; note that
the disclosure that the filmis fused inplies that it
is heated above its solidifying tenperature), wherein
said first material is a |iquid perneable topsheet (39)
and said second material is said absorbent structure
(pads 24) and said topsheet and said absorbent
structure are joined across said first outernost

surface (see colum 5, lines 20 to 28).

In this known process, a film(32) of joining materi al
(thernoplastic material, for instance pol yethyl ene, see
colum 6, line 29) is applied to the first nmateri al
(topsheet 39) at a |location beneath a guiding roller
(38 in Fig. 1). The first material and the joining
material are then conveyed together to a location in
the processing line where they are placed over the
second material (absorbent pads 24) conveyed by a belt
(28; see colum 3, lines 47 to 50). The assenbly of
these materials thereafter passes beneath a heated rol
(58) which contacts the first material (topsheet 39)
and heats the joining material (thernoplastic web 32)
whi ch fuses and joins the first and second materials
(topsheet 39 and pads 24; see colum 3, lines 50 to
63) .
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Therefore, the joining material is applied to the first
and second materials (topsheet 39 and pads 24) at

| ocations (roller 38; between roller 54 and heated rol
58) in the processing line upwards of the heated rol
(58). The first and second material are contacted at a
| ocation (between roller 54 and heated roll 58) upwards
of the heated roll. At all these |ocations the joining
material is therefore at a tenperature belowits
solidifying tenmperature. It follows that D6,
irrespective of whether the joining material used in
the process of D6 corresponds to a solder materi al
within the nmeaning of the patent in suit, does not

di scl ose the features of claim1 consisting in applying
the solder to one or both materials before said sol der
cools belowits solidifying tenperature and in bringing
said first and second material into contact before said
sol der cools belowits solidifying tenperature to
provi de a pernmanent connection, and is therefore not
prejudicial to the novelty of the subject-matter of

claim1l of the patent in suit.

Dependent clains 2 to 5 define further enbodi nents of
the process of claim1. Their subject-nmatter is

|l i kewi se novel over the disclosure of D1 and De6.

During the oral proceedings the respondent | no | onger
relied on docunents other than D1 and D6 to support the

obj ection of |ack of novelty.

In the witten proceedi ngs respondent | also relied
upon D3. However, the process disclosed by D3 (see
Fig. 5) is simlar to that of D1 in that a roll of
preformed | am nate (40; corresponding to the second
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material of claiml1l of the patent in suit) already
provided with a bonding |ayer (46) is unwound, the
bondi ng |l ayer is heated (see colum 7, lines 11 to 17)
and the lamnate (40) is brought into contact with a
film(60; first material) to provide a pernmanent
connection (colum 4, lines 20 to 36 and 56 to 61).
Accordingly, the application of the adhesive to the
first material (film60) takes place sinultaneously
with the bringing into contact of the first and second
materials (40, 60), as in the process of Dl. Therefore,
al so D3 cannot deprive the subject-matter of claim1l of

novel ty.

Since the Board' s investigations in the present appeal
proceedings are limted to the question of novelty and
during the oral proceedings the respondent | no | onger
subm tted arguments of |[ack of novelty based on any of
t he docunents D12 to D15 filed during the appeal
proceedi ngs, these late filed docunents are, by the
respondent's | own adm ssion, not relevant for the
decision to be taken. They are therefore disregarded in
accordance with Article 114(2) EPC

Having regard to the facts that the decision of the
Qpposition Division did not deal with inventive step,
that the appellant requests remttal to first instance
in case the Boards finds that the clainmed subject-

matter is novel over both D1 and D6, and in order not

to deprive the parties of their right to a second

i nstance, the Board considers it appropriate to remt

the case to the Opposition Division under Article 111(1)
EPC for further prosecution.
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O der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

The Registrar: The Chai r man:

M Patin P. Alting van Ceusau
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