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Summary of Facts and Subm ssi ons

2428.D

Eur opean patent application No. 95937472.9 was refused
by a decision of the Exam ning D vision. The
application was based on the International Application
No. PCT/ US95/ 13278, published under No. WO 96/ 11878.
The decision was taken on the basis of the set of
claims 1 to 31, filed with the letter dated 2 Cctober
2000. daim1 thereof read as foll ows:

"A process for the production of an array of materials
fromat |east two conponents of said materials, said
process conpri sing:

a) delivering a first conponent of a first materi al
and a first conponent of a second material at
first and second regions on a substrate;

b) delivering a second conmponent of a the first
mat eri al and a second conmponent of the second
material at the first and second regions on the
substrate; and

c) once the conponents of said materials have been
delivered to said regions simnultaneously reacting
t he conponents in the regions to format |east two
different materials wherein the materials are
coval ent network solids, ionic solids, nolecular
solids, inorganic materials, said inorganic
materials preferably being selected from
internetallic materials, netal alloys, ceramc
materials organonetallic materials, conposite
materi al s or non-biol ogical organic polynmers,
pol ymers which are synthesised by a |inear
stepwi se coupling of building blocks being
excl uded. "
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The Exam ning Division held that the subject-matter of
claim1l1 | acked novelty over WD 93/09668 (Dl) since the
teaching of DI was not limted to the production of an
array of biological polyners by stepw se coupling of
bui | di ng bl ocks but to an array of polyners in general
by reacting different nononmers. Specifically disclosed
wer e organi ¢ polyners such as pol yuret hanes, polyesters
and pol ycarbonates, which were also nentioned in the
present application.

The appel | ant | odged an appeal against this decision.
Wth the statenent of grounds of appeal the appell ant
filed a nunber of further docunents, anmong them D2, and
a set of anended clainms 1 to 50 as a main request and a
set of anmended clainms 1 to 49 as first auxiliary
request.

D2: Haw ey's Condensed Chenical Dictionary, fourteenth
edition, page 898.

Claim1 of the main request read as foll ows:

"A process for the production of an array of materials
fromat |east two conponents of said materials, said
process conpri sing:

a) delivering a first conponent of a first materi al
and a first conponent of a second material at
first and second regions on a substrate;

b) delivering a second conmponent of a the first
mat eri al and a second conmponent of the second
material at the first and second regions on the
substrat e;
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c) si mul t aneously reacting the delivered conponents
inthe regions to format |east two different
materials wherein the materials are:
inorganic materials, said inorganic materials
preferably being selected frominternetallic
materials, netal alloys, and ceram c material s;
organonetal lic materials; or non-biol ogical
organi ¢ polyners, the process for the production
of an array of non-biol ogical, organic polyners
further conprising
(1) pol yneri zing the conmponents in the regions
of the substrate and

(i) allowng the polynerization reaction to
proceed to formthe at |east two different
non- bi ol ogi cal organi c pol yners."

Wth respect to novelty the appellant essentially
argued that D1 was directed to the formation of an
array of polynmers by a stepw se coupling process and
di d not disclose other processes for the production of
pol yners. Wiere in D1 a reference was nmade to non-

bi ol ogi cal polynmers it was stated that these polyners
had di fferent nononer sequences, which would inply a

| inear stepw se coupling of nononers. There was no

di scl osure of sinultaneously polynerizing a m xture of

nmononers to forma polynmer as now cl ai ned.

The appel | ant requested that the application be granted
with the clains of the main request, alternatively,

that the application be returned to the Exam ni ng
Division for further examnation if the Board was
unwilling to grant the clainms of the main request for
any ot her reason than previously considered by the
Exam ning Division. As a further alternative it was
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requested that the application be granted with the
clainms of the first auxiliary request, alternatively,
that the application be returned to the Exam ning
Division for further exam nation if the Board was
unwilling to grant the clains of the first auxiliary
request for any other reason than previously considered
by the Exam ning Division.

Reasons for the Decision

2428.D

Apart fromthe special requirenents for the production
of non-biol ogical polyners claim1 of the main request
is based on clains 13 to 23 and page 4, line 12 to
page 5, line 5 of the application as originally filed.
Features (i) and (ii) relating to the production of an
array of non-biol ogical organic polyners are based on
page 50, lines 6 to 10 of the original description.
Claim1l of the main request therefore fulfils the
requirenments of Article 123(2) EPC.

D1 di scl oses a nmethod of form ng pol ynmers having

di ver se nononer sequences on a single substrate which
conprises a plurality of selected regions, whereby

vari ous nononers are delivered to the sel ected regions
where they are reacted in parallel (page 2, lines 25

to 33 and claim1). In order to obtain polyners having
a predefined nononmer sequence the nononmers nust be
coupled with each other and the steps of delivering and
coupling the nononmers must be repeated. The coupling is
general ly provided by a coupling agent (page 3, lines 6
to 15). The "nononers” nentioned there need not to be
si ngl e nmononers but may be bl ocks of nononers (page 6,
A ossary, point 2.) This process is known in the art as
synthesis by |inear stepw se coupling of building
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bl ocks (present application page 14, lines 14 to 16).
Al t hough the process disclosed in D1 is primarily
described with regard to the preparati on of nol ecul es
cont ai ni ng sequences of nonomers such as amno acids it
was anticipated that it could also be applied to the
preparation of other polyners including non-biological
pol ymers such as pol yuret hanes, polyesters and

pol ycarbonates (page 7, lines 3 to 14). It is stressed
that al so such pol yners have different nononer
sequences (page 7, lines 14 to 17). In the Board's

opi nion there can be no reasonabl e doubt that insofar
as D1 discloses processes for the preparation of non-
bi ol ogi cal organi c polyners such processes al so involve
synthesis by |inear stepw se coupling of building

bl ocks, whereby the product has a predefined sequence

of nononers.

According to present claim1 the process for producing
non- bi ol ogi cal organic polyners requires a

pol yneri zation reaction whereby all the delivered
conponents (nononers) are sinmultaneously reacted to
forma polynmer. The expression "polynerisation
reaction” clearly and unanbi guously inplies that a

| arge nunber of chem cal bonds is forned in each of the
separate regions on the substrate (cf D2). In the
Board's viewthis is an essential difference with
regard to the process disclosed in D1 requiring that in
one single step only one new chem cal bond is fornmed so
that a multiplicity of reaction steps are necessary to
coupl e the building blocks and to forma polynmer with a
defi ned sequence of nononers. The process according to
claiml1l of the main request is thus not anticipated

by D1. Since other novelty objections have not been

rai sed and are not apparent to the Board, the subject-
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matter according to claim1l of the main request nust be
considered to be new (Article 54(1) EPC)

4. | nventive step of the subject-matter of present claiml
has not been discussed by the Exam ning D vision. The
Board deens it appropriate to have this issue
investigated by the first instance in order to know
whet her there are any objections at all in this respect
and, if any, what the basis for these objections is.
Thus the Board exercises its power under Article 111(1)
EPC to remit the case to the first instance for further

prosecuti on.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

The Regi strar: The Chai r man:

U. Bul t mann R Spangenberg
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