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Summary of Facts and Subm ssi ons

Mention of the grant of European patent No. 0 458 773
in respect of European patent application

No. 91 870 083.2 in the nane of FINA TECHNOLOGY, | NC.,
whi ch had been filed on 21 May 1991 claimng two US
priorities, both of 21 May 1990, was announced on

10 Septenber 1997 on the basis of 12 cl ai s,

i ndependent Clains 1 and 6 reading as foll ows:

"1. A high-inpact nonovinylaromatic polyneric
conposition consisting essentially of an inpact-

resi stant rubber-nodified pol yner having inproved
envi ronnment al stress-crack resistance, said polyner
formed by the polynerization of the nonovinyl aromatic
conmpound [is] in the presence of the rubber and in
whi ch the gel content by weight of said resulting
conposition is between 20% and 27% and the rubber
utilized consists essentially of a blend of a first
rubber having a Money viscosity of 50, and a second
rubber having a Money viscosity of 70."

"6. A thernoplastic conposition particularly suitable
for manufacturing food containers for packaging oily
and fatty foods, said conposition characterized by high
i npact strength and high environnmental stress crack
resi stance, and conpri sing:

a polynmer formed by the polynerization of a
nmonovi nyl aromati ¢ conpound in the presence of a high
nol ecul ar wei ght oil -extended rubber having a Money
viscosity of 90, said rubber being extended with a

f ood- grade oi
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and wherein the rubber conponent in said conposition is
mai ntai ned at a |l evel sufficient to provide a gel
content of 20 to 27 percent by weight of the
conposition.”

| ndependent Clains 7 and 10 are process clainms which
are essentially directed to the production of the
conpositions of, respectively, Clains 1 and 6.

The further clains are dependent, respectively, on
Caiml (Claims 2 to 5), Cdaim7 (Cains 8 and 9) and
Caim1l10 (Cains 11 and 12).

Notice of Qpposition requesting revocation of the
patent in its entirety on the grounds of Art. 100(a)
EPC was filed by BASF AG on 10 June 1998.

The opposition was inter alia based on docunents

D1: DE-A-3 821 129,

D2: US-A-4 362 850,

D3: DE-B-2 620 853,

D4: US-A-4 144 204, and

D5: GB-A-1 078 007.

By its decision announced orally on 8 Novenber 2001 and

issued in witing on 29 Novenber 2001, the Opposition
Division rejected the opposition.
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That decision held that the subject-matter of Cains 1
and 7 was novel because it could only be constructed
fromthe disclosure of D1 by four-fold selection and
fromthe disclosure of D2 by three-fold sel ection. The
Opponent' s reworking of Exanple 3 of Dl was disregarded
because it used a | ower viscosity rubber conmponent
whose Mooney and sol ution viscosities diverged from

t hose according to this Exanple 3, and because it al so
used a different second step polynerisation, i.e. a
suspensi on polynerisation in a stirred vessel in lieu

of Dl's "Waffeleisen" technique.

The decision furthernore recogni zed the novelty of the
subject-matter of Clainms 6 and 10 over D5 and the
presence of an inventive step of the subject-matter of
all clains over the citations D1 to D5.

On 31 January 2002 the Opponent (Appellant) | odged an
appeal against the decision of the Qpposition Division
and paid the appeal fee on the sane day. The Statenent
of Grounds of Appeal was filed on 4 April 2002.

The argunents of the Appellant presented in its witten
subm ssions and at the oral proceedings held on

4 February 2004, insofar as they are relevant for this
deci sion, may be sumrari zed as foll ows:

(a) The reasons of the decision under appeal only
repeated the prelimnary opinion expressed by the
Qpposition Division in its comuni cation of
30 July 1999 and did not take account of the
Qpponent's witten coments of 25 Novenber 1999,
nor of its subm ssions at the oral proceedings on
8 Novenber 2001
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Contrary to Article 125 EPC, the QOpposition
Division relied in its decision on the Patentee's
criticism advanced for the first tine at the oral
proceedi ngs, of the use, according to the
Qpponent's test report of 10 June 1998, of a
second step polynerisation different fromthat
described in Exanple 3 of Dl itself; as a
consequence of that the burden of proof was put
unfairly on the Opponent whose only possible
defence at the oral proceedings was to advance

counter arguments.

Exanpl e 3 of D1 was novelty destroying for the
subj ect-matter of independent Clains 1 and 7
because it net their Money viscosity and gel

content requirenents:

(1) As to the Money viscosities, there was no
difference in the value of 50 of the
respectively used | ower viscosity conponents
and the nunerical difference between the
val ues of 70 (present Claim1l) and 62 (D1,
Exanpl e 3) of the higher viscosity
conponents was of no practical consequence
because these nunbers represented
approxi mate val ues which in reality related
to ranges of values. This was confirned by
the use according to sanples B, C and D
(Table I of the patent in suit) of a 55
Mooney vi scosity rubber for the rubber
conponent whi ch according to Claim1 should
have a Mooney viscosity of 50, i.e.
establishing a deviation of 10% in
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consequence, the viscosity value of 70 of

t he hi gher viscosity conponent of Claim1l -
when allow ng for the sane inaccuracy of 10%
- conprised a value of 63.

(ii) Furthernore, what was decisive according to
Claim1 of the patent in suit was not the
Mooney viscosity of the two starting rubber
conponents but the Mboney viscosity of their
blend, i.e. a value between 50 and 70. It
was evident that the 1:1 m xture of the 50
and 62 viscosity rubbers used according to
Exanple 3 of D1 had a Money viscosity
within this range.

(iii) As to the gel content, it was established by
t he Opponent's repeat experinent of
Exanple 3 of D1 that this was 25% and t hus
within the clainmed range of 20 to 27%

It was of no consequence for this gel

content result that the second

pol yneri sati on stage of the repeat
experiment was carried out in suspension and
not in a "Waffeleisen" (cf. D1, page 4,
lines 4 to 11) because the gel formation
(grafting, formation of polystyrene

occl usions) was essentially term nated after
the first polynerisation stage.

The subm ssions of the Respondent in its letter dated
16 Cctober 2002 and at the oral proceedings, as far as
they are relevant for this decision, nmay be summari zed
as foll ows:
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The di scl osure of docunent D1 was not novelty
destroying for the subject-matter of Clains 1 and
7 of the patent in suit.

This conclusion was to be made in spite of the

di scl osure of Exanple 3 of D1 because the Mooney
vi scosity value of 62 of the higher viscosity
rubber used according to this exanpl e was
different fromthe value of 70 required by present
Claim 1 and because this Exanple 3 failed to
indicate the gel content of the resulting

conposi tion.

Wth regard to the different Money viscosity
val ues of the higher viscosity conponents the
Respondent enphasi zed that this was a

di stinguishing difference that could be
ascertained on the ultimte conposition by gel
per neati on chromat ogr aphy because the different
Mooney viscosities reflected in fact different
nol ecul ar wei ghts which woul d not after bl ending
"di sappear” and/or nmerge with the nol ecul ar wei ght
di stribution characteristics of the | ower

vi scosity rubber conponent into a single broad
nol ecul ar wei ght peak but would remain

recogni sable in the blend s gel perneation
chromat ogram as di sti nct peaks.

Furthernore the mssing information of the gel
content of this conponent could not be made up by
the Opponent's repetition of this exanple which
led to a gel content value of 25% because the
conditions of this reworking experinment differed
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fromthose used according to DL not only by the
slightly | ower Money viscosity of 49 of the

Li - pol ybut adi ene (as conpared to 50) but, nore
inmportantly, by the use of totally different
conditions of the second step pol ynerisation: not
in a "Waffel eisen” but in aqueous suspension.

(e) However, despite the afore-nmentioned criticism of
t he Opponent's reworking of Exanple 3 the
Respondent agreed at a |l ater stage of the oral
proceedi ngs to the Appellant's contention that the
different conditions of the second step
pol ynerisation did not play any significant role
for the gel content of the ultimte conposition
because this characteristic was essentially
defined by the first step polynerisation.

VII. The Appel |l ant requested that the decision under appeal
be set aside and that the patent be revoked.

The Respondent requested that the appeal be dism ssed.

Reasons for the Decision

1. The appeal is adm ssible.

2. Interpretation of Claiml

2.1 The feature in Caim1 that "the rubber utilized
consists essentially of a blend of a first rubber
havi ng a Mooney viscosity of 50, and a second rubber
havi ng a Mooney viscosity of 70" is a product-by-
process feature whose significance as distinguishing

0470.D
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feature depends on whether the different Money

vi scosities of the two rubber conmponents can be
determned in the final conposition which exhibits an
average val ue of the Money viscosity |ying between 50
and 70 (cf. Table 1 on page 4 of the patent
specification, especially the first footnote rel ating
to the Mooney viscosity of sanples B, C and D).

In the Board's judgnent, it is not possible reliably to
conclude from a rubber conposition having a Money
viscosity value between 50 and 70 that this val ue was
the result of the blending of two rubbers having Money
viscosities of 50 and 70. Consequently, this product-
by- process feature cannot be regarded as a
characteristic able in any case to distinguish
conpositions which have been prepared by bl ending two
rubber conponents having Money viscosities of 50 and
70 from rubber conpositions having a Mooney viscosity
bet ween 50 and 70 which have not been prepared in that

manner .

The Respondent's argunent is not convincing that the
Mooney vi scosities of the conponents of a two-rubber
bl end could in any case be reliably ascertai ned by
determ nation of the nol ecul ar weight distribution by
gel pernmeation chromat ography:

Firstly, while there is a certain proportionality

bet ween Mooney viscosity and nol ecul ar weight, it is

i npossi bl e exactly to cal cul ate the Money viscosity of
a rubber conposition fromits gel perneation

chr omat ogr am because the latter characteristic is not
the only paraneter influencing the torque of a Mooney
vi scosi nmeter. Another inportant paranmeter is eg the
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degree of linearity/branching of the polyner nolecul es
which is not defined in present Caiml.

2.3.2 Secondly, CQaim1l places no limtation on the nolecul ar
wei ght distribution of the single rubber conponents;
hence the nol ecul ar wei ght spectrum of a blend of the
si ngl e conponents need not necessarily exhibit two
clearly distinct peaks; broad peaks of the single
conponents mght as well nerge into a common peak
formati on, thus prohibiting any serious conclusion as
to the nol ecul ar wei ght characteristics of the blend
conmponent s.

2.3.3 Thirdly, the situation outlined in the precedi ng
par agraph m ght even be nore conplicated if one
considers the possibility of polydi sperse rubber
conponents. On the one hand the nol ecul ar wei ght
characteristic of a blend from such rubber conponents
woul d al | ow even | ess accurate assunptions as to the
nol ecul ar wei ght/ Mooney vi scosity of its conponents,
and on the other hand it would be inpossible to tell a
si ngl e conponent bi nodal rubber conposition froma two
conponent bl end exhibiting the same or a simlar
nmol ecul ar wei ght distribution characteristic.

3. Novel ty

3.1 Docunent D1, Claim1l, relates to a process for the
preparation of thernoplastic noul ding conpositions by
pol ynmeri sation of 75 to 99 parts by wei ght of
ethylenically unsaturated nononers in the presence of 1
to 25 parts by weight of a diene polymer conprising A
di ene polyners having inter alia a Money viscosity of
30 to 80 ML (1+4) 100°C (preferably 40 to 70 ML) and B

0470.D
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di ene polyners having inter alia a Money viscosity of
30 to 100 M. (1+4) 100°(preferably 40 to 70 ML) (see
al so page 2, lines 16 to 35).

Exanple 3 (page 3, line 24 to page 4, line 32)
descri bes the polynerisation of styrene in the presence
of a m xture of two rubber conponents:

Pol ybut adi ene A, specified as "Nd-Pol ybut adi en" havi ng
inter alia a Mooney viscosity (W) = 62 M (1+4)100°C
and a solution viscosity (LV) > 1000 nPa.s; and

Pol ybut adi ene B, specified as "Li-Pol ybutadi en" having
inter alia a Money viscosity (MW) = 50 M (1+4)100°C
and a solution viscosity (LV) 71 nPa.s.

3.2 In view of the considerations set out in section 2
above and in view of the ensuing conclusions, the fact
that the Mooney viscosity of the Polybutadiene Ais
| ower than the value of 70 specified for the higher
vi scosity conmponent in present Caim1l cannot be
regarded as di stingui shing.

3.2.1 Firstly, the 1:1 blend according to Exanple 3 of D1
will inevitably have an average Mooney viscosity val ue
between 50 and 62, i.e. wthin the range of 50 to 70
resulting fromthe bl ending process of the two rubber
conponents according to present C aim 1.

3.2.2 Secondly, in view of the identity of the Money
viscosity of 50 of the | ower viscosity conponents, and
of the closeness of the Mooney viscosities of,
respectively, 70 and 62 of the higher viscosity
conponents, on the one hand according to present

0470.D
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Claim 1 and on the other hand according to Exanple 3 of
D1, the gel perneation chromatograns of these two

bl ends (assum ng - as necessary for this evaluation -
sim | ar polydispersities and nol ecul ar structures of

t he conponents as well as simlar mxing ratios) wll
resenbl e each other to an extent that a reliable
conclusion as to the nunerical characteristics of the
slightly different nol ecul ar weight distributions of

t he respective higher viscosity rubber conponents of
the blends is effectively ruled out. Even less is there
a possibility to ascertain the correspondi ng Money

vi scosity values (cf. paragraph 2.3.1 above).

This conclusion is furthernore reinforced by the margin
of inaccuracy of up to 10% of the nunerical val ues of

t he Mooney viscosities which can be inferred fromthe
patent specification itself (cf. paragraph V(c) above)
which narrows the gap, if any, between the val ues of 62
and 70.

It remains however to be deci ded whether the
conposition according to Exanple 3 of D1 al so conplies
with the gel content requirenent of present Caiml,
i.e. whether this content, which is not explicitly

di sclosed in D1, de facto is in the range between 20
and 27 % by wei ght of the conposition.

In order to establish that this was indeed the case, an
experinmental report conprising a repetition of

Exanple 3 of D1 had been filed with the opposition
statenent. This report indicates a gel content of 25%
i.e. wthin the clainmed range.

The question whether the conmposition according to
Exanple 3 of D1 was novelty destroying for the subject-
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matter of present Claim1l thus hinges on the
reliability of this repeat experinment which in the
foll ow ng aspects deviates fromthe nodel

(a) As conmpared to said exanple, the "Nd-Pol ybutadi en”
used in the repeat experinent had the sane Mooney
viscosity (MV) of 62; its solution viscosity (LV)
was 1500 nmPa.s, not (just) >1000 nPa.s;

(b) The "Li-Pol ybutadi en" used in the repeat
experinment had a Mooney viscosity (M) of 49
(instead of 50 according to said exanple) and a
solution viscosity (LV) 71 nPa.s (instead of 75
nPa. s) ;

(c) The second step polynerisation was carried out in
t he repeat experinent in aqueous suspension in a
stirred vessel (as conpared to in "drucksicheren
Waf f el ei sen” according to said exanple).

In the Board's judgnent, the m nor Mboney Viscosity

di screpancy of "Li-Polybutadien" as well as the m nor
deviations, if any, of the solution viscosities of the
two rubber conponents could at nost have a very

i nsubstantial influence on the gel content.

As to the inpact of the different second step

pol ynmeri sation conditions, the Board has to rely on the
subm ssion of the Patentee Respondent itself who
admtted at the oral proceedings before the Board that
this difference was w thout consequence for the gel
content because this conpositional feature was
essentially determ ned by and fixed after the first

pol ynerisation step. In making that adm ssion, the
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Respondent expressly resiled fromits position before
the Opposition Division, nanely that nost of the
grafting of nonvinylaromatic polymer onto the dispersed
rubber phase occurred at the second stage

pol yneri sati on (decision under appeal, Reasons 3.1).

In view of this adm ssion of the correctness of the gel
content value of 25% determ ned by the Appellant's
rewor king of Exanple 3 and in view of the concl usions
drawn in paragraph 3.6 above with regard to the Money
and sol ution viscosities, no other conclusion can be
drawn than that Exanple 3 of D1 is prejudicial to the
novelty of the subject-matter of present Caiml.

The Appellant's criticismof the alleged insufficient
consideration in the decision under appeal of sone of
its subm ssions before the Opposition Division (cf.
section V(a) above), is unfounded because it is
apparent fromthe M nutes of the oral proceedi ngs
before that instance that the Appellant (then Opponent)
had had the opportunity to present its case and that
all relevant issues have been duly considered in the
deci si on under appeal .

Simlarly, the Opposition Division did not commt any
procedural violation in its appreciation of the
Qpponent's test report (conprising its repetition of
Exanpl e 3 of D1) which had already been filed with the
opposition brief. Under the concept of free eval uation
of evidence established in the EPO s case law, which is
in agreenment with the principles of procedural |aw
generally recognised in the Contracting States referred
toin Art. 125 EPC, there was no obligation for the
Qpposition Division to require the Patentee to produce
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count er-evidence and thereby change the burden of proof
which in opposition proceedings is in principle with
t he Qpponent.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:
E. Gorgnmaier R Young
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