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Summary of Facts and Subm ssi ons
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Fol l owi ng two oppositions filed by opponents 01 and 02
agai nst European patent No. 0 679 372, the opposition
di vi si on decided by interlocutory decision dated

23 Novenber 2001 to maintain the patent in a form
anmended during oral proceedings.

The opponent 01 and the patent proprietor each | odged
an appeal against this decision, on 23 January 2002 and
31 January 2002, respectively. The correspondi ng
statenments of grounds were filed in the prescribed
time-limts, on 25 March 2002 and 2 April 2002,
respectively. Opponent 02 having withdrawn its
opposition during the opposition proceedings, it is not
a party in the present appeal.

The Board sumoned the parties to oral proceedings with
letter dated 6 July 2004. By letter dated 20 Decenber
2004 the patentee infornmed the Board that its previous
request for oral proceedings was withdrawn and that,
therefore, it would not be represented at these oral
proceedi ngs. It further submtted new sets of clains
according to four auxiliary requests, in addition to
the version as granted presented as the main request in
its statenent of grounds.

Oral proceedings were held on 20 January 2005, in the
absence of the patentee.

The appellant 1 (opponent) requested that the decision
under appeal be set aside and that the European patent
be revoked.
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The appellant 2 (patentee) requested in its witings
that the patent be maintained with a set of clains
according to the main request or either one of the four

auxiliary requests.

At the oral proceedings the appellant 1 objected to the
mai n clains according to all present requests formally
(Article 83 and 123(2) EPC), and with respect to the
mai n request, the first, second and fourth request also
substantially (Article 54 EPC). In particular the
novelty of the independent clains was contested

vis-a-vis the prior art docunent:

El: WO Al-95/03010.

As to claim 1l according to the third auxiliary request,
t he appellant 1 pointed out that this request could not
be accepted for |ack of adequate support by the
description, this latter having not been adapted
correspondi ngly. Therefore, the requirenents of

Article 84, second sentence EPC were not net.

Clains 1 according to the different requests read as
foll ows:

Mai n request:

"An expandabl e stent (12) for inplantation in a bl ood
vessel or artery having a generally cylindrical
configuration and conprising a radi opaque material (10)
affixed to said stent (12) so that said radi opaque
material (10) is visible under fluoroscopy and can be
easily located in the blood vessel or artery where said
stent (12) is being inplanted, characterised in that
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said stent (12) further conprises a deform ng portion
(20) and a non-deform ng portion (18), and said

radi opaque material (10) is affixed only to at |least a
part of said non-deformng portion (18)."

First auxiliary request:

"An expandabl e stent (12) for inplantation in a bl ood
vessel or artery having a generally cylindrical
configuration and conprising a radi opaque material (10)
affixed to said stent (12) so that said radi opaque
material (10) is visible under fluoroscopy and can be
easily located in the blood vessel or artery where said
stent (12) is being inplanted, said stent (12) further
conprising a deformng portion (20) and a non-deform ng
portion (18), and said radi opaque material being
affixed as a plating or a coating on a surface of only
at least a part of said non-deformng portion (18)."

Second auxiliary request:

The content of claim1l of this request corresponds to
the content of claiml1l of the first auxiliary request,
wherein the expression "a plating or a coating on a

surface" is replaced by "a plating or a coating on an

exterior surface".

Third auxiliary request:

The content of claim1l of this request corresponds to
the content of claiml1l of the main request and the
foll owi ng additional feature: "such that said

radi opaque material extends a full circunference of a
part of said stent (12)".
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Fourth auxiliary request:

The content of claim1l of this request corresponds to
the content of claim1 of the main request, wherein the
word "curved" is introduced before "portion (20)" and
the word "straight" before "portion (18)".

Reasons for the Deci sion
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The appeal s are adm ssi bl e.

Formal aspects

The opponent's formal objections based on Articles 83
and 123(2) EPC, to the current versions of the clains,
need not be considered, since the requests are anyway
unal | onabl e on ot her grounds, as set out hereinafter.

Novel ty (main request, first, second and fourth
auxi liary requests)

Docunent El1 is a state of the art according to

Article 54(3), (4) EPC and, as such, is to be

consi dered only agai nst novelty of the clains in suit.
It discloses all the features formng the preanbl e of
claim1 of the main request, nanmely an expandabl e stent
for inplantation in a blood vessel or artery, having a
generally cylindrical configuration (cf. Figure 1).

Mor eover, a radi opaque material 41, 42 is affixed to
the stent so as to be visible under fluoroscopy and
easily located in the blood vessel or artery where said



3.2

0262. D

- 5 - T 0109/ 02

stent is being inplanted (cf. page 5, lines 10 to 12
and page 13, lines 7 to 12).

Furthernore, the stent disclosed in EL conprises a
deform ng portion (circunferentially and laterally
extendi ng segnents 24-26) and a non-deform ng portion
(longitudinally extending reinforcing nenber 14), as
better seen when conparing the stent before and after
radi al expansion (cf. Figures 1 and 3 or Figures 5 and
7, respectively). Mreover the radi opaque materi al
(rmarker 41, 42) is affixed only to at |least a part of
sai d non-deform ng portion.

As a result, the subject-matter of claim 1l according to
the main request | acks novelty with respect of the
teachi ng of document E1

Claim 1l according to the first auxiliary request
differs fromthe main request only in that the

radi opaque material being affixed to a part of said
non-deform ng portion "as a plating or a coating on a
surface" thereof.

According to the present patent (colum 8, lines 3 to
18) "plating” is the process by which the netallic
"coating" (of radiopaque naterial) is deposited on a
surface of the stent. "Plating" is also used within the
nmeani ng of a nmeans for affixing or simlarly affixing

t he radi opaque material to the stent (colum 6, lines 5
to 11), from which other conventional neans of affixing
such as sewi ng or bondi ng are excl uded.

Docunent E1 discloses (page 13, lines 7 to 12) that the
radi opaque markers are preferably affixed by a nelting
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process. But other alternative processes are equally
consi dered, such as crinping or any other well-known
fast eni ng net hod.

Taking into account that claiml1l at issue is so
generally worded that no distinction can be nade
between the affixing process (plating) and the result
to be obtained (coating) and considering further that
both the patent and docunment El1 generally contenpl ate
the use of simlar affixing or fastening neans, the
Board is convinced that the expression "as a plating or
a coating", i.e. at least one of these alternatives is
di scl osed by the teaching of document E1

As a consequence, the subject-matter of claiml
according to the first auxiliary request is not novel,
ei t her.

In claiml1 according to the second auxiliary request,
it is specified that the plating or coating operation
is perfornmed on an "exterior" surface of said non-
deform ng portion. As to claiml1l to the fourth
auxiliary request, it is specified that the deform ng
portion is "curved" and that the non-deform ng portion
is "straight".

Al'l those additional features are also known from
docunent E1, as can be imediately derived from
Fi gure 1.

Consequently, the subject-matter of claim1l according
to both, the second and the fourth auxiliary request is
al so | acki ng novelty.
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Support by the description (third auxiliary request)

The proprietor's request that the patent be naintained
in anmended formis based on clains filed wwth its |ast
letter of 20 Decenber 2004 and either on the
description as granted, or on the description and
drawi ngs as previously anmended in the interlocutory
deci si on now under appeal. Apart fromthe first

auxi liary request which corresponds to the version of
the clains as anended, none of the descriptions cited
above is consistent with the independent clains
according to the other requests.

Each of the granted description and the description
underlying the deci sion under appeal contain a
statenment, according to which the radi opaque mnarker may
be positioned anywhere on the non-deformng portion of
the stent (see colum 2, lines 42 to 43 of both
versions), and a further statenent, according to which
only in a preferred enbodi nent the entire circunference
of the stent is plated with a radi opaque material (see
colum 3, lines 14 to 16). However, claim1l of the
third auxiliary request requires that the radi opaque
material does extend a full circunference of a part of
said stent. Hence the description (colum 2, lines 20
to 30) is not adapted to this claimnow considered as
the solution and therefore fails to appropriately
support this claim as required by Article 84 EPC.

Since the appellant 2 (proprietor) was not represented
at the oral proceedings, he has abandoned the | ast
possibility to adapt the description to the various
sets of clains. Consequently, the patent could not be
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mai ntained also in the formanended by the third

auxiliary request.

As pointed out in decision T 917/95, 1 August 2001
(unpublished), a patentee who is filing new clains but
no description adapted correspondi ngly before oral
proceedi ngs, and who is not represented at the oral
proceedi ngs, may not reasonably rely on the Board
postponing its final decision at the end of the oral
proceedings, in order to offer himan extra possibility
to adapt the description to the clains.

Therefore, even if the set of clains according to the
third auxiliary request had net the requirenents of the
EPC, the appellant's request woul d have been rejected
for lack of adequate support by the description under
Article 84, second sentence, EPC

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:
V. Conmmar e T. Kriner
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