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Summary of Facts and Submn ssions

The Appellant (Applicant) |odged an appeal on

19 October 2001, against the decision of the Exam ning
Di vi si on, dispatched on 17 August 2001, refusing the
Eur opean patent application No. 96 100 902.4. The fee
for the appeal was paid sinultaneously and the
statenment setting out the grounds of appeal was al so
recei ved on 19 COct ober 2001.

1. The Exam ning D vision held that the application did
not nmeet the requirenents of Article 84 EPC, because
the clains on file | acked conci seness and clarity.

L1l The Appel |l ant requested that the decision be rectified
and substantive exam nation of the present application
be continued on the basis of the foll ow ng docunents:

d ai ns: No. 1 to 23 filed with letter of
18 Cctober 2001 (conprising only two
I ndependent clains, i.e. clains 1 and
2);

Descri ption: Pages 1 to 4, 7 to 87 as originally
filed;

Pages 5, H5a, 6 filed with letter of
18 COctober 2001,

Dr awi ngs: Figures 1 to 28 as originally filed.
Addi tionally the Appellant requested the rei nbursenent
of the appeal fee, and as an auxiliary request the

appoi ntnent of oral proceedings, if the Board did not
intend to set aside the appeal ed deci sion.
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In support of its requests, the Appellant relied
essentially on the foll ow ng subm ssi ons:

The clains of the present application had been anended
so as to overcone the objections of |ack of conciseness
and | ack of clarity on which reasons the decision to
refuse the application was based. Since previous

claims 2, 12, 13, 16, 21, 22 had been transforned into
new dependent clainms 2, 13, 14, 17, 22 and 23, the

defi ciencies objected to had been overcone, and the
request for rectification of the contested decision and
for continuation of substantive exam nation by the

Exam ning Division was justified.

The request for reinbursenent of the appeal fee was
equi tabl e by reason of a substantial procedura
violation. In response to the first official

comruni cation the Appellant had filed new cl ai ns whi ch,
in his opinion, had overcone the objections of the
Exami ning Division. According to the fair rules for
exam nation before the European Patent O fice and
according to the usual rules as they had been applied
for many years, it could have been expected that a
second of ficial conmunication would be issued or, at

| east, a corresponding indication by the Exam ning
Division that the new clains had not overcone the
previ ous objections. However, the Exam ning D vision
refused the application wthout any further

i nformati on, so that the Appellant had been surprised
by the decision and had not had an opportunity to
present his comments on the reasons on which the
deci si on was based.
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Reasons for the decision

1

2.1

2.2

1717.D

The appeal is adm ssible

Conci seness and clarity

According to the decision of the Opposition D vision,
previous clains 1, 2, 12, 13, 16, 21 and 22 had been
drafted as separate independent clains. |ndeed,

al though clains 12, 13, 16, 21 and 22 formally referred
to claim?2, they had to be regarded as independent
clainms, since on the one hand they all explicitly
omtted (different) features defined in claim 2,
whereas on the other hand other features were added.
Anyway, these clains did not include all features of
claim2, so that they could not have been dependent on
claim2 (see Rule 29(4) EPC).

Since all independent clains appeared to relate
effectively to the sane subject-matter and to differ
fromeach other only with regard to the definition of
the subject-matter for which protection was sought
and/or in respect of the term nology used for the
features of that subject-matter, these clains |acked
conci seness. Additionally the aforenentioned clains as
a whole (i.e. the relation to each other) | acked
clarity, since the plurality of independent clains nmade
it difficult, if not inpossible, to determ ne the
matter for which protection was sought, and placed an
undue burden on others seeking to establish the extent
of the protection.

The present clains however conprise only two
I ndependent clains (claiml1l and claim?2). Cains 13,
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14, 17, 22 and 23 which correspond to previous

clainms 12, 13, 16, 21 and 22 refer to clains 2

(clainms 13, 22, 23) and 3 (clains 14, 17) and no | onger
omt any feature of any claimto which they refer
Consequently these clains have to be regarded as
dependent clains (see Rule 29(4) EPC).

Caimlis directed to a first enbodi nent of the

i nvention, nanely to a vehicle control system and
claim2 is directed to a second enbodi nent of the

i nvention, nanely to an air-fuel ratio control system
The nore general control systemof claim1l and the
specific control systemof claim?2 are defined by

di fferent features.

Consequently the present independent clains neither
relate effectively to the same subject-matter, nor do
they differ fromeach other only with regard to the
definition of the subject-matter for which protection
i's sought and/or in respect of the term nol ogy used for
the features of that subject-matter

2.3 In accordance with Rule 29(2)(c) EPC, a European patent
application may contain nore than one i ndependent
claimin the sane category, if the subject-mtter of
the application involves alternative solutions to a
particul ar problem where it is not appropriate to
cover these alternatives by a single claim

Wth respect to the different scope of clains 1 and 2,
the Board does not see any reason why it shoul d be
appropriate to cover the subject-matter of the present
application by a single independent claim On the
contrary, the Appellant's interest in covering a
general enbodi nent of the invention (a vehicle contro
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systen) and a specific enbodinment (an air-fuel ratio
control systen) justifies in the present case the use
of two different independent clains in the sane

cat egory.

The Board is al so convinced that the present two

I ndependent cl ains do not hinder the skilled person in
any way in determining the matter for which protection
I's sought, and do not place an undue burden on others
seeking to establish the extent of the protection.

Wth respect to the above findings, the present clains
are concise, and the clains as a whole (i.e. the
relation to each other, not the clarity of the wording
itself) are clear.

Rei mbur senent of the appeal fee

According to Rule 67 EPC, the reinbursenent of appea
fees shall be ordered in the event of interlocutory
revision or where the Board of Appeal deens an appea
to be allowable, if such reinbursenment is equitable by
reason of a substantial procedural violation.

It is questionable whether the condition that the
appeal is deened allowable is net, when the facts on
appeal are not the sane as before the first instance.
In the present case the appeal was allowed only with
regard to the anended clains filed wth the appeal.

The Board is of the opinion that a rei nbursenment is not
justified when only on appeal the applicant anends his

clains as clearly suggested by the first instance.

In order to establish whether or not a substantia



3.4

1717.D

- 6 - T 0081/ 02

procedural violation occurred in the present case, the
guestion has to be answered whet her or not the decision
of the Exam ning Division was only based on grounds or
evi dence on which the Appellant had had an opportunity
to present his coments as required by Article 113(1)
EPC

In the sole comunication, i.e. that of 23 February
2001, the Exam ning Division inforned the Appell ant
anong other things that, as a result of the plurality
of i ndependent cl ains which appeared to rel ate
effectively to the sane subject-matter, the clains on
file lacked conci seness. Additionally, the Exam ning
Di vi sion pointed out that the clainms |acked clarity,
since the plurality of independent clains nmade it
difficult, if not inpossible, to determne the matter
for which protection was sought. Wth the deci sion of
17 August 2001 the Exam ning Division refused the
application solely on the basis of these reasons (| ack
of conci seness and | ack of clarity). Hence, the

deci sion was only based on grounds on which the
Appel | ant had had an opportunity to present his
coment s.

The Appellant's argunentation according to which he had
been surprised by the decision and had not had an
opportunity to present his coments on the reasons on
whi ch the deci si on was based, is not convincing. The
Appel I ant was i nfornmed by the communi cation of the
Exam ning Division that, as a result of too many

I ndependent clains, the originally filed clains | acked
conci seness and clarity. Neverthel ess he responded by
filing a set of anended clai ns which again conprised a
plurality of independent clains (1, 2, 12, 13, 16, 21,
22). Although five of these clains (12, 13, 16, 21, 22)
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formally referred to claim2, they were in fact

i ndependent cl ai ns, since each of these clains
explicitly omtted a feature defined in claim2. Since
the subject-matter of these clains (12, 13, 16, 21, 22)
did not include the subject-matter of claim2, the
Appel | ant shoul d have been aware that clains 12, 13,
16, 21, 22 actually were independent clains (see also
section 2.1). Furthernore, he should have known that

t he anended cl ains were not suitable for overcom ng the
conci seness and clarity objections of the Exam ning

Di vi si on.

Wth respect to the situation descri bed above, although
it mght have been appropriate to informthe Appell ant
that the anended clains still |acked conci seness and
clarity, the Exami ning Division was not |egally obliged
to i ssue a second conmmunication or to indicate that the
new cl ai ns had not overcone the previous objections
(see in that respect Article 96(2) and Rule 51(2), and
the corresponding case law as referred to in "Case Law
of the Boards of Appeal of the EPO', 4th edition 2001,
VII.B. 3.1 - pages 420 and 421).

In order to avoid the present kind of refusal of the
application, the Appellant could have filed an
auxi |l iary request (such as the present request which
overcones the previous objections) or he could have
request ed oral proceedings.

3.5 Since the decision of the Exam ning Division was only
based on grounds on which the Appellant had had an
opportunity to present his conments, the requirenents
of Article 113(1) EPC have been net in the present
case. Therefore, no substantial procedural violation
(which is a requirenent for reinbursenent of the appea
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fees) occurred during the exam nation proceedi ngs.

Procedural matter

The Exam ning Division rejected the present application
exclusively on the grounds of |ack of conciseness and
lack of clarity as a result of too many i ndependent

cl ai ns.

Si nce these objections have been overcone by the
amended cl ai s, the Exami ning Division should have
rectified its decision according to Article 109 EPC.

During the exam nation proceedi ngs only unity,

conci seness and clarity of the clains as a whole
(clarity of the wording of the clains being not

i nvol ved) have been exam ned so far. Therefore, the
case is remtted to the first instance for the

exam nation of the further requirenents of the EPC, as
requested by the appellant in his letter of 18 Cctober
2001.

Since the Board sets aside the decision under appeal,
no oral proceedings are required.
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O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecution of the application on the basis of the
fol |l owi ng docunents:

d ai ns: No. 1 to 23 filed with letter of
18 Cct ober 2001:

Descri pti on: Pages 1 to 4, 7 to 87 as originally
filed,
Pages 5, H5a, 6 filed with letter of
18 COctober 2001,

Dr awi ngs: Figures 1 to 28 as originally filed.
3. The request for reinbursenent of the appeal fee is
rej ect ed.
The Regi strar: The Chai r man:
G Mgouliotis C. Andries
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