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Summary of Facts and Subm ssi ons

1552.D

The mention of the grant of European Patent 0 300 372
in respect of European patent application No.

88 111 360.9 filed on 14 July 1988 and claimng the
priority of 15 July 1987 of an earlier application in
Japan (JP 176237/87), was announced on 21 Septenber
1994 (Bulletin 94/38) on the basis of 3 clains.

Caim1l read as foll ows:

"Afilmconprising a uniaxially or biaxially stretched

m nut e-cel lul ar pol yester filmhaving an apparent
specific gravity in the range of 0.4 to 1.3 and an

opaci fyi ng power of not less than 0.2, and a coating
applied to either or both of the surfaces of said

pol yester film said coating conprising at |east one
conpound sel ected fromthe group consisting of

t her nopl astic pol yesters soluble in organic sol vents:

wat er - di spersi bl e thernopl astic pol yesters cont ai ni ng

sul fonates: al kyd type polyesters: acryl nodified

pol yesters; pol yurethane resins soluble in organic
solvents or dispersible in water; polyisocyanate
conpounds; term nal - bl ocked pol yurethane resins; vinyl
type resins soluble in organic solvents or dispersible
in water; epoxy type resins; silicon type resins; urea
type resins; and nelam ne type resins; and 0.01 to 10%
by wei ght, based on the solid conponent of said coating,
of at |east one surfactant selected fromthe group
consisting of anionic surfactants, cationic surfactants,

anphoteric surfactants; and nonionic surfactants.™

Dependent Claim2 related to preferred anmounts of
surfactants in the coating conmposition and dependent
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Claim3 was directed to specific enbodi nents of the
pol yester film

Notices of Opposition were filed on 10 June 1995 by
Toyo Boseki Kabushi ki Kai sha (Opponent 1) and on

19 June 1995 by ICl Materials (Opponent 2),
respectively, both parties requesting the revocation of
the patent in its entirety on the grounds of |ack of
novel ty, including an objection of public prior use,
and | ack of inventive step.

The objections were based inter alia on the foll ow ng
docunent s:

Dl: GB-A-1 415 686, and

D12: Shell Chemicals Technical Bulletin |ICS/ 69/28
"Teepol 610".

By an interlocutory decision issued in witing on

24 February 1998, the Opposition Division held that the
grounds for opposition did not prejudice the

mai nt enance of the patent in anended formon the basis
of Clains 1 to 2 filed by the Patentee with its letter
dated 16 June 1997, the anendnments consisting in (a)
the limtation to 0.1 to 3% by wei ght of the anmount of
surfactant and the indication that the thickness of the
coating was 0.01 to 0.5 mmin Caim1l, (b) the deletion
of granted Caim2 and (c) the indication that the
intrinsic viscosity of the polyester was not |ess than
0.4 in granted C aim 3.

On 25 April 1998 an appeal was | odged by the Appell ant
(Opponent 1) agai nst this decision.
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In the Statenents of G ounds of Appeal filed on 25 June
1998, the objection of lack of novelty over Dl was

mai nt ai ned. I nventive step was al so denied on the basis
of the conbination of DI with docunent D21 (JP-A-59 174
323), a new citation considered in the formof an
English translation

In its decision T 438/98 of 12 Cctober 2000 the Board
of Appeal considered that the subject-matter of

Clainms 1 and 2 submitted by the Patentee with its
|etter dated 16 June 1997 was novel and that docunent
D21 was sufficiently relevant to be admtted into the
proceedings. It thus decided to set aside the decision
under appeal and to remt the case to the first

i nstance for further prosecution.

By an interlocutory decision issued in witing on

23 Novenber 2001, the Opposition Division held that the
ground of lack of inventive step did not prejudice the

mai nt enance of the patent in anended formon the basis

of Clains 1 to 2 filed by the Patentee with its letter

dated 16 June 1997

According to the decision docunent Dl was consi dered as
the cl osest state of the art. The decision further
stated that, although D1 and the patent in suit related
to the field of opaque voided polyester filns, their
objectives were different. Wiile D1 was concerned with
the selection of additives in the polyethylene
terephthalate, with the formng conditions in order to
obtain an opaque and voided film and with the
provision of internediate |layers in order to inprove

t he adhesi on of the photosensitive |layer, the patent in
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suit related to the problemof providing coated filns
havi ng i n conbi nati on:

an excel |l ent whiteness,

excel | ent opacifying properties,

excel l ent coating properties (i.e. uniformty, absence
of cissing) and,

excel | ent adhesion properties in particular to printing
i nks.

Thi s probl em was sol ved by incorporation of a | ow
amount of surfactant in the coating conposition and by
applying the coating in a specific thickness.
According to the decision the simlarities of the
conposition of D1 conprising 3% of a surfactant
represented an acci dental coincidence rather than a

di scl osure detrinmental to the inventive step of the
subj ect-matter of the patent in suit, since D1 did not
teach that the presence of a | ow anbunt of surfactant
woul d i nprove the coating and adhesi on properties of
the coating. In that respect, the inportance of the
amount of surfactant had been denonstrated in Table 1
of the patent in suit and in the additional
experinmental results submtted with the letter of

18 January 1996.

The decision further held that docunment D21 was
concerned with transparent, coated polyester fil ns.
According to the decision, although D21 dealt wth

mat eri al s havi ng good adhesion to lam nating materials
such as gelatine or printing inks, the know edge
obtained with transparent coated polyester filnms could
not be transferred to opaque voi ded pol yester fil ns.
Furthernore the criticality of the amount of surfactant
and the thickness of the coating could not be derived
fromD21. In particular, the exanples of D21 showed

1552.D
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that the materials being free of surfactant had simlar
properties in conparison to surfactant containing
mat eri al s.

Thus, the Opposition Division cane to the concl usion
that D1 or the conbination of D21 with D1 did not
render obvious the subject-matter of the contested

pat ent .

A Notice of Appeal was filed on 19 January 2002 by the
Appel I ant (Opponent |). Wth the Statenent of G ounds
of Appeal filed on 22 March 2002, the Appell ant
submtted the foll ow ng docunents:

A declaration of M Christopher Deverell dated 21 March
2002;

An annex which was a summary of published patent
applications nam ng the inventor of the opposed patent
in atinme period around the priority date of the
opposed patent in suit.

The Appel l ant argued essentially as foll ows:

(i) A person skilled in the art of opaque voided
pol yester filnms would al so be an expert in the field of
pol yester films in general.

(ii) I'n that respect the Annex showed that the
inventors of the opposed patent were also active in the
field of transparent polyesters.

(iii)Fromthe declaration of M Deverell it was further
evident that the practitioner did not distinguish
bet ween transparent and voi ded pol yester fil ns.
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(iv) The skilled person in the present case would be a
practitioner in the field of polyester filns which was
awar e of what was the common know edge in that field at
the priority date.

(v) Thus D1 and D21 bel onged to the same field of

t echnol ogy.

(vi) The whiteness and the opacifying properties were
i nherent properties of the filns of DL.

(vii) The technical results allegedly achieved by the
opposed patent in view of DL were the provision of
coated fil ms having excell ent adhesive properties in
particular to printing inks, and good coating
properties (uniformty absence of cissing).

(viii) Thus, starting fromDl the technical problem was
seen as inparting adhesion to the opaque film and
obt ai ni ng good coating properties.

(ix) When faced with this problem the person skilled
in the art woul d have been pronpted towards the
teachi ng of D21 because it related to polyester filns
rendering them adhesive to printing inks and focussed
on obtaining a good coatability.

(x) The coating of Exanple 4 of D21 had a thickness of
0.45 mm and conprised a surfactant in an anount of 0.5%
by wei ght.
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(xi) This coating exhibited the best rating in ternms of
adhesion to printing inks and a superior uniformty and
appear ance.

(xii) While it was correct as stated in the decision
under appeal that no hint to opaque voided filnms could
be found in D21, the colour of the polyester surface
woul d not have any effect on its coatability. The
surface of polyester filmconsisted of polyester

nol ecul es, irrespective of its internal nodification

whi ch m ght bring any col our.

(xiii) The surface roughness of the polyester film
shoul d not been taken into account, since such feature
was |lacking in CGaim1l of the opposed patent.

(xiv) The Exanples of the patent in suit did not
denonstrate that the addition of a surfactant inproved
t he adhesi on of printing inks.

(xv) Thus, the addition or absence of a surfactant had
no effect on the adhesion of the printing ink. It
further belonged to the general know edge that a
surfactant inproved the wettability of a surface and
thus its coatability.

(xvi) There was no |ink between the opacity or
whi t eness of an opaque filmand the presence or not of

a surfactant in a coating.

(xvii) Thus, it would not have required inventive skill
for the skilled person to identify the best exanple in
D21 and apply it for the sanme purpose for which it had
been di sclosed, to coat the polyester filmsurface of
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an opaque filmof reference Dl to render it adhesive,
in particular to printing inks.

VIII. Wthits letter dated 28 August 2002, the Respondent
submtted a set of 2 clains as first auxiliary request
whi ch corresponded to the auxiliary request filed with
its letter of 23 August 2001. Caim1l thereof differs
fromCaim1l of set of clains submtted with |etter of
16 June 1997 by the fact that the vinyl type resins
soluble in organic solvents or dispersible in water
have been restricted to vinyl chloride-vinyl acetate
type, vinylidene chloride type and vinyl acetate type.
Claim2 corresponds to Caim2 of the set of clains
submtted with letter of 16 June 1997

The Respondent argued essentially as foll ows:

(i) The technical problemunderlying the patent in
suit was to provide polyester filnms having:

an excel |l ent whiteness,

excel | ent opacifying properties,

excel l ent coating properties (i.e. uniformty, absence
of cissing) and,

excel I ent adhesion properties in particular to printing

i nks.

(1i) This problem had been solved by using a coating
conprising between 0.1 and 3% by wei ght of a
surfactant, and by applying the coating in a thickness

between 0.01 and 0.5 mm

(ii1)The coating conposition of D1 conprising 3%of a
surfactant represented an accidental coincidence.

1552.D
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(iv) There was no teaching in Dl relating to a
technical effect linked with the incorporation of a

surfactant.

(v) D1 taught the inprovenent of the adhesion of

phot osensitive layers. In Exanples 6 to 14 of D1, the
phot osensitive |l ayer was directly applied to the opaque
filns.

(vi) D21 related to transparent filnms. Exanple 4
t hereof represented an accidental coincidence since D21
gave no information as to the effect of the fluorine

surfactant.

(vii) The base materials of D1 and D21 had different
nor phol ogy. An opaque voided filmwould exhibit a nmuch
hi gher surface roughness.

(viii) Even if one conbined the teaching of D1 and D21,
one would not cone to the clainmed subject-matter
because Exanple 4 did not show any inprovenent of
adhesi on and of coatability. In that respect the

subm ssion of the Appellant that the coatability of
Exanpl e 4 was superior was based on an inaccurate
transl ati on of the Japanese docunent.

(1 x) Thus, neither D1 nor the conbination of D1 and D21
woul d render the clainmed subject-matter obvious.

Inits letter dated 5 February 2003, the Appell ant
contradicted the findings of the Respondent and relied
essentially on its argunents presented in the Statenent
of Grounds of Appeal.
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Inits letter dated 26 April 2004, Opponent |1 argued
essentially as foll ows:

(i) It was not credible that the advantages relied on
by the Patentee were obtained over the full scope of
the clains. The experinental data submtted by the

Pat ent ee concerned an extrenely narrow range of
materials, although the clains covered a vast range of
coating polyners and did not Iimt the nature of the

surfactant.

(ii) The surface roughness of the filnms m ght be of the
order of 0.5 mm i.e. 50 tines nore than the thickness
of the thinnest coating. It was therefore not credible
that such a coating would be uniformand free of

ci ssi ng.

(iti)Cdaim1 contenpl ated the use of aqueous

di spersions. These dispersions had a particle size of
50 to 150 nm It was therefore not clear how a uniform
coating having a thickness of 10 nm coul d be obtai ned
on a filmhaving a roughness of 500 nm

Oral Proceedings were held on 26 May 2004.

(i) Wile essentially relying on the argunents
presented in their witten subm ssions, the Parties
presented further argunments concerning the assessnent
of inventive step of the main request which may be
sunmari zed as foll ows:
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(i.1) By the Appellant:

(i.1.1) There was no doubt that Dl represented the
cl osest state of the art.

(i.1.2) Starting fromDl the technical problemwas to
provi de polyesters filnms having good adhesive
properti es.

(i.1.3) According to a specific enbodi nent of the
patent in suit the problemwas sol ved by coating the
opaque voi ded polyester filmwth a coating having a

t hi ckness of 0.01 to 0.5 nm nade of coating conposition
conprising a polyester containing sulfonate groups and

a surfactant.

(i.1.4) D21 was concerned with the problem of inproving
t he adhesive properties of transparent polyester filns
but bel onged to the sane field of technol ogy as D1
which related to opaque fil ns.

(i.1.5) Exanple 4 of D21 was the exanple giving the
best results in terns of coatability and adhesi on
properties.

(i.1.6) Thus, the skilled person would have conbi ned D1
with the teaching of Exanple 4 of D21

(i.1.7) It was clear fromthe conparison between
Exanpl e 2 and Conparative Exanple 1 of the patent in
suit that the presence of a surfactant was not |inked
with the inprovenent of the adhesion properties.



1552.D

- 12 - T 0080/ 02

(1.1.8) As stated in the patent in suit (cf. page 6,
lines 25 to 27), the surfactant inproved the
wettability of the polyester surface and the adhesion
of the coating to the polyester surface. This was the
usual application of a surfactant.

(i.1.9) It would al so be possible to start fromthe
specific exanple of D1 which related to a coating
conposition conprising a surfactant. This coating
conposition inproved the adhesion of the photosensitive
| ayer to the polyester film

(i.1.10) The only feature not disclosed by this exanple
was the thickness of the coating. It was however
evident that the thickness of the coating in this
exanpl e was within a workable range for the skilled

per son.

(1.21.11) Thus, selecting the thickness of the coating
adapted to a specific need represented a nere
optim sation of this paraneter

(i.1.12) Thus, both D1 al one or the conbination of D1
with D21 woul d render the clainmed subject-matter

obvi ous.
(i.2) By Opponent 2
(i.2.1) The specific exanple of Dl in which a

surfactant was used in the coating conposition did not

represent an accidental coincidence.
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(i.2.2) The patent in suit was not limted to the
provi sion of polyester filns having adhesion to
printing inks.

(i.2.3) The only difference between this specific
exanple and the patent in suit was the selection of the
t hi ckness range of the coating.

(i.2.4) No specific effect had been shown in the patent
insuit inrelation to the selection of this range.
This was not derivable fromthe patent in suit (cf.
page 7, lines 14 to 17).

(i.2.5) The experinental data submtted by the Patentee
with its letter of 5 Decenber 1997, which showed that

t he adhesi on and the coating properties depended on the
t hi ckness of the coating, were very specific.

(i.2.6) Furthernore, the experinmental data submtted by
the Appellant with its letter of 10 Decenber 1997
showed that the thickness of the coating, which was
based on a different coating conposition than that used
in the experinments of the Patentee submtted with
letter of 5 Decenber 1997, did not affect the adhesive
properties and the coating properties.

(i.2.7) It was evident in view of the very broad
definition of the coating materials which enconpassed
hi ghly hydrophilic materials and highly hydrophobic
materials such as silicone resins that the clai ned
effect of adhesion to printing inks would not be
obtained within the whole scope of Claim1l of the
patent in suit. Furthernore, it had not been shown that
this effect would be obtained for opaque pol yester
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films having a very high surface roughness of up to

300 mm (cf. page 4, lines 12 to 14). In that respect the
onus of the proof was on the Patentee. Reference was
made to the decision T 939/92 (QJ EPO, 1996, 309).

(i.3) By the Respondent:

(i.3.1) D1 did not refer to the adhesion to printing

i nks.

(i.3.2) The coating layer in DL was generally used as
heat sealing layer; i.e. it would not be further
coat ed.

(1.3.3) The specific exanple of D1 relied on by the
Appel I ant and the Opponent 2 disclosed the presence of
an emul sifying agent. Furthernore this exanple only
dealt with the application of a photosensitive |ayer on
the polyester film

(i.3.4) D1 was totally silent on the effect of this
conponent. Thus, this exanple could not represent a
starting point for the clained invention.

(1.3.5) Exanple 4 of D21 was not the best exanple in
terns of adhesive properties to printing inks. The same
results were achieved wth the coating conposition of
Exanpl e 1 which contained no surfactant.

(i.3.6) The experinental data submtted with the letter
of 18 January 1996 showed the influence of the
surfactant on the adhesive properties of the coating.
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(1.3.7) The selection of the thickness of the coating
was purposive as shown by the experinental data
submtted with letter of 5 Decenber 1997

(1.3.8) The decision T 939/92 concerned an ex-parte
case and was not relevant in the present opposition
proceedi ngs. Thus, the burden of the proof was on the
Opponent s.

(i.3.9) The experinental results submtted by the
Qpponent 1 with its letter dated 10 Decenber 1997
appeared to be in contradiction to the experi nental
result submtted by the Patentee. In accordance with
the case |l aw of the Board's of Appeal, the Patent
proprietor should be given the benefit of the doubt.

(ii) Follow ng prelimnary considerations of the Board
in view of the subm ssions of the Opponents concerning
t he question as to whether the effects relied on by the
Patentee, i.e. inproved adhesion to printing inks and

i nproved coatability, would be obtained within the
whol e scope of Claim1, the Respondent argued
essentially that this objection had been nade at a very
| ate stage, i.e. in the letter of OCpponent 2 of

26 April 2004, and that it should therefore be all owed
to submt a further auxiliary request in response to
this objection, this auxiliary request being limted to
t he use of polyester resins as conpound of the coating
conposi tion.

(iii) Concerning the auxiliary request filed with
letter of 23 August 2001, all the Parties relied only
on the argunents presented in respect of the main
request.
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The Appel |l ant (Opponent 1) and Opponent 2 requested
that the decision of the Qpposition Division be set
asi de and the European patent No. 0 300 372 be revoked.

The Respondent requested that the appeal be dism ssed
and the patent be maintained or alternatively, that the
deci sion be set aside and that a patent be granted
based on the auxiliary request submtted with letter of
23 August 2001.

Reasons for the Decision

1

2.

2.

1552.D

21

2

3

The appeal is adm ssible.

Procedural nmatter

As indicated above in paragraph XI (ii), the Respondent
requested at the oral proceedings before the Board to
be allowed to submt a further auxiliary request in

whi ch the conmpound used in the coating conposition
woul d have been restricted to pol yester resins.

According to the Respondent, the filing of this new set
of clainms was justified in view of the |ate subm ssions
of Opponent 2 in its letter of 26 April 2004, according
to which the technical effect of the clainmed invention
(i.e. adhesion to printing ink, inproved coatability)

coul d not be obtained on the whol e scope of the clained

i nventi on.

However, it is noted by the Board that an objection
directed to the sane deficiency had been raised by
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Qpponent 1 inits letter dated 5 Septenber 2001 (cf.
page 3, lines 3 to 28), i.e. nore than 2 years prior to
the oral proceedings, so that the Respondent had anple
opportunity to submt an anmended set of clains in
response to this objection in good tinme before the oral
pr oceedi ngs.

Thus, in the Board's viewthere is no justification for
the filing of such an auxiliary request at such a late
stage of the proceedings, i.e. during the oral
proceedi ngs before the Board. Consequently, the Board
decided not to consider this auxiliary request (cf.
also T 95/83 QJ EPO, 1985, 75).

Mai n request

3.2

3.3

1552.D

| nventive step

The patent in suit is concerned with opaque voi ded
pol yester filmnms provided with a coating and having
adhesi ve properti es.

Such polyesters filns are known from docunent D1, which
the Board, in common with the Parties and the
Qpposition Division, regards as the closest state of
the art.

Docunment D1 concerns a process for the production of
opaque and voi ded nol ecularly oriented and heat set

I i near polyester films, which conprises (i) formng a

| oosely bl ended m xture of particles of a |inear

pol yester with from3 to 25% by wei ght of a honopol yner
or copol ynmer of ethylene or propylene, (ii) extruding
the blend as a film (iii) quenching and biaxially
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3.5

3.6
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orienting the filmby stretching it in nutually

per pendi cul ar directions, and (iv) heat setting the
film(cf. Cdaim1). The filnms nmay be coated at sone
stage before orientation or preferably between the two
stages of biaxial orientation. Suitable coatings

i nclude for exanple vinylidene chloride copolyners (cf.
page 3, lines 51 to 60).

These fil s have a paper-like texture which makes them
sui tabl e as paper substitutes for photographic prints,
e.g. as supports carrying a photosensitive layer. In
particul ar when the filnms are used as support for a

phot osensitive | ayer one or nore coating |layers are

provi ded to enhance the adhesion of the photosensitive

| ayer to the filmsurface (cf. page 3, lines 43 to 110).

According to Exanples 1 to 5 pol yethyl ene terephthal ate
granul es are tunble bl ended with 5% by wei ght of
granul ar pol ypropyl ene, the resulting blends are then
extruded in the formof a filmand rapidly quenched to
render the polyester conponent anorphous, the filns are
subsequently stretched in both the machine direction
and the transverse direction, and finally heat set
under constant dinmensions. The filns so obtained are
coated firstly with a vinylidene chloride copol yner,
secondly with a gel ati nous subbing layer and finally
overcoated with a gelatinous light sensitive silver
brom de enul sion (cf. page 4, lines 72 to 75; page 5,
lines 2 to 8).

According to an alternative enbodi nent (cf. page 5,

lines 12 to 31) the opaque filns obtained in Exanples 1
to 5 are first coated (off-line coating) with a subbing
| ayer conprising a mxture of a butadi ene copol ynmer and
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gelatin, then overcoated with a gel ati nous silver

brom de enul sion, the subbing conposition conprising 10
parts of butadiene/styrene/itaconic acid copolyner, 1
part of gelatin, and 1 part of an active ionic

enul sifier available comercially under the registered
trade mark "Teepol 610" and 88 parts of distilled water
(parts by weight).

The product "Teepol 610" is identified in D12 as being
a linear anionic surface active agent available in the
formof a 34% aqueous solution of a sodiumsalt of a
secondary al kyl sul phate, which is the active
ingredient (cf. page 2, "Introduction”). As stated in
t he deci sion under appeal, this neans that the above
coating conposition conprises 3% of the surfactant.

Starting from D1 the Respondent has argued that the
techni cal problemunderlying the patent in suit was the
provi sion of polyester filnms having an excel |l ent
whi t eness, excel |l ent opacifying properties, excellent
coating properties (i.e. uniformty, absence of cissing)
and excel |l ent adhesion properties to printing inks.

However, this formul ation of the technical problem
cannot be accepted by the Board as the problem

obj ectively underlying the clainmed subject-matter, for
the follow ng reasons:

It is firstly evident that opacity and whiteness are

i nherent properties of the mnute cellular polyester
films as such and that these properties are not |inked
to the coating applied to the filnms. Mreover, D1's
process | eads exactly to these properties (page 1
lines 58 to 61; page 3, lines 36 to 40).
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3.9.2 It is furthernore noted by the Board that daim1l is
directed to a coated polyester filmper se wthout any
indication of its end uses. According to the patent in
suit, the uses of the clainmed filnms are neither
specifically defined nor restricted to uses requiring
good adhesion to printing inks (page 6, lines 13 to 14).
Most conspi cuously, this requirenment does not exist for
uses enconpassed by the patent in suit such as the
application of magnetic |layers (page 6, line 16 of the
patent in suit) or for the application of
phot osensitive layers (cf. D1).

3.9.3 In that context it is further apparent fromthe patent
in suit (page 6, lines 13 to 14) that the required
adhesi ve properties depend on the intended use of the
filmand that the coating conpositions need to be
specifically adapted accordingly. The w de scope of end
uses of the clained filns according to the patent in
suit which per se require totally different adhesive
properties, is correspondingly reflected by the very
broad scope of the coating conpositions specified in
Claim 1. Consequently, it is, in the Board s view,

i nherently unlikely that all of these coating
conpositions, including e.g. those adapted for

phot osensitive |l ayers or magnetic |ayers, will possess
t he all eged beneficial adhesive properties to printing
inks. In this connection, the burden of proof of the
possessi on of adhesive properties to printing inks, can
i ndeed rest only upon the shoul ders of the person
alleging it, i.e. of the Respondent (Patentee).

3.9.4 In the present case, however, the tests contained in
the patent in suit (Exanples 1 to 3) as well as those

1552.D
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3.9.7
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submitted in the course of the opposition proceedi ngs
refer only to conpositions conprising polyester resins
and cannot thus be regarded as sufficient evidence to
justify the conclusion that substantially all the

cl ai med coating conpositions possess this specific
activity i.e. superior adhesion to printing inks.

It thus follows that the object of the patent in suit
is to be seen as the provision of polyester filns
havi ng adhesive properties adapted to their eventual
use and not restricted to uses in which the adhesion to
printing inks is at stake. Consequently, the disclosure
of document D1 which relates to voi ded pol yester filns
havi ng adhesive properties adapted to their intended
use as support for photosensitive |ayers, cannot be
considered, contrary to the subm ssions of the
Respondent, as representing a purely accidental

coi nci dence.

This conclusion applies as well to the coated opaque
voi ded pol yester filmdisclosed as the alternative
enbodi mrent of D1 (cf. point 3.6 to 3.7, above) which
only differs fromthe subject-matter of Claim1l by the
fact that the thickness of the coating conprising a

wat er dispersible vinyl resin, i.e. a

but adi ene/ styrene/itaconic acid, is not disclosed in DL.
Irrespective of the lack of indication of the thickness
of this coating it is self-evident that the coating
according to this specific enbodi mrent nust necessarily
have a thickness adapted to its application.

Thus, the question arises whether there is a special
effect related to the choice of the specific range of



3.10

3.11

3.12

3.13
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t hi ckness of the coating defined in present Claiml
(i.e. fromO0.01 to 0.5 mm.

The Respondent has argued, in view of the conparative
data submtted with its letter of 5 Decenber 1997, that
the choice of the thickness range 0.01 to 0.5 nmm
according to Claim1l1 was purposive in order to obtain
excel | ent adhesive and coating properties. As opposed
thereto, the experinental data submtted by the
Appellant with its letter of 10 Decenber 1997 show,
however, no specific influence of the coating thickness
on these properti es.

Wil e these respective tests prima faci e appear as
bringing contradicting results, it is noted by the
Board that the coating conpositions used in the tests
carried out by the Respondent and by the Appellant are
not the sanme. This inplies, in the Board's view that
de facto these tests do not exhibit contradictory
results but merely show that there is no criticality as
such of the clainmed range of thickness as defined in
Claim1 i ndependent of the constitution of the coating
conposition which is however subject to the eventual
use of the coated filmwhich is not specified in
Claima1l.

Thus, starting fromDl, the technical problem
underlying the patent in suit nust be seen in the
optim sation of the thickness of the coating according
to the desired end use.

In the Board's view, such optim sation clearly bel ongs
to the normal practice of the man skilled in the art.
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It thus follows that the subject-matter of Claim1 of
the main request |acks inventive step in view of D1
(Article 56 EPC)

Consequently, the main request nmust be rejected.

Auxi | iary request

4.2

5.2

1552.D

Wirdi ng of the clains

Claim1l of the auxiliary request submtted with letter
of 23 August 2001 differs fromCaim1 of the main
request only by the fact that the vinyl resins have
been limted to vinyl chloride-vinyl acetate type,

vi nyl i dene chloride type, and vinyl acetate type.
Claim2 is the sane as Caim2 of the main request

No objection under Articles 123(2), 123(3) and 84 EPC
has been rai sed against the clains of the auxiliary
request by the QOpponents. The Board is al so satisfied
that no objection under these articles arises against
t hese cl ai ns.

| nventive step

As indicated above in paragraph XI (iii) the Parties
relied in that respect on their argunents presented for
t he main request.

In this context, it is further apparent fromthe patent
in suit that no particul ar enphasis was put on the use
of the specific vinyl type resins specified in Caiml
(cf. page 6, lines 9 to 11).
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Thus, the Board can only come to the concl usion that
the restriction of the vinyl type resin carried out in
Claim1l1l is not associated with any specific effect vis-
a-vis other vinyl type resins e.g. those disclosed in
D1 for inproving the adhesion of photosensitive |ayers
t o opaque voi ded polyester filns (cf. page 3, lines 51
to 60; lines 93 to 106). The choice of vinyl resins
according to Caim1 of the auxiliary request thus

amounts to an arbitrary selection

Since the nodification in Caiml of the auxiliary
request does not provide any inventive contribution in
conparison to the subject-matter of the main request,
the subject-matter of Claim1l1 of the auxiliary request
nmust al so be regarded as | acking inventive step in
respect of DI1.

It thus follows that the auxiliary request nust be
rej ect ed.

In the absence of any request conplying with the
requirenments of Article 56 EPC, the patent nust be
revoked.



Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:
D. Meyfarth P. Kitzmant el

1552.D

T 0080/ 02



