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Summary of Facts and Subm ssi ons

2787.D

The appel |l ant (applicant) |odged an appeal against the
deci si on of the Exam ning Division refusing European
pat ent application No. 92 919 702. 8.

Wth regard to the subject-matter of the clains on
whi ch t he deci sion under appeal was based, the

Exam ning Division held that the subject-matter of
claim7 of the main request did not neet the

requi renents of Articles 84 and 123(2) EPC, and that
the subject-matter of clains 1 and 7 of the auxiliary

request did not involve an inventive step.

In a comuni cation dated 7 April 2003 acconpanying the
sutmons to attend oral proceedings and reflecting the
provi si onal opinion of the Board, the Board referred to
the foll ow ng docunents:

D5: US-A 4 986 866 and

D6: US-A 4 892 779.

Furthernore, the Board indicated that the sets of
clainms filed as main request and auxiliary request
together with the grounds of appeal appeared to
contravene the requirenents of Articles 54, 56, 84

and 123(2) EPC. Atine Iimt ending one nonth before
the date of the oral proceedings was set for filing any

witten subm ssions.

Oral proceedings were held before the Board of Appeal
as schedul ed on 24 July 2003.
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The appel | ant requested that the decision under appeal
be set aside and that a patent be granted on the basis
of the follow ng docunents:

(1) main request: clains 1 to 36 filed as main
request on 16 Novenber 2001; or
(i) first auxiliary request: clains 1 to 35

filed as auxiliary request on
16 Novenber 2001; or

(i) second auxiliary request: clains 1 to 36
filed as auxiliary request Il on
18 July 2003; or

(iv) third auxiliary request: clains 1 to 36
filed as auxiliary request 111 on
18 July 2003; or

(v) fourth auxiliary request: clains 1 to 29

submtted as auxiliary request |V during
oral proceedi ngs; or

(vi) fifth auxiliary request: clains 1 to 15
submtted as auxiliary request V during oral
pr oceedi ngs.

Claim1l of the main request reads as foll ows:

"1. A nethod for producing a label filmfor in-nold

| abel i ng conprising the step of coextruding at | east
two charges of filmformng resin to forma coextrudate
having a face side and a back side, wherein said
charges are preselected to provide a printable face on
said face side and a heat-activatabl e adhesive on said
back side, characterized in that said nmethod conprises
the further steps of hot-stretching and annealing said
coextrudate such that the dinmensional stability of the
coextrudate is enhanced sufficiently to enable
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linerless printing of said coextrudate, each of said
further steps of hot-stretching and anneal i ng being
performed on said coextrudate, said annealing step
being performed at a tenperature equal to or above the
adhesi ve activation tenperature w thout activation of
t he heat-activatabl e adhesive to an extent that there
is sticking of the adhesive to any of a series of
heated and cooled rolls.™

Claim1l1l of the first auxiliary request differs from
claiml1l of the main request in that after the
expression "each of said further steps of hot-
stretching and anneal i ng being perforned on said
coextrudate"” the expression "said step of hot-
stretching being perforned uniaxially in the machine
direction and" is added.

Claim1 of the fourth auxiliary request is identical to
claim1l of the main request.

Claim1l1l of the fifth auxiliary request differs from
claiml of the main request in that the expression
"sufficiently to enable linerless printing of said
coextrudate" is cancell ed.

In the witten procedure and in the course of the oral
proceedi ngs, the appellant argued essentially as
fol | ows:

Mai n request, first and fourth auxiliary requests
The terns "printable"” and "sufficiently to enable

linerless printing of said coextrudate” used in claim1l
of the main request were sufficiently clear in that
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they clearly taught a person skilled in the art what to
do. The passage starting frompage 4, line 13 to

page 5, line 6 of the description of the application as
filed (published version) referred to the printing of

| abel stock in conventional printing presses. The

requi renent of clarity according to Article 84 EPC
shoul d not be m xed up with the question, possibly
arising in an infringenment procedure, of whether or not
a label filmmaght fall wthin the scope of a claimof
a granted patent.

Therefore, the nethod according to claim1l of the main
request, and, for the same reasons, the nethod
according to claim1 of the first and fourth auxiliary
requests was clear within the neaning of Article 84
EPC.

Second and third auxiliary requests

These requests should be admtted to the proceedi ngs

al though they were filed after the tinme limt set in

t he conmuni cation of 7 April 2003. They were filed

wi t hout any coments in view of having the occasion of
commenting in the course of the oral proceedings. There
was no abuse by filing these requests at that tine

whi ch woul d be the only ground for not admtting them

Fifth auxiliary request

The subject-matter of claim1 was novel with regard to
the cited docunments. In particular, docunment D5 did not
di scl ose the step of annealing a | abel film above the
adhesi ve activation tenperature w thout activation of

t he heat-activatabl e adhesi ve.
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The subject-matter of claim1l also involved an

i nventive step. Docunment D5 concerned a multilayer film
having a structure simlar to that of the application
insuit. It thus represented the closest prior art. The
obj ect of docunent D5 was to avoid the formation of
blisters between the | abel and the article to which the
| abel was to be attached to in an in-nould process. The
solution was enbossing a heat-activatable resin | ayer
of a multi-layer filmprior to orientation of the film
According to docunent D5, the process of stretching was
performed at a tenperature above the nelting
tenperature of the heat-activatable resin |ayer.

The object of the application in suit was to provide

| abel filnms for linerless applications. The solution
was a nethod according to claim 1l conprising the steps
of hot-stretching and annealing the |abel filmwherein
the step of annealing was perforned at a tenperature
equal to, or above, the adhesive activation tenperature
wi t hout activation of the heat-activatabl e adhesive to
an extent that there is sticking of the adhesive to any
of a series of heated and cool ed rolls.

According to docunent D5, the adhesive |ayer was nelted
during stretching and, in the exanple of preparing

synt hetic paper (cf. columm 13, lines 50 to 52 of
docunent D5), annealing was perforned by passing the
sheet through an oven set at 165° C, thus above the
melting tenperature of the adhesive |ayer. Docunent D5
did not disclose as to how the steps of stretching and
annealing mght be carried out with an adhesive | ayer
being in aliquid state. It seenmed that the nethod of
docunent D5 required the use of a liner in order to
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avoid sticking of the adhesive layer to the parts of
t he apparatus comng into contact with the latter.

Therefore, neither docunent D5 nor any other of the
cited docunents suggested the nethod according to claim
1 of the fifth auxiliary request.

Reasons for the Deci sion

2787.D

Late filed second and third auxiliary requests

The second and third auxiliary requests were filed |ess
t han one week before the oral proceedings before the
Board, nanely on 18 July 2003, thus after the date set
in the annex to the summons to oral proceedi ngs of

7 April 2003, according to which any witten
subm ssi ons shoul d have been filed at | east one nonth
before the date of the oral proceedings, ie. before

24 June 2003.

Furthernore, as regards the objections concerning
formal requirenments under Articles 84 and 123(2) EPC,
whi ch had been raised by the Board in the

conmuni cation, the Board cones to the conclusion that

t hey have scarcely been dealt with in these auxiliary
requests. Thus, in terns of formal requirenents as
provided in Articles 84 and 123(2) EPC, it could not be
said that the second and third auxiliary requests were
clearly allowable as required by the jurisprudence of

t he Boards of Appeal when it cones to decide whether or
not late filed requests pertaining to anended cl ai ns
are to be admtted into the appeal proceedings,

cf. Case Law of the Boards of Appeal, Fourth Edition
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2001, Chapter VII D-14.2.1, in particular T 95/83

(Q) EPO 1985, 75) and T 153/85 (QJ EPO 1988, 1).
Moreover, there is no clear justification neither for
the | ate subm ssion of these requests nor for the fact
of not having dealt with the objections raised in the
comuni cation of 7 April 2003.

Under the circunstances, the Board exercises its

di scretion not to admt the second and third auxiliary

requests into the appeal proceedings (cf. "Quidance for
parties to oral proceedings and their representatives”

(A EPO 1996, 342), point 3.3, second paragraph).

Mai n request, first and fourth auxiliary requests

The met hod according to claim 1l according to the main
request, the first auxiliary request and the fourth
auxi liary request conprises the steps of hot-stretching
and anneal ing the coextrudate such that the di nensional
stability of the coextrudate is enhanced sufficiently
to enable linerless printing of said coextrudate.

Accordingly, the fact that the coextrudate shoul d be
suitable for being printable without using a liner is
used for defining the degree of the di nensional
stability, ie. the stiffness of the coextrudate. In the
Board's judgenent, since the criterion of enabling
linerless printing is strongly dependent on the
selected printing nethod and printing apparatus, andin
view of the large variety of avail able common and
special printing techniques, that criterion is not
suitable for clearly defining the m ni mum degree of
stiffness of the coextrudate and of the label film
respectively. The passage in the description of the
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application as filed the appellant referred to (viz.
page 4, line 13 to page 5, line 6 of the printed
version) describes, in general ternms, the printing of

| abel stock in conventional printing presses and the
probl enms arising therefrom There is no indication or
definition of any m ninmum stiffness the film should
have for being sufficiently stable for being printable
by using any linerless printing technique.

Therefore, claim1l of the main request as well as
claims 1 of the first and fourth auxiliary requests do
not nmeet the requirenents of Article 84 EPC

Consequently, the main request and the first and fourth
auxi liary requests are not all owabl e.

Fifth auxiliary request

The subject-matter of claim1 of the fifth auxiliary
request concerns a nethod for producing a | abel film
for in-nmould | abelling conprising the step of hot-
stretching and annealing a coextrudate such that the
di rensional stability of the coextrudate is enhanced.
In contrast to claim1 of the main request, claim1l of
the fifth auxiliary request does not refer to a m nimum
degree of dinensional stability by using the vague and
uncl ear definition of that lower Iimt as specified in
claiml1l of the main request. Claim1 thus neets the
requi renents of Article 84 EPC

However, the subject-matter of claim1l does not involve

an inventive step for the follow ng reasons:
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Docunent D5, which is considered to represent the

cl osest prior art, discloses a nethod for producing a
| abel filmfor in-nould |abelling conprising the step
of coextruding at |east two charges of filmformng
resin to forma coextrudate having a printable face
side and a heat-activatabl e adhesive on the back side,
cf. colum 4, lines 25 to 44 and colum 9, lines 13
to 24. The nethod further conprises the step of hot-
stretching the coextrudate at a tenperature above the
adhesive activation tenperature of the heat-activatable
adhesive (nelting point of |layer D), cf. colum 3,
lines 30 to 35 and colum 9, lines 25 to 29.

In connection with the nmethod of maki ng synthetic paper
according to the exanpl e described in colum 13,

lines 7 to 62 of docunment D5, it is suggested to pass a
mul til ayer sheet conprising a printable top |ayer B; and
a coextruded, heat-activatabl e adhesive |layer C D both

| am nated to either side of a base |ayer A through an
oven set at 165°C for heat setting.

The subject-matter of claim1 of the fifth auxiliary
request differs fromthe nethod disclosed in docunent
D5 inthat it explicitly conprises the step of

anneal ing a coextrudate having a printable face side
and a heat activatabl e adhesive on the back side at a
tenperature equal to or above the adhesive activation
tenperature w thout activation of the heat-activatable
adhesive to an extent that there is sticking of the
adhesive to any of a series of heated and cool ed rolls.

In the Board's judgenent, starting from docunent D5,
t he problemintended to have been sol ved by the
subject-matter of claiml1 is to provide a nethod for
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producing a | abel filmallow ng enhancing the

di mensional stability of the coextrudate form ng the
| abel filmby performng the steps of stretching and
annealing at a tenperature above the activation
tenperature of the adhesive |ayer of the coextrudate.

The Board cannot agree with the appellant that the
object of the invention of the application in suit was
to provide | abel filns for linerless applications,

si nce docunment D5, which, also according to the
appel l ant, represents the closest prior art, does not
concern |label films supported by a carrier or liner,
and, furthernore, the nethod according to claim1 of
the fifth auxiliary request does not exclude the use of

aliner.

The solution to the above-nenti oned probl em consi sts,
according to claim1, in the fact that the annealing
step is perforned without activation of the heat-
activatabl e adhesive to an extent that there is
sticking of the adhesive to any of a series of heated
and cooled rolls.

It is conmmonly known that, in order to naintain the
orientation and structure of a stretched polyneric
material, annealing of the material at a tenperature
equal to, or above, the stretching tenperature is
advant ageous, cf. in particular docunent D6, columm 10,
lines 50 to 66 and colum 19, Table V (stretch and
sinter tenperatures).

Accordingly, a person skilled in the art considering
perform ng the step of annealing of a stretched
coextrudate as described in docunent D5, in particular
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in colum 9, exanple 2, would inevitably have to
consider that, if the adhesive layer is heated up to
the annealing tenperature, it would be in a nolten
state and, consequently, may stick to elenents of the
apparatus, in particular transport elenents like rolls,
used for carrying out the stretching and annealing
step. In the Board's judgenent, in order to avoid that
sticking problem it is an obvious consideration that
activation of the adhesive to an extent that there is
sticking of the adhesive to any transport el enents has
to be avoi ded.

Claim1 of the fifth auxiliary request does not define
as to how the object of avoiding activation and
sticking can be achieved. It sinply refers to the
activation of the adhesive to an extent that sticking
of the adhesive to a series of heated and cooled rolls
is avoi ded. The subject-matter of claim1l thus does not
go beyond the considerations of a person skilled in the
art.

Consequently, the subject-matter of claim1l of the
fifth auxiliary request does not involve an inventive
step within the neaning of Article 56 EPC. Therefore,
the fifth auxiliary request of the appellant is not

al | owabl e, either.
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Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Dai nese W Mbser

2787.D



