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Summary of Facts and Submn ssions

| V.

0848.D

The appel |l ant (applicant) | odged an appeal on 9 Apri
2001, against the decision of the Exam ning D vision,
di spatched on 13 February 2001, refusing the European
patent application No. 94 917 284.5. The fee for the
appeal was paid on 5 April 2001 and the statenent
setting out the grounds of appeal was received on

12 June 2001.

The Exam ning Division held that the application did
not neet the requirenments of Article 52(1) EPC in
conjunction with Article 54(1) EPC in view of docunent

D1: GB-A-496 670

The application conprises the follow ng docunents:

d ai ns: No. 1 to 5 filed with letter of
30 Septenber 1999,
No. 6 to 10 filed with letter of
20 February 1998.

Descri ption: pages 1, 3 to 8 as published
(WO A- 95/ 24141) ,
pages 2, 9, 10 filed with letter of
20 February 1998,
page 2a filed with letter of
30 Septenber 1999.

Dr awi ngs: Figures 1 to 4 as published
(WO A- 95/ 24141) .

The appel | ant requested that the decision under appea
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be set aside, that novelty of claim1 with regard to
the disclosure of D1 be acknow edged, that the case be
remtted to the first instance for further prosecution
and the appeal fee be reinbursed.

Claim1l reads as foll ows:

"An applicator adapted to contain and di spense a
product, said applicator including a container
conprising a body portion (30) adapted to receive said
product and havi ng an upper portion which defines a

di spensi ng openi ng, said applicator further including,
i n conbi nation

(a) an applicator nenber adapted to fixedly engage
sai d upper portion of said container, said
appl i cator nenber including an aperture (51)

di sposed over said di spensing opening, said
applicator nenber further including an applicator
socket (55) in comrunication with said aperture
and sai d di spensi ng openi ng, said applicator
menber further including a non-dispensing
applicator surface (52) adapted to permt

di stribution of said product onto a receiving
surface, said applicator surface surroundi ng and
extending generally radially outwardly from said
aperture (51); and

(b) an applicator elenent (40) rotatably di sposed
Wi thin said applicator socket and having at any
one tinme a surface facing inwardly of the
contai ner and a surface facing outwardly of the
contai ner, said applicator elenent dispensing said
product when said applicator elenent is rotated
W thin said applicator socket (55) by contact with
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said receiving surface; characterized in that

(c) the applicator nenber is an applicator done (50)
whi ch partially covers the applicator el enent (40)
such that only a portion of said outwardly facing
surface of said applicator elenent is exposed
t hrough said aperture (51)".

Reasons for the Decision

1

2.1

2.2

0848.D

The appeal is adm ssible.

Interpretation of the independent claim1:

The objects of the application are discussed on page 2,
lines 2 to 22 (WO A-95/24141). A drawback of the known
applicators is seen in that: "current commercially
avai | abl e packages al so tend to have a conparatively

| arge percentage of the rotating elenent's surface area
exposed outside of the package, often on the order

of 40 to 45% The actual contact area of the elenent in
conjunction with nost surfaces is nmuch less, on the
order of 20 to 25% Thus, while a conparatively |arge
element is utilized to reduce the curvature of the
contact surface, the renmaining exposed surface is
carrying forth a filmof the product which cannot be

applied to a corresponding surface ...
lines 2 to 8).

(colum 2,

Thus, it is an object of the application to provide a
roll-on type product dispenser which, while conprising
a large applicator elenent as usual, provides for a
nore even, |ess nessy application of the product and
whi ch exhibits a reduced tendency to attract and
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capture | oose threadlike elements (colum 2,
lines 18 to 22).

2.3 These obj ects are achieved by providing two cooperating
features:

(a) an enlarged application/distribution surface in
the formof a dome with an aperture for the applicator
el ement, and

(b) by exposing through said aperture only a portion
of said outwardly facing surface of the applicator
el ement .

2.4 These features result in:

feature (b) although using a |arge applicator el enment
as usual (in order to reduce the curvature of the
contact surface of the elenent), the surface area of
the applicator el enment exposed through the aperture is
kept small with respect to the total surface of the
applicator in contact wwth the receiving surface and
therefore |l ess product is carried out of the container,
and

feature (a) excess product not applied to the receiving
surface is distributed by the surface of the done,

whi ch functions as a secondary applicator for

undi stri buted product and distributor for evening out
the total product distribution.

See application page 2, line 24 to page 3, line 5.

2.5 When considering a claim a skilled person should rule
out interpretations which are illogical or which do not

0848.D Y A
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make technical sense. He should try to arrive at an
interpretation of the claimwhich is technically
sensi bl e and takes into account the whol e disclosure of
the patent (Article 69 EPC). The patent nust be
construed by a mind willing to understand, not a m nd
desirous of m sunderstanding (T 396/99, ultimte

par agraph of section 3.5).

Interpretations of the wording of a broad clai mshould
at |l east be such that the ains of the patent are net,
i.e. that the problemto be solved is in fact sol ved.
Interpretations of the wording of a claimwhich do not
contribute anything to the solution, although according
to the patent this wording should clearly do so, cannot
reasonably be accepted by the Board.

In the present case, it is clear fromthe teaching of
the application in suit that, contrary to the Exam ni ng
Di vi sion's opinion expressed in the comuni cati on dated
4 August 1998, the feature "the applicator is an
appl i cator donme (50)" has a specific technical neaning
and therefore nakes technical sense and excl udes the
interpretation of the Exam ning Division according to
which "there is no contradiction with the additiona
feature of a depression in the centre", since said
"depression” would forma reservoir for the excess
product and as a consequence the donme would no | onger
function as a secondary applicator and distributor for
evening out the total product distribution, and the
tendency to capture | oose, threadlike elenents would be
I ncreased.

Therefore in the context of the application a "done"
can only be defined as a rounded convex shape in
exclusion of any additional feature of shape which
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3.1
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woul d contradict the said definition (see al so
section 2.4 above).

The feature "donme (50) which partially covers the
appl i cator elenent (40) such that only a portion of
said outwardly facing surface of said applicator

el ement is exposed through said aperture (51)" seens to
express what appears to be generally the case, i e the
applicator elenent is retained in the applicator nenber
by being larger in size than the aperture.

However, neither the term"portion"” nor the expression
"outwardly facing surface"” are clear in this context
and should therefore be clarified (see section 5,

bel ow) .

Finally the feature "said applicator elenent dispensing
sai d product when said applicator elenent is rotated

Wi thin said applicator socket" should be interpreted as
meaning that it is sufficient to rotate the applicator
el ement within said applicator socket in order to

achi eve di spensing of said product.

Novelty with respect to Di:

D1 (page 3, lines 47 to 118; Figures 1 to 3) discloses
an applicator adapted to contain and di spense a
product, said applicator including a container
conprising a body portion (1) adapted to receive said
product and havi ng an upper portion which defines a

di spensi ng openi ng, said applicator further including,
i n conbi nation

an applicator nenber (cap 2) adapted to fixedly engage
sai d upper portion of said container, said applicator
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3.3

0848.D

- 7 - T 0070/ 02

menber including an aperture (3) disposed over said

di spensi ng openi ng, said applicator nenber further

i ncl udi ng an applicator socket (5) in comrunication
with said aperture and said di spensing opening, said
applicator nenber further including a non-dispensing
applicator surface (top of cap 2) adapted to permt

di stribution of said product onto a receiving surface,
sai d applicator surface surroundi ng and extendi ng
generally radially outwardly from said aperture (3)
(Figure 2); and

an applicator elenment (9) rotatably disposed within
sai d applicator socket (5) and having at any one tine a
surface facing inwardly of the container and a surface
facing outwardly of the container, said applicator

el ement (9) dispensing said product when said
applicator elenent is depressed within said applicator
socket (55) by contact with said receiving surface.

As can be seen in Figures 1 and 3, the cap (applicator
menber) of the applicator of D2 is convexly curved and
conprises a central depression or countersink (page 3,
lines 55 to 61). Therefore, said cap (applicator
menber) is not formng a done for the purposes of the
application (see section 2.7 above).

Furthernore, it is said in D1 page 3, lines 9 to 11,

22, 23, 90 to 92 that the distributing roller closes,
respectively is pressed against its seating in the
delivery aperture (3), and that there is an effective
seating all round the roller and on page 3, lines 81

to 84 it is said that "under the influence of the
spring 12, the roller thus seats itself in the aperture
With a portion of its contour projecting from such
aperture".
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Al though it can therefore be assuned that not all the
outwardly facing surface of the applicator elenent is
exposed through the aperture, due to the unclarity

i ntroduced by the expression "such that only a portion
of said outwardly facing surface of said applicator

el ement is exposed through said aperture (51)" it is
not possible to conclude whether said feature i s known
fromDl or not.

However, the fact that the roller is pressed agai nst
it's seating "thus providing a conplete closure”

(page 3, lines 91, 92) inplies that it is not
sufficient to rotate the roller in order to achieve

di spensing of the product but that it is necessary to
depress it to forma gap between the roller and the
openi ng. Therefore, it cannot be said that the
applicator elenent is dispensing said product when said
applicator elenent is rotated within said applicator
socket in the neaning of the application.

Thus, claim1 is novel with respect to D1.

Request for reinbursenment of the appeal fee

Violation of Rule 51(3) EPC

Init's first comunication dated 21 August 1997, the
Exam ning Division pointed to the deficiencies
mentioned in the International Prelimnary Exam nation
Report (I PER), but did not address any technical issue.
The report is general in wording, only referring to
docunents as a whol e.

In response thereto the applicant discussed novelty
with respect to D1 to D4 and filed new clains. In
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addition to redrafting claim1 in the two-part form
the feature "at | east a portion of said applicator

el ement i s exposed through said aperture” was nodified
to read "only a portion of said applicator elenent is
exposed through said aperture”. Wth respect to D1 the
applicant argued that in D1 "the entire outside surface
of the cylindrical applicator elenment 9 is exposed".

In it's second conmuni cati on dated 04 August 1998, the
Exam ni ng Di vi si on objected that "no convi nci ng
argunents have been found in your letter ... concerning
the inventive step of the independent claim1 in
conparison with D3". The Board observes, that an

obj ection concerning inventive step with respect to D3
had never been raised so far, so that the applicant
could not fairly have been required to have dealt with
said objection in his reply to the first conmunication

In response to the second comruni cation the applicant
di scussed inventive step with respect to D3 and filed
new clainms. In order to distinguish the subject-nmatter
of claiml1l fromD3 the feature "an applicator nenber
adapted to engage said upper portion of said container”
was nodified to read "an applicator nmenber adapted to
fi xedly engage said upper portion of said container”

Si nce novelty was not objected in the Exam ning

Di vi sion's comuni cation, the board finds that the
applicant was entitled to assune that novelty was
acknow edged.

Init's third comuni cation dated 23 March 1999, the
Exam ni ng Di vi sion objected that "no convi nci ng
argunents have been found in your letter ... concerning
the inventive step of the independent claim1l in
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conmparison with D1".

However, again the board nust observe that an objection
concerning inventive step with respect to D1 had never
been rai sed so far, so that once again one could not
fairly have expected a response to deal with an

obj ection that never had been raised. In this

comuni cation the Exam ning Division further stated
that the features of the characterizing part of claiml
were known from D1. Al though, no further docunent was
cited, D1 was never clearly said to disclose the
features of the precharacterizing part of claiml
(neither by the Exam ning D vision nor by the
applicant) and thus, it was not obvious for the
applicant to conclude that the objection should in fact
be consi dered as being a novelty objection.

In response to the third conmuni cation the applicant

di scussed inventive step with respect to D1 and filed
new clainms with letter of 30 Septenber 1999. In order
to clarify the above said feature and to distinguish
the subject-matter of claiml1l fromDl, the features
"applicator elenent ... having at any one tine a
surface facing inwardly of the container and a surface
facing outwardly of the container” and "such that only
a portion of said outwardly facing surface of said
applicator elenent is exposed through said

aperture (51)" were added to claim 1. The applicant
argued that in Dl the applicator elenent was fully
exposed by the aperture whereas in the application the
applicator elenent was partly covered by the applicator
menber.

In a fourth comuni cati on dated 02 February 2000, in
preparation of intended oral proceedings, the Exam ning
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Division stated that during oral proceedings inventive
step with respect to DI to D6 woul d be di scussed

W t hout addressing any technical details or features,
and stated furthernore that "all argunments and
objections in the previous conmuni cations are stil

valid". Said communi cati on acknow edged al so that "no
new obj ection arises fromthe |[ast nodification of
claim1", i.e. assumably the claimfiled on

30 Septenber 1999.

Wth letter of 10 February 2000 the applicant w thdrew
the request for oral proceedings and requested a

deci sion on patentability of the application with the
clainms on file.

No further communication was sent to the applicant
until the decision under appeal was issued. The
i ntended oral proceedings did not take place.

The board is forced to drew the concl usion that none of
t he communi cations of the Exam ning Division was in
line with the requirenents of Rule 51(3) EPC, since no
concrete reasons were given, discussing the technica
content of the application vis-a-vis the docunents on
file. The opinion expressed were therefore nere
assertions with no support fromthese docunents.

Violation of Article 113(1) EPC

The Exam ning Division based its decision to refuse the
application on a lack of novelty of claim1l as | ast
received, i.e. in the appellant's subm ssion in
response to the third comunication, see point 4.1.6
above, w thout having applied Article 113(1) EPC which
states that "the decisions of the European Patent
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Ofice may only be based on grounds or evidence on
whi ch the parties concerned have had an opportunity to
present their coments".

Apart fromthe very general reference to the
deficiencies nentioned in the I PER, no specific

obj ecti on based on | ack of novelty was raised during

t he exam nati on agai nst any of the versions of claim1l
filed by the appellant.

Even the third comuni cati on of the Exam ning Division
dated 23 March 1999 cannot be interpreted as a novelty
objection (although referring to inventive step; see
section 4.1.5 above), since it did not nmake cl ear which
docunent di scl osed the precharacterizing part of
claim 1.

Thus the Exam ning Division based it's decision on an
obj ection rai sed against the subject-matter of claim1l
on which the applicant had no opportunity to present
his comments.

Init's decision the Exam ning Division states that
"this refusal does not contravene Article 113(1)...
because Article 54 objection was already raised (in the
i nternati onal exam nation phase) and this objection was
deeply discussed by the applicant in his letter

of 30.09.99" (see section 4.1.6, above). However, the
claiml considered in the decision is not the claim1l
on file during the international exam nation phase.

I ndeed, claim1l was nodified three tinmes during the

Eur opean exam nati on proceedings so that it could not
seriously be expected fromthe applicant to consider
that the novelty objection raised during internationa
exam nation phase would still apply to a subsequent
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claiml yet on file, without precisely stating it, al
the nore because the Exam ning Division only raised the
guestion of inventive step in all subsequent
conmuni cati ons, so that one would normally assunme on a
fair reading of these that novelty was no | onger

obj ected to.

Furthernore, the letter of the applicant dated

30 Septenber 1999, referred to in the decision,

di scusses inventive step and not novelty. It is clear
fromthe overall content of the letter which explicitly
refers to inventive step and to the "coul d/ woul d"
approach, that the reference nade to Article 54 in one
single paragraph is a clerical error.

Thus, by basing it's decision on a |lack of novelty the
Exam ning Division introduced a new obj ection agai nst
the subject-matter of claim1l as filed on 30 Septenber
1999 for the first tinme in the said decision and thus,
gave the applicant no opportunity to present his
conmments. Therefore, the provisions of Article 113(1)
EPC were not net.

Each of the deficiencies noted above, in sections 4.1
and 4.2 constitutes a substantial procedural violation
justifiying rei nbursenent of the appeal fee according
to Rule 67 EPC

In view of the above, the Board remts the case to the
Exam ning Division for further prosecution. The
Exam ni ng Di vi si on however should take into

consi deration that before a neaningful discussion of
novelty and inventive step can take place, clarity
(Article 84 EPC) is normally an inportant point which
shoul d not be forgotten, particularly in a case as the
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present one. In the opinion of the Board the follow ng
expressions should nornmally be clarified:

- a surface facing inwardly of the container and a
surface facing outwardly of the container (could
it be that what is nmeant is the surfaces bel ow
respectively above the equatorial region of the
appl i cator el enent?),

- the applicator nenber is an applicator done (it
seens that the applicator done is not forned by
the entire applicator nenber, but that the
applicator donme is formed by said non-di spensing
application surface (52) which extends downwardly
fromsaid aperture (51)),

- a portion of said outwardly facing surface (what
Is nmeant by a portion ?).

In this specific case the Board abstained from
clarifying the said expressions, since novelty could
easily be established due to the fact that the
applicator nenber (the cap) disclosed in D1 is not
formng a donme in the neaning of the application and
that the applicator elenment disclosed in D1 is not

di spensi ng said product when said applicator elenent is
rotated within said applicator socket in the neaning of
t he application.

Additionally, the Board is of the opinion that in order
to give the applicant a fair chance to challenge the
findings of the Exam nation Division, the latter should
have at |east once identified where in the cl osest
prior art docunment each of the features of the claimin
suit are disclosed (this was never indicated in any
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conmuni cati on, not even in the decision).

Furthernore, by sinply stating "no convincing argunents
have been found in your letter” in response to letters
in which the objections put forward were exhaustively
di scussed by the applicant, the Exam ning D vision
adopted an unfair attitude, |eaving the applicant

wi t hout any indication as to why his argunents were not
found to be convincing, so that again he was unable to
react against the conclusions of the Exam ning

Di vi si on.

Finally, in accordance with Rule 68(2) EPC deci sions of
t he European Patent O fice which are open to appea
shall be reasoned. In this respect the Board accepts

t hat reasoni ng does not nean that all the argunents
subm tted should be dealt with in detail, but it is a
general principle of good faith and fair proceedi ngs
that reasoned decisions contain, in addition to the

| ogi cal chain of facts and reasons on which every
decision is based, at |east sone notivation on crucia
points of dispute in this line of argunentation in so
far as this is not already apparent from ot her reasons
given, in order to give the party concerned a fair idea
of why his subm ssions were not considered convincing
and to enable himto base his grounds of appeal on

rel evant issues.
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it 1s decided that:

The deci si on under appeal is set aside.

Caiml filed with letter of 30 Septenber 1999 is novel
Wi th respect to DI.

The case is remtted to the first instance for further

prosecution on the basis of the foll ow ng docunents:

d ai ns:

Descri pti on:

Dr awi ngs:

No. 1 to 5 filed with letter of
30 Septenber 1999,
No. 6 to 10 filed with letter of
20 February 1998.

pages 1, 3 to 8 as published

(WO A- 95/ 24141)

pages 2, 9, 10 filed with letter of

20 February 1998,

page 2a filed with letter of 30 Septenber
1999.

Figures 1 to 4 as published
(WO A- 95/ 24141) .

The request for reinbursenent of the appeal fee is

al | oned.

The Regi strar:

0848.D

The Chai r nan
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G Magouliotis C. Andries
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