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Summary of Facts and Subm ssi ons

1882.D

Appel lants | (Opponent 1) and Il (Opponent 11) filed
appeal s agai nst the decision of the Qpposition D vision
to reject their oppositions against the European Patent
No. 0 728 559.

Opposition was filed against the patent as a whole and
based on Article 100(a) EPC (lack of novelty and | ack
of inventive step) Article 100(b) (insufficiency) and
Article 100(c) (content extended).

The Opposition Division held that the subject-matter of
claim1l of the main request was novel and involved an
inventive step and that the content of the patent had

not been extended.

The nost relevant prior art docunents for the present

deci si on are:

D1: US-A-4 602 195

D3: ORCA: Optim zed Robot for Chemi cal Analysis;
Hewl ett Packard Journal, 1993, pages 6 to 12

D4: DE-A- 40 00 348

D5: Distributed control concept for nodul ar robot
systens; Intelligent Mtion; June 1994
Proceedi ngs, pages 47 to 58

D8: US-A-4 4 825 133

D14: EP-A-0 722 811
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D16: EP-A-0 612 591

D17: EP-A-0 237 577

D18: FR-A-2 657 807

D23: An Open Architecture Distributed Control System
for Flexible assenbly; |BEC 94; Body Assenbly &
Manuf acturi ng; pages 95 to 102.

D25: Merriam Webster’'s Col |l egiate Dictionary; Min

entry: “on”.

L1l The appel l ants requested that the decision under appeal
be set aside and the patent be revoked. Appellant |
further nmade the following alternative requests in
descendi ng order: that the case be remtted to a
different Opposition Division; that the Opposition
Di vision be ordered to correct the m nutes of the oral
proceedi ngs before the Opposition Division; that the
Board itself correct those m nutes; that questions be
put to the Enlarged Board of Appeal.

The respondent requested that the appeal be dism ssed,
or alternatively that the patent be naintained in
anmended formin accordance with the first, second or
third auxiliary request filed with letter of 17 My
2004.

1882.D
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The i ndependent claimof the patent as granted request
reads as foll ows:

"1. Manipulator, for exanple an industrial robot,

whi ch mani pul ator conprises a plurality of drive neans
(1) for noving the manipulator in its plurality of
degrees of freedom each drive nmeans (1) conprising at

| east one electric driving notor (2), which is supplied
and controlled via a rectifier (6) and a drive device
(7), characterized in that at |east one of said drive
devices (7) is arranged on the mani pul ator, preferably
adj acent to its associated drive nmeans (1)."

The appellants argued in witten and oral subm ssions
essentially as foll ows:

(i) The main request for maintenance of the patent as
granted should not be admtted into the appeal
proceedi ngs. During the oral proceedi ngs before
the Opposition Division a new nmain request for
mai nt enance in anended formwas filed. In filing
the new main request the proprietor abandoned his
rights to the patent as granted. It was not
therefore perm ssible for the proprietor to return
to a request for maintenance of the patent as
granted. This also applies to the appeal.

(ii) daim1l specifies that the drive device is
provi ded on the mani pulator. The term‘on’ nust be
understood broadly. The term does not exclude that
the drive device is in the mani pulator. Dictionary
extract D25 supports this view The proof that
‘on’ can nean ‘in’ is found in the expression ‘on-

board’ which may nmean the inside of a ship. The
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OQpposition Division should have required a
clarification of the term The term"drive device”
i s undefined and may nean anything. On the basis
of the meaning of the terns ‘drive device' and
‘on’ claim1l | acks novelty over each of docunents
D3, D5, D15 and D17. In the case of docunents D3,
D5 and D17 the novelty of the claimis taken away
by the fact that there is clearly a drive device
which is on the mani pulator in the sense of the
term‘on’. Also, in the case of docunent D3 there
is acircuit assenbly, i.e. a drive device, inside
a torso casing which is located on the outside of
t he mani pul ator arms. In the case of docunment D5
there is a connecting box in the power supply
which is on the outside of the manipul ator and

t herefore nust constitute a drive device. Docunent
D15, in particular in Figure 10, shows a drive
device which is on a surface of part of the
mani pul ator. In the case of docunent D17 there is
a control device on the outside of the
mani pul ator. The control device is a drive device
in the sense of claiml1l. Arectifier is always
provi ded even for AC notors so that a rectifier is
inmplicitly disclosed.

(iii1)The notors of manipulators are normally external.
It would therefore be obvious to provide the
associ ated drive device externally.

Starting fromdocunent D5 the problemto be sol ved
is to provide cooling for the drive device. The
solution is found in docunent D17 wherein the
drive device is provided on the exterior, whereby
a control device as nentioned in D17 nmust be

1882.D
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considered to be a drive device. Al so in docunent
D8 the skilled person would find a drive device
provi ded outside. Docunent D18 al so provides the
solution since there are drive devices within
housi ngs but these drive devices are on other
parts of the mani pul at or

Docunents D16 and D19(a) to D25 should be admtted
into the proceedi ngs. Docunent D16 is already in
t he proceedi ngs. Docunents D19(a) to 23 were
presented during the opposition proceedi ngs and
are relevant to the proceedings. It is true that
the publication date of docunent D23 is not
exactly known. However, the docunent gives the
text of a paper delivered at a conference in 1994
so that the content was already public in 1994,
Docunents D24 and D25 were filed in response to

t he decision of the Opposition Division and show
the neaning of the term‘on’.

In the view of appellant | the Opposition Division
did not act inpartially and did not deal with the
partiality request which was nade during the ora
proceedi ngs before the Opposition Division. The
OQpposition Division showed partiality in going
back to the patent as granted after a new nain
request had been filed, in refusing to admt the
docunents D19(a) to D23 w thout discussion and in
their actions in not correcting the mnutes of the
oral proceedings. A decision on the partiality of
t he Opposition Division should have taken by an

i ndependent body during the first instance
proceedi ngs in accordance with Enl arged Board of
Appeal Decision G 5/91. No decision on the



1882.D

(vi)

- 6 - T 0068/ 02

opposi tions shoul d have been taken by the
Qpposition Division until a decision on the
guestion of partiality had been taken. The case
shoul d be returned to the first instance for the
guestion of partiality to be deci ded.

In the view of appellant | the m nutes of the oral
proceedi ngs before the Opposition Division are not
correct and the procedure adopted by the
Qpposition Division for refusing to correct the

m nut es was not acceptable. The Opposition

Di vi sion should have heard the parties who were
present at the oral proceedings as wtnesses. The
Qpposition Division should itself have deci ded on
the correction after having given the parties an
opportunity to present conmments. It is not
acceptabl e that the Qpposition Division nmerely
sent a communication via a formalities officer.

Such a procedure is not transparent.

The Board itself could take a decision to correct
the m nutes, possibly after having heard

W t nesses.

(vii) The follow ng questions should be put to the

Enl ar ged Board of Appeal

| st di e Sachent schei dung ei ner

Ei nspruchsabtei l ung, di e wegen Bef angenheit

abgel ehnt wurde, nichtig, wenn sie nach Abl ehnung
aber ohne Entschei dung uber di e Befangenheit
getroffen wurde (BPat G GRUR 85/ 373) ?
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Wel che Person oder wel cher Spruchkorper ist far
ei ne erstinstanzliche Entschei dung Uber einen
Bef angenhei t santrag gegen ei ne Ei nspruchsabteil ung

ber uf en?

Darf ein Spruchkérper des EPA nach ei nem

Bef angenhei t santrag Uber di esen ei nfach

hi nweggehen und vor jeder Befassung mt di esem und
vor Entschei dung uber diesen in Besetzung mt

(m ndestens) einem Mtglied, dessen Befangenheit
beanst andet wurde, das Verfahren sachlich

wei terf ihren?

| st Raum fir ei ne Vorhabentschei dung utber die
» Zul dssi gkei t“ ei nes Befangenheitsantrags?

Darf ein Spruchkérper in der Besetzung mt

(m ndestens) einem Mtglied, dessen Befangenheit
beanst andet wurde, Uber die Zul 4ssigkeit des

Bef angenhei t sant rags ent schei den?

We ist mt einemBerichtigungsantrag zum

Pr ot okol | zu verfahren?

Darf dber einen Berichtigungsantrag hi nneggegangen
wer den oder ist dieser zu beschei den?

The respondent argued in witten and oral subm ssions
essentially as foll ows:

The main request filed during the oral proceedi ngs
before the Qpposition Division was only a
procedural request which did not involve
abandonment of subject-matter. Therefore it is
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perm ssible to return to mai ntenance of the patent
as granted as the main request.

The docunents D3, D5, and D15 do not show a drive
device which is on the mani pul ator. The device
shown in docunent D3 is not a drive device. The
invertor and nmotor controller disclosed in
docunent D5 are inside the mani pul ator and not on
t he mani pul ator and the box visible in the figure
is not a drive device. In docunent D15 the drive
device is not on the mani pulator. In docunent D17
the notor is not supplied via a rectifier and a
drive device. The subject-matter of claiml is

t herefore new. Docunment D18 shows a device with a
drive device on the outside.

(iti)lt is not correct to state that notors are

(iv)

(v)

normal |y provided on the outside of rectifiers.

Docunment D17 does not deal with the probl em of
cooling and there is no indication of what is in
the control unit.

Docunents D19(a) to D23 are not rel evant and
shoul d not be admtted into the proceedi ngs.
Docunent D23 is a report of a conference which
apparently took place in 1994. There is no

evi dence of when this document was published. If

t he docunents are admitted then the case should be
remtted to the first instance.

The respondent understands the objections of
appel lant | and woul d probably feel the sanme way

in simlar circunstances.
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(vi) The representative of the respondent was not
present at the oral proceedings before the
Qpposi tion Division and cannot therefore comrent
on the matter.

(vii)The answers to the proposed questions could be of
i nterest.

Reasons for the Decision

1882.D

Adm ssibility of main substantive request of respondent

Appel lant | argued that it was not possible for the
respondent to return to a version of the clainms that
was broader than a |ater version filed as a main
request. In the present case this entails a return to
the clains as granted froma narrower version presented
at the start of the oral proceedings before the

Qpposi tion Division.

The Board cannot agree with the appellant. The version
of the clainms which is filed, even as a main request,
nmust be considered as provisional at least until a
decision is taken. Enlarged Board of Appeal decision

G 1/99 dealt with the situation of whether a broadening
of the scope of the clains in appeal proceedi ngs nay be
perm ssible after a decision of the Opposition D vision
based on clainms of narrower scope, i.e. at a
procedural ly nore advanced point than in the present
case. It follows fromG 1/99 that a return froma
narrower claimto a broader claimis not automatically

excluded, in particular with respect to probl ens
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connected with Article 123(2) EPC. Wil st the Enl arged
Board of Appeal was considering the question of
reformatio impeius it nevertheless inplicitly

consi dered the question of whether it is possible to go
back to clains of w der scope after a main request of
narrower scope has been filed. This question was
inplicitly answered in the affirmative since the

Enl arged Board of Appeal considered that there were

ci rcunstances which would warrant this. Whilst the

Enl arged Board of Appeal were concerned with the
particul ar situation of an actual ground under

Article 123(2) EPC, in the present case the opponents
had objected to a new nain request being filed at the
start of the oral proceedings so that the only way to
overcone such an objection was w thdrawal of the newy
filed main request. When a request is filed it is

exam ned both by the opponents and the Opposition
Division for conpliance with Article 102(3) before a
decision is taken. This article includes the provision
that the patent as anended conplies with the

requi renents of the Convention. It is clear that this
exam nation may reveal problens, in particular under
Articles 84 and 123(2) EPC, for which the only solution
is toreturn to an earlier version of the clainms. It is
thus perm ssible within the framework of opposition
proceedi ngs for the proprietor to return to the patent
as granted unl ess special circunstances, e.g. explicit
abandonnment of the subject-matter, m ght indicate

ot herw se.

No abuse of the procedure has occurred in the present
case since each opponent, when confronted with the new
request at the beginning of the oral proceedings before
the Opposition Division, specifically requested that
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t he new request should not be admtted, i.e. that the
patent as granted should be the only request. The Board
considers therefore that it was perm ssible during the
oral proceedi ngs before the Opposition Division for the
proprietor to return to the maintenance of the patent
as granted as the main request. As a consequence it is
perm ssi bl e for maintenance of the patent as granted to
be the main request also in the present appeal

pr oceedi ngs.

Novel ty

The question of novelty concerned docunents D3, D5, D15
and D17. The question essentially hinges on the neaning
of the expression "drive neans"” and the term"on" as
used in the claim1.

The Board considers that the term"drive neans” in the
context of the claimindicates a drive device in the
power line between the rectifier and the notor. The
claimspecifies that the driving notor is supplied and
controlled via a rectifier and a drive device. The term
"via" in this supply and control context indicates a
path. This neans that the drive device is in this path
The supply and control path leads via a rectifier and a
drive device to the notor. Therefore, the drive device
isin this supply path between the rectifier and the
notor, i.e. it is in the electrical power |ine.

The Board further considers that the term"on" in the
context of claiml1 nmeans ‘on the outside of’. This is
the normal neaning of the termand is consistent with
the description of the patent and with the solution to
t he problemwhich is disclosed in the description. The
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appel l ants argued that the term shoul d be considered
nore generally and include the inside of the
mani pul ator as well as the outside. Appellant Il in
particul ar quoted the expression "on board" as used for
shi ps and which could include the inside of the ship.
The Board would note that in all |anguages prepositions
tend to have a principle nmeaning and then a greater or
smal | er nunber of special usages. These special usages
may be connected with an original usage in a particular
context which then changes as the context devel ops.
This is the case with the expression "on board" which
has a long historical devel opnment and is now used in
situations where there is no board, e.g. for aircraft.
The dictionary extract D25 which was supplied by
appel l ant | supports the above view since it indicates
that ‘on’ neans "in contact with and supported by the

top surface of" or "in contact with an outer surface".

Docunent D3 di scl oses an el bow and wist notor printed
circuitry assenbly. This assenbly however is |ocated
inside the upper arm There is also a torso printed
circuitry assenbly located inside a torso casing.

Appel lant | argued that this second assenbly together
with its surrounding casing forned a drive device on

t he mani pul ator. The Board cannot agree with the
appellant. First of all, the nature of the circuitry is
not disclosed so that it is not disclosed that it is a
drive device. Secondly, it is the manipulator which is
| ocated on this torso casing rather than vice-versa.

Docunment D5 does not disclose that the drive neans is
on the mani pulator since it is expressly stated that
the nmotor controller R and inverter L, which constitute
the drive device, are |ocated inside the manipul ator,
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as is visible in Figure 1. Appellant Il argues that a
box visible in this figure and | ocated in the power
line constituted a connector and hence a drive device.
Thi s box however is not further described so that no
conclusions may be drawn as to its nature. This
docunent does not therefore disclose a drive device on

a mani pul at or.

Appel lant | referred to docunent D15 and in particul ar
figures, 10, 28, 30, 35, 36 and 38. However, none of

t hese figures show the position of any possible drive
device. Figure 10 does show a voltage converter circuit.
However the figure nmerely shows a small part of the
device with no clear indication of the position of this
part in the apparatus as a whole, i.e. whether or not

it is wthin the apparatus. This docunent does not

t herefore disclose a drive device on a mani pul ator.

Docunment D17 shows a control device for controlling the
drive notor |ocated on the mani pul ator. However the
nature of the control device is not disclosed. The
device could just produce digital signals which are
sent to a drive device which then uses the signals as
instructions on howto control the electrical supply to
the notor. Also, no rectifier is specifically disclosed.
Wil st rectifiers are commonly used an el ectri cal
supply, also to AC notors, this is not inperatively the
case such that this feature is inplicitly disclosed in
t he docunent. This docunment therefore discloses neither

a rectifier nor a drive device on a mani pul ator.

Therefore, the subject-matter of clains 1 is novel in
the sense of Article 54 EPC
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| nventive step

Cl osest prior art

The cl osest prior art is represented by docunent D5
whi ch di scl oses a mani pul ator conprising the features
of the preanble of claiml.

Problemto be sol ved

The objective problemto be solved by the
di stinguishing feature of claiml1l is to inprove the
cooling of the drive device.

The description of the patent also nentions the problem
of the em ssion of el ectromagnetic radiation. The Board
however does not consider that this problemis sol ved
by the distinguishing feature of claim 1. The solution
to this problemis already provided by the drive neans
di scl osed in docunment D5 being provided inside the
mani pul at or whi ch reduces the nunber of |ong current
carrying cables. The positioning of the drive neans on
t he outside of the manipul ator does however contribute
to the solution of the cooling problem

Solution to the problem

The solution to the problemis that at |east one drive
device is arranged on the mani pul ator. The positioning
of the drive device on the outside of the mani pul at or

i nproves the cooling.
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3.4 The solution to the problemis not obvious for the

foll ow ng reasons:

3.4.1 Docunent D5 al so addresses the problemof cooling the
drive devices. The solution proposed in docunent D5 is
to use the surface of the mani pulator as a heat sink
for the internally provided drive device, possibly
using a special shape for the surface. The docunent
t hus al ready provides a solution to the problem The
skill ed person would have no reason to go to the
nmeasures of noving the drive devices to the outside of
t he mani pul at or whi ch woul d i nvol ve passi ng the power
lines to the outside to reach the drive devices and
t hen back to the interior of the manipul ator where the
drive notors are situated. G ven the existence of a
solution to the problemalready in the docunent there
is no reason for the skilled person to consider going
to these cunbersone provisions.

3.4.2 Docunent D3 discusses the problemof providing cooling.
The solution disclosed therein is to make the outer
shells of alumniumso as to spread out the heat. Thus
the solution chosen is different to that of the patent
in suit. In docunent D3 it is also considered an
advantage that there is a snooth structure for easy
cleaning. If the drive devices were noved to the
exterior then this would go against this teaching of
t he docunent regarding the desire for a snooth

structure.

3.4.3 Docunent D8 nentions the problemof cooling an I C chip.
The sol ution adopted therein is the provision of a heat
si nk. The heat sink however is provided within the
mani pul ator. There is no indication to place the heat

1882.D
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sink on the outside. This docunent therefore provides a
different solution to the problem and hence coul d be
considered to | ead away fromthe claimed sol ution

Docunment D17 does not provide the skilled person with
the solution to the problem This docunment does teach
the provision of a control unit on the exterior of the
mani pul ator. However, there is no indication of the
function of the control unit. There is thus no

i ndication that there could be a problem due to heat
produced by the unit. There is also no indication that
the control unit is positioned on the outside in order
to solve such a problem The skilled person thus
receives no teaching fromdocunent D17 as to the
solution of the objective problem

Docunent D18 does not provide a solution to the problem
Each the features that m ght be considered to be a

drive device are provided inside the mani pul ator and
there is no indication that there is any cooling
problemto be sol ved.

Appel lant | made specific reference to decision

T 967/97. The facts of the case on which that Board had
to decide are different to those of the present case.
In the decision the Board al so nade a nunber of general
remarks. It is not however necessary for the present
Board to discuss those general remarks when the facts
of the case are different.

Therefore, the subject-matter of claiml of the main
request involves an inventive step in the sense of
Article 56 EPC.
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Late filed docunents

The Opposition Division did not admt docunents D16,
and D19(a) to 23 into the proceedi ngs. The respondent
objected to the admttance of docunents D19(a) to 25 as
late fil ed.

Docunment D16, which was filed with the letter of

appel lant | dated 15 Decenber 1999, was di scussed
extensively by the respondent in his subm ssion of

6 July 2000, without objecting to its adm ssion into

t he proceedi ngs. The docunment was further discussed by
the Qpposition Division in its opinion acconpanying the
invitation to oral proceedings dated 16 February 2001.
At the start of the oral proceedings before the
OQpposition Division the respondent requested that the
docunent not be admitted into the proceedings. The
OQpposition Division as a consequence did not admt the
docunent. The Board cannot agree with the action of the
Qpposition Division in this respect. The di scussion of
t he docunent by the respondent and the Opposition

Di vision before the oral proceedi ngs took place would

| ead to the normal expectation that the docunment was
already in the proceedings and that the oral
proceedi ngs could be prepared on this basis. It goes
agai nst the principles of good faith for the Qpposition
Division to then accede at the start of the oral
proceedi ngs to a request not to admt the docunment. A
late filed docunent which is already in the proceedings
cannot | ater be declared not to be admtted w thout

t here being very exceptional circunstances, for exanple
where the adm ttance had been based on an inconplete
know edge of the situation. The respondent has not

obj ected before the Board to the docunent being in the
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proceedi ngs. The Board therefore confirns that the
docunent is in the proceedings.

Docunents D19(a) to D23 were filed with the subm ssion
of appellant | dated 5 Septenber 2001. This was
approxi mately one nonth before the oral proceedings
before the Qpposition Division and thus their

adm ttance was clearly open to debate at the start of
t he oral proceedings. The Opposition D vision did not
admt these docunents into the proceedings as they did
not consider themto be relevant. During the oral
proceedi ngs before the Board appellant | wthdrew
docunent D21. The Board has considered the remaining
docunents for their relevance. The Board consi dered

t hat docunments D19, D19a, D20 and D22 are rel evant and
admtted theminto the proceedi ngs. Docunment D23 is
apparently connected to an exhibition since it carries
the designation "IBEC '94". There is no clear
indication of its date of publication and the priority
date of the opposed patent is in February 1995. The
docunent could thus easily have only been accessible to
the public after the priority date, e.g. during the
course of 1995. Since the date of publication is not
certain the docunent cannot be considered to be prim
facie rel evant and hence is disregarded pursuant to
Article 114(2) EPC.

Docunments D24 and D25 were filed with the grounds of
appeal . These docunents conprise an extract froma
handbook and an abstract froma dictionary. Since they
serve nerely to explain the technol ogi cal background
and to interpret the claimthe Board has decided to
admt these docunments into the proceedi ngs.
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Aremttal to the first instance is not necessary as
the first instance have already given their opinion on
t he docunents in their decision, i.e. that the

docunents are not rel evant.

Partiality of the Opposition Division

During the oral proceedings before the Qpposition
Division appellant | nmade a partiality objection

agai nst the Opposition Division. According to the

m nutes of the oral proceedings the Opposition D vision
stated that they could not take a decision in this
matter. The m nutes were expressly included as part of
their decision, see point 6 on page 2 of their decision.
They then carried on the oral proceedings. By their
action in carrying on the oral proceedings at this
point it may either be concluded that they inplicitly
took a decision on partiality to the effect that they
were not partial or that their decision was indeed just
as proclained, nanely that they considered thensel ves

i nconpetent to decide this point. The manner in which

t he OQpposition Division acted is not considered by the
Board to have been particularly logical. Follow ng the
notto that actions speak |arger than words the Board
wei ghs the actions of the Opposition Division higher
and cones to the conclusion that a decision was indeed
inmplicitly taken. This is confirnmed by the fact that

t he OQpposition Division went so far as to also reach a
deci sion on the substantive matters which woul d not
have been possible if the partiality objection was

still unresol ved.
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The Board woul d note however that the actions of the
Qpposition Division in stating that they could not take
a decision on partiality and then continuing the oral
proceedi ngs lead to a confused situation where the
parties may becone uncertain as to the |l egal situation
in which they find thensel ves. The Qpposition D vision
coul d have avoided this probl em by announcing a cl ear
decision on the matter during the oral proceedings.

The Board al so does not see any procedural error by the
OQpposition Division in taking the decision on
partiality thenselves. In Enlarged Board of Appeal
decision G 5/91 the Enlarged Board dealt with a case
where the Director responsible for the Qpposition
Division took a decision on partiality. This was the
prescribed practice in the first instance and coul d be
i npl enented in that case since the partiality objection
was nmade before the oral proceedings took place. The
Enl arged Board clearly stated in their decision that
this practice is not illegal (see point 4 of the
Reasons). The Enl arged Board al so consi dered, w thout
comng to a final conclusion, that the Opposition
Division mght be able itself take the decision. Wil st
t he Enl arged Board did not cone to a final conclusion

t he present Board neverthel ess considers that such a
procedure is also not an illegal procedure for deciding
a partiality objection, particularly during oral
proceedi ngs when it may be inpractical to institute the
standard procedure. This viewis also consistent with
Enl arged Board of Appeal Decision G 9/91 wherein the
adm ni strative nature of the opposition proceedi ngs was
expl ai ned (see point 18 of the Reasons). In the case of
an admnistrative instance it is clear that they are
subject to the requirenent of inpartiality, in
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particul ar when involved in inter-parties proceedi ngs
whi ch concern a piece of property, i.e. a granted
patent (cf. Decision G 5/91, point 3 of the reasons).
It is also clear that any partiality objection nust be
dealt with in a correct manner. Nevertheless, this
requi renent does not go so far as to require the sane
procedure to be applied as is applied to the Boards

t hensel ves. The Boards are a judicial instance. They
are also a last instance so that their actions are not
subject to further review. In such circunstances
particularly careful procedures are required to deal
with partiality objections. The decisions of the
Qpposition Division are subject to judicial review In
the opinion of the Board it is not therefore inperative
that a partiality objection to a nenber of an
Qpposition Division be dealt with by a separate

i ndependent body as was argued by appellant 1.

The basis of the partiality objection was principally
considered by appellant | in his viewto be the fact
that the Opposition Division encouraged the proprietor
to withdraw his main request filed during the oral
proceedings and to return to nai ntenance of the patent
as granted. The Board cannot however see any indication
of partiality in this action. The m nutes of the oral
proceedi ngs indicate that when the request of the
proprietor was filed both opponents objected to the
request being admtted into the proceedings. It may be
t hat opponent | changed his view during the oral
proceedi ngs. There is no indication however that
opponent 11 changed his view. The actions of the
Qpposition Division appear to foll ow the requests of

t he opponents. Al so, the Guidelines for Exam nation
encourage the Opposition Division to make proposals for
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amendnment (D-VI, 4.2). If an Opposition Division is
acting in accordance with the CGuidelines, as indeed it
normal |y should, then a basis for a partiality

obj ection cannot be di scerned by the Board.

Appel lant | al so considered that the action of the
Qpposition Division in not admtting late filed
docunents w thout further discussion was an indication
of partiality. Wen the appellant filed the docunents
(see letter of 5 Septenber 2001) he expl ained the

rel evance of the docunents. The Opposition D vision was
thus in a position to decide whether to exercise their
di scretion under Article 114(2) EPC to disregard the
docunents. The Board cannot see therefore that the
actions of the Opposition Division inplied a partiality
on their part.

Finally appellant | argued that the actions of the
Qpposition Division in dealing wth the request for
correction of the mnutes were evidence of partiality.
The appel |l ant has argued that the fact that they did
not deal with the request in a procedurally correct
manner shows partiality. The Board woul d note that the
mere fact that an Opposition Division may have
conmtted a procedural violation does not automatically
inply partiality. Procedural violations may occur for
many reasons, in particular due to | ack of know edge of
the correct procedure. There is no general reason to
assunme that partiality is the reason for the violation
This is not to say that the Board considers that the
Qpposition Division did cormit a procedural violation
in this respect. That matter is dealt with bel ow Hence
the allegation of a procedural violation cannot al one
be considered as an indication of partiality.
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The Board therefore cannot see any objective evidence
whi ch would | ead to the conclusion that any of the
menbers of the Qpposition Division was partial.

Correction to the mnutes of the oral proceedi ngs
before the Qpposition Division

Appel lant | first requests in this respect that the
case be remtted to the first instance for correction
of the mnutes of the oral proceedings before the
Qpposi tion Division.

In response to a request to correct the mnutes of the
oral proceedings the appellant received a communi cation
froma formalities officer stating that the

conmuni cation was on behalf of the Qpposition Division.
The conmmuni cation stated that the Qpposition D vision
was of the opinion that the m nutes were correct.
According to Rule 76(3) EPC the m nutes shall be

aut henti cated by the enpl oyee who drew them up and the
chai rman of the proceedings. There are no regul ations
in the EPC for correcting the mnutes. In the absence
of any regul ation the Opposition Division should adopt
a procedure for responding to a request to correct the
m nutes which may be considered fair. The procedure
adopted by the Opposition Division in the present case
is not particularly transparent, but this does not nean
that it may be considered unfair. The communi cation by
the formalities officer indicated that the decision not
to correct the mnutes was taken by the Opposition

Di vision. The Opposition Division is the body entitled
to take that decision since two of its nmenbers

aut henticated the m nutes and the oral proceedings took
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pl ace before the Qpposition Division. There remains the
fact that it was the formalities officer who inforned
the parties of the decision of the Opposition D vision.
The Board considers that the procedure would be nore
transparent if at |east the persons authenticating the
m nutes were to issue the conmunication dealing with
the correction since they are the persons who can
confirmwhether or not the mnutes are correct. A
second- hand statenent by a formalities officer could
rai se doubts as to whether the decision was really
taken by the correct persons. Such doubts could not
arise if the correct persons also issued the

conmuni cation. Nevertheless, there is no objective
reason in the present case to doubt that the Opposition
Di vi sion, including the persons who authenticated the
m nutes, did indeed take the decision that was

communi cated by the formalities officer. The Board

t herefore does not see any procedural violation in the
procedure that was used. In the absence of a procedural
viol ation the Board sees no reason to remt the case
for further consideration in this request.

Appel lant | alternatively requests in this respect that
t he Board should itself correct the m nutes of the oral
proceedi ngs, possibly after having heard as w tnesses
the parties which were present at the oral proceedings.
It belongs to the jurisprudence of the Boards of Appeal
as exenplified in T 838/92 and T 231/99 that the

m nutes of the oral proceedings do not formpart of the
deci sion of the Qpposition Division. In the present
case the part of the decision entitled "Facts and

Subm ssions” the Opposition Division contains the
statenment that the mnutes of the oral proceedings form
part of the decision. The Board understands this
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statenment to nean that the statenents nmade in the

m nutes of the oral proceedings formpart of the facts
relating to the decision. As already expl ai ned above
the content of mnutes is the responsibility of the
persons who aut henticated them This neans that the
responsibility for correcting themcan only rest with

t hose persons. Since the responsibility for the m nutes
cannot be transferred fromthe authenticating persons,
the resolution of a dispute concerning what took place
could not lead to a correction of the mnutes by the
Board, but only to a conclusion that the m nutes were
either right or wong regarding the disputed aspects.
In the present case none of the disputed statenents, or
| ack of statenents, in the mnutes affects the outcone
of the appeal so there is no need to consider whether
the mnutes truly reflect what took place in the oral
pr oceedi ngs.

Referral of questions to the Enlarged Board of Appeal

Appel l ant | has proposed referring a nunber of
guestions to the Enlarged Board. The first five
guestions concern the actions to be taken with respect
to a partiality objection to a nmenber of an Opposition
Division. Questions 1 and 3 do not have a bearing on
the present case as the Board has concl uded as

i ndi cated above that the Opposition Division did make
an inplicit decision concerning partiality. Further the
Board has concl uded that the actions of the Opposition
Di vision do not indicate any partiality (point 5.
above). Wth respect to questions 2 and 5 the Enlarged
Board has already indicated views in this matter in its
decision G 5/91 and the present Board has cone to the
conclusion that the actions of the Qpposition Division
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were in line with that decision. An answer to question
4 is not required for the Board to reach a decision in
the present case so that there is no basis for a
referral of this question to the Enlarged Board of
Appeal . Questions 6 and 7 concern the procedure for
correcting the mnutes of the oral proceedings before
the Opposition Division. Jurisprudence in the form of
for instance T 838/92 and T 231/99 already exists. This
Board agrees with those decisions so that there is no
need for these questions to be put to the Enl arged
Board of Appeal

7.2 The Board concludes therefore that it does not need to
refer any of the proposed questions to the Enlarged
Board of Appeal in order to reach its decision

Or der

For these reasons it is decided that:

1. The request for referral of questions to the Enlarged
Board of Appeal is refused.

2. The appeal is dism ssed.
The Regi strar: The Chai r man:
G Nachti gal | A. Burkhart
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