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Summary of Facts and Subm ssi ons

The appel l ant (patent proprietor) |odged an appeal
agai nst the decision of the Qpposition Division
revoki ng European patent No. 0 469 564.

The Opposition Division held that the invention was not
di sclosed in a manner sufficiently clear and conplete
for it to be carried out by a person skilled in the art.

. Oral proceedings were held before the Board of Appeal
on 25 May 2004. On 4 May 2004, respondent |
(opponent 01) had infornmed the Board that he woul d not
take part in the oral proceedings.

L1l The appel | ant requested that the decision under appeal
be set aside and that the case be remtted to the
Qpposition Division for further prosecution on the
basis of clainms 1 to 21 as granted or, as an auxiliary
request, on the basis of clains 1, 10 and 18 presented
during oral proceedings as auxiliary request, and
claims 2 to 9, 11 to 17, and 19 to 21 as granted.

Respondents Il to V (opponents 02 to 05) requested that
t he appeal be di sm ssed. Respondent | did not file any
requests.

| V. Claim 1 according to the main request reads:

"1. A nethod of formng a substantially uniform
separate portion of a packaged adhesi ve conposition
substantially conpletely surrounded by a plastics
packagi ng material, said packaging material being
nel tabl e together with the adhesive conposition and
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bl endabl e into said nolten adhesive conposition, said
adhesi ve being especially a thernoplastic or therno-
setting hot nelt adhesive, said nethod characterized by
the steps of

b) providing said substantially uniform separate
portion of the adhesive conposition;

c) sufficiently solidifying said portion for packaging;
and

d) substantially conpletely surrounding said
sufficiently solidified portion with said plastics
packagi ng material; wherein

- said packaging material has a nelting or softening
poi nt bel ow 120°C,

- said packaging material has a sharp nelting point

rat her than a softening tenperature range;

- said material is a conponent of the adhesive or a
conponent physically and chemically conpatible with the
adhesive in the nelt, so as to cause no physical
phasi ng or separation of the adhesive, such that

- the kind and anobunt of said packaging naterial are
chosen so as not to di sadvantageously affect the
properties of the adhesive conposition when bl ended

into sane."

| ndependent clains 10 and 18 according to the main
request are directed to a nmethod of packagi ng an
adhesi ve conposition and to a packaged adhesi ve
conposition, respectively, and al so conprise the

f eat ures

"- said packaging material has a nmelting or softening
poi nt bel ow 120°C,

- said packaging material has a sharp nelting point
rather than a softening tenperature range".
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I n i ndependent clains 1, 10 and 18 according to the
auxiliary request the alternative "or softening” has
been del et ed.

The appel | ant argued essentially as foll ows:

The patent in suit relates to packagi ng known neltable
adhesives with known plastics filmmaterials. This
packaged adhesive is intended to be nelted together
with the packaging filmin a hot-nelt tool. If a block
of adhesive is packaged wth an inappropriate film
material, the nolten adhesive and the filmw |l not
form a honogeneous conposition, and the nozzles of the
hot-nmelt tool may clog. Thus, the feature of claim1l of
the patent in suit that the packaging material has a
sharp nelting or softening point is not an isol ated
feature. This feature has to be considered in the
context of the other features of the claimand in the
context of the aimof the patent in suit to provide a
packaged adhesi ve which, when nolten, fornms a
honobgeneous conposition. It is therefore clear for a
person skilled in the art that the nelting
characteristic of the packaging material nmust match

t hat of the adhesive. Al adhesives shown in the
exanpl es of the patent in suit have a sharp nelting
point. A person skilled in the art will therefore
select a filmmaterial which has at | east the sane
sharpness of its nelting point as the adhesive.
Oherwise it will not be possible to achieve a
honogeneous nolten mass. DSC is a standard nethod for
nmeasuring the nelting point, and a sharp nelting point
is a generally known feature in the art. Thus, a person
skilled in the art wll not have any difficulty in
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carrying out the invention. He will also know when he
is working in the protected range of claim1. Wen, for
a given adhesive, he selects a packaging material such
that its nmelting point characteristic matches that of

t he adhesive, then he is working within the scope of

claim1.

The two alternatives for the packaging material in
claim1l1 according to the main request that the nelting
poi nt or the softening point of the packaging materi al

is below 120°C are to be considered as bei ng synonynous.
It is doubtful whether a filmmaterial exists which has
a softening point different fromits nmelting point.

The patent in suit according to the main request as
wel | as according to the auxiliary request therefore
neets the requirenents of Article 83 EPC.

Respondent | did not submit any argunents in the appeal
procedure.

Respondents Il to V argued essentially as foll ows:

The expression "a sharp nelting point rather than a
softening tenperature range” in claim1 does not

excl ude the softening tenperature range. It conpares
the sharp nelting point and the softening tenperature
range and indicates a preference for the sharp nelting
point. Page 4, line 22 of the patent in suit supports
this interpretation. This expression does not specify
where between soft and sharp the characteristic of the
melting point lies. Furthernore, the expression "sharp
melting point" is anbiguous. Whether a nelting point is
sharp or not sharp depends on what is being conpared.
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It is not an absolute definition. The DSC net hod does
not allow the shape of the nelting curve to be neasured,
thus it does not allow a sharp or a non-sharp nelting
point to be determ ned. This nethod only allows the
melting tenperature to be determ ned. The DSC net hod

al so does not allow the softening point to be

determ ned. The patent in suit does not specify how the
softening point is to be neasured. However, the

sof teni ng poi nt depends on the nmethod by which it is
nmeasured. Different nethods provide different results.
Thus, since nelting point and softening point are
different things, a person skilled in the art cannot
nmeasure the softening point in accordance with claiml
of the main request and he cannot determ ne the nelting
characteristic. Mdreover, claim9 specifies materials
whi ch do not even have a nelting point.

As the sharpness of the nelting point is a relative
feature, one and the same nelting characteristic may in
one case be sharp and in another case be soft. It
depends on what is being conpared. Thus, a person
skilled in the art cannot know when he is worKking
within the scope of claim1l. Al so honobgeneity cannot be
used as a criterion, because honpbgeneity can be

determ ned only when the packaged adhesive is nolten
but not in a nmethod as defined in claim1, which
relates to the packagi ng of the adhesive.

Thus, neither the subject-matter of claim1 according
to the main request nor the subject-matter of claiml
according to the auxiliary request is disclosed in a
manner sufficiently clear for it to be carried out by a
person skilled in the art. The sane applies to the
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subj ect-matter of independent clains 10 and 18
according to the main and the auxiliary request.

The deletion of the term"or softening” constitutes, as
any deletion of a feature of a claim an extension of
the scope of protection. Thus, claim1l according to the
auxiliary request infringes Article 123(3) EPC. The
sane applies to independent clains 10 and 18 according
to the auxiliary request.

Reasons for the Decision

1623.D

Procedural nmatters

In the oral proceedings the Board raised an objection
against the alternative specified in claim1 that the
softening point is below 120°C for the first tinme. The
auxiliary request, with the alternative "or softening"
being deleted in its independent clains, had therefore,
in keeping with the principle of procedural fairness,
to be admtted. Since the auxiliary request differs
fromthe main request only by the deletion of an
alternative, the respondents were not confronted with a

new or surprising situation.

Mai n request

The expression "a sharp nelting point rather than a
softening tenperature range" is equivalent to an
exclusion of the softening tenperature range in favour
of the sharp nelting point. This expression does not
constitute a conparison of a sharp nmelting point and a
softening tenperature range with a preference for the
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sharp nelting point. It is irrelevant whether the
transl ations of this expression into the other official
| anguages of the EPO reflect a different neaning.
According to Article 70(1) EPC, the text in the

| anguage of the proceedings is the authentic text. Thus,
the feature of claim1 that the packaging material has
a sharp nelting point rather than a softening
tenperature range neans that the packagi ng material has
a sharp nelting point. The reference to the softening
tenperature range i s redundant. The sentence on page 4,
lines 21 to 24, of the patent in suit, which states
that a packaging material which has a softening
tenperature range (and therefore does not have a sharp
nmelting point) is | ess advantageous, is in accordance
with this feature of claim1.

The problem on which the patent in suit is based is to
provi de a packaged adhesive which can be nelted to form
a honogeneous bl end so that, for exanple, clogging of

t he nozzles of a hot-nelt tool can be avoided (cf.

page 2, line 56 to page 3, line 2). Thus, when the
packaging material is nelted together with the adhesive,
it is clear for a person skilled in the art that the
packagi ng material nust have the sanme nelting
characteristic as, or a sharper nelting characteristic
t han, the adhesive. O herwise, it will not be possible
to achi eve a honbgeneous bl end and to avoid cl oggi ng.
For this reason, claim1l specifies that the packagi ng
material has a sharp nelting point. Al though the
expression "sharp nelting point"” does not have an
absolute nmeaning in ternms of a unique nelting
characteristic, in the context of the claimas a whole
and the problemto be solved, it nmeans for a person
skilled in the art that the nelting characteristic of
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t he packaging material nust be at |east as sharp as the
melting characteristic of the adhesive. How these
characteristics, i.e. the tenperature and the sharpness
of the melting point, are determned is irrelevant. A
person skilled in the art knows suitabl e nmethods. For
carrying out the nethod of claim1, it is furthernore
irrel evant whether a dependent claimor the description
speci fi es adhesi ves which do not have a nelting point.
Claim 1 specifies that the packaging material does have
a melting point. If there is inconsistency between two
clainms or between the clains and the description, then
this is a conflict to be considered under

Article 84 EPC which is not a ground of opposition
(Article 100 EPC).

Claim1 conprises two alternatives. One alternative is
a packaging material which has a nelting point bel ow
120°C and the other alternative is a packaging materi al
whi ch has a softening point below 120°C. Melting point
and softening point are not synonynous. A material may
have a softening point which differs fromthe nelting
poi nt such that the softening point is below 120°C, and
the melting point is above 120°C. This also applies for
materials as used for packaging materials for adhesives.
Thus, considering the second alternative, i.e. a
packagi ng material with a softening point bel ow 120°C,
a person skilled in the art will experience
difficulties in carrying out the invention because a
packagi ng material with a softening point below 120°C
may be inappropriate even when its nelting point is
sharp. The patent in suit does not give sufficient

gui dance for finding the appropriate packagi ng materi al
for the second alternative of claiml.



2.4

3.2

1623.D

-9 - T 0045/ 02

The Board concludes therefore that the subject-matter
according to claim1 of the main request is not

di sclosed in a manner sufficiently clear and conplete
for it to be carried out by a person skilled in the art.
Consequently, the patent in suit according to the main
request does not neet the requirenments of

Article 83 EPC

These findings also apply to the subject-matter of
i ndependent clains 10 and 18, which conprise the sane

two alternatives.

Auxi | iary request

Claim1l of the auxiliary request is restricted to the
first alternative of claim1l of the main request, i.e.
to a packaging material which has a nelting point bel ow
120°C. Deletion of an alternative froma cl ai mdoes not
broaden the scope of protection of the claim A claim
conprising alternatives is equivalent to a plurality of
i ndependent cl ai ns, each specifying one of the
alternatives. Deletion of one of the alternatives is
therefore equivalent to the deletion of one of these

i ndependent clains. Thus, clains 1, 10 and 18 of the
auxi liary request neet the requirenents of

Article 123(3) EPC

The packaging material according to claim1 of the
auxiliary request is no |longer characterised by the
tenperature of its softening point; rather, it is
characterised by the tenperature of its nelting point.
As the other feature objected to under Article 83 EPC
by respondents Il to V, viz. that the packagi ng
material has a sharp nelting point rather than a
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softening tenperature range, is also related to the
melting point, a person skilled in the art obtains
sufficient instructions fromthe patent in suit to
carry out the nethod of claim1l (see above under
points 2.1 and 2. 2).

The Board is therefore satisfied that the subject-
matter according to claim1l of the auxiliary request is
di sclosed in a manner sufficiently clear and conplete
for it to be carried out by a person skilled in the art
so that the patent in suit according to the auxiliary
request neets the requirenents of Article 83 EPC

The sane applies to the subject-matter of independent
clainms 10 and 18, which al so conprise the features that
t he packaging material has a nelting point below 120°C
and that the packaging material has a sharp nelting
poi nt .

It follows fromthe above that the auxiliary request
has the effect of renpbving a ground of opposition as
laid down in Article 100 EPC and that, therefore, the
auxi liary request also neets the requirenments of

Rul e 57a EPC.

The deci sion under appeal was based excl usively on the
ground of opposition under Article 100(b) EPC. The

ot her grounds of opposition under Article 100(a) and

(c) EPC were not dealt with in the opposition procedure.
In applying its discretionary power conferred to it

under Article 111(1) EPC, the Board considers it
appropriate to remt the case to the Opposition

Division for further prosecution on the basis of the

auxiliary request.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the Cpposition Division for
further prosecution on the basis of the auxiliary
request of the appellant.

The Regi strar The Chai r man

M Dai nese W Mbser
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