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Cat chwor d

| f binding internedi ate deci sions are announced by an
OQpposition Division at first oral proceedings and further

bi ndi ng i nternedi ate decisions and the final decision are
announced by a differently conposed Opposition Division at
second oral proceedings, then these decisions cannot be
commonly reasoned and jointly signed by all nmenbers of the two
Qpposition Divisions wthout violating fundamental principles
deriving fromArticles 113(1) and 116 EPC (see point 8 of the
"Reasons for the decision").
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Summary of Facts and Subm ssi ons

Eur opean Patent No. 0 294 397, based on European patent
application 87 905 893.1 was filed on 1 Septenber 1987.
The grant of the patent was nentioned in European
Patent Bulletin 95/01 of 4 January 1995.

. Noti ces of opposition were filed by four opponents. Al
t he opponents requested revocation of the patent inits
entirety, arguing mainly that the subject-matter of
claims 1 to 39 | acked novelty or inventive step.
Opponent 01 al so invoked the provisions of
Article 100(b) EPC.

L1l Oral proceedings were held on 26 Cct ober 2000.

| V. The Opposition Division gave a series of forma
intermedi ate decisions in the course of the oral
proceedi ngs. The oral proceedi ngs were adjourned
wi t hout reaching a final decision and w thout any
expl anation being given. No mnutes were witten.

V. Summonses to attend further oral proceedi ngs were sent
to the parties on 21 Decenber 2000. In a conmunication
annexed to the summons and signed by the three
techni cal nenbers who had participated at the ora
proceedi ngs of 26 Cctober 2000 the Opposition Division
stated that the further oral proceedings were the
continuation of those of 26 October 2000.

\Y/ The oral proceedings took place on 26 June 2001.
VII. The common m nutes of the two oral proceedings indicate

that the Opposition Division was conposed during each
of the hearings of 26 Cctober 2000 and 26 June 2001 of
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three technical nmenbers, the chairman and first

exam ner remai ning the sane and there being two

di fferent second examners. In the mnutes it was al so
i ndi cated that the oral proceedings were adjourned on
26 Cct ober 2000 and resuned on 26 June 2001, that the
m nutes were taken by one of the second nenbers of the
di vi sion on 26 Cctober 2000 and by the other one on

26 June 2001 and that the comron m nutes were signed by
bot h second exami ners.

The deci si on under appeal (EPC Form 2339) was signed on
19 Cctober 2001 by the three technical nenbers of the
changed opposition division and the fornmer second
menber who had participated in the first ora

proceedi ngs. The Qpposition Division decided "to

mai ntain the Patent in amended formon the basis of the
second auxiliary request of main request (1V),

Article 102(3) EPC

The reasons for the decision were dispatched to the
parties on 16 Novenber 2001 in a package conprising the
fol |l ow ng docunents:

- EPO form 2327 as first page bearing the printed
nanes of the three nmenbers of the changed
Qpposition Division. The nane of the second
techni cal nenber who participated in the ora
proceedi ngs on 26 Cctober 2000 did not appear.

- 37 pages of reasons,

- the text of Articles 106 to 108 EPC ( EPO
Form 2019),

- docunents relating to the anended text (EPO
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Form 2339. 4),

- the m nutes of the oral proceedings.

Whet her a copy of EPO Form 2339 WP (Sheet 1) i.e. the
first page of the decision bearing the original
signatures of four technical nenbers, was also sent to
the parties, cannot be seen fromthe file.

OQpponent 01 in a letter dated 30 Novenber 2001 wit hdrew
hi s opposition.

The Patentee and Cpponent 04 both | odged appeals in due
time on 16 and 7 January 2002 respectively and paid the
correspondi ng appeal fees.

They devel oped, also in due tine, in their subm ssions
dated 19 February and 14 March 2002 respectively their
argunments concerning patentability w thout any conment
on the fact that four technical nenbers were invol ved
in taking and signing the decision.

The Board, in a conmunication dated 12 April 2002,
invited the parties to coment on this apparent
defi ci ency.

The first Appellant (Patentee) responded that a
substanti al procedural violation had taken place and
requested that the case should be remtted to the first
i nstance for reconsideration before a newy constituted
Qpposition Division and that the case could be decided
in witing.

The second Appel |l ant (Opponent 04) and Opponents 02 and
03 stated that the appeal proceedings could continue in
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witing.

Reasons for the Decision
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The appeals conmply with Articles 106 to 108 and Rules 1
and 64 EPC and are thus adm ssi bl e.

If in proceedings before the EPO it appears that a
serious breach of a fundanental principle contained in
t he EPC has occurred the Boards are duty bound to react
of their own notion and to take all necessary neasures
to remedy the breach, especially when it constitutes a
substantial procedural violation.

It is undisputed that the second technical exam ner who
participated as mnute witer in the oral proceedings
on 26 June 2001 had not been a nenber of the Opposition
Di vision on 26 October 2000.

It is also undisputed that the inpugned decision (EPO
Form 2339 WP (Sheet 1)) was signed by four technical
menbers including two different second exam ners.

It appears fromthe conmmon m nutes and fromthe "Facts
and subm ssions" section of the inpugned decision that
at the oral proceedings of 26 Cctober 2000 the

OQpposi tion Division, conposed of three techni cal
menbers, took intermedi ate deci sions which were binding
on the further Opposition D vision.

After "resunption"” of the oral proceedings on 26 June
2001, further internedi ate decisions and a fi nal
appeal abl e deci sion were taken and announced on 26 June
2001 by the Opposition Division conposed of three
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techni cal nenbers, the second exam ner having been
changed.

The Board notes that on no occasion was the Opposition
Di vi sion conposed of nore than three technical nenbers.
Thus Article 19(2) EPC has been conplied with in the
course of proceedings.

However, difficulties exist with respect to the m nutes
and the reasons for the inpugned decision sent
af t erwar ds.

The m nutes should reflect precisely what happens
during oral proceedings. But in this case the m nutes,
signed by the chairman and both second exam ners, give
the Board no absolute certainty about the course of the
proceedi ngs. The contributions of the two second
techni cal nenbers remain unclear. The imediate witing
of the mnutes after an oral proceedi ngs serves to
guarantee the parties an accurate record of the

pr oceedi ngs.

Thi s cannot happen when the mnutes are, as in this
case, witten nore than one year after the first
heari ng!

It is also desirable that an internedi ate deci sion
t aken during oral proceedings be notified in witing to
the parties as soon as possible.

As regards the reasoned decision signed by four
menbers, in the Board' s view the foll ow ng probl ens

ari se.

Pursuant to Rule 68(2) EPC, decisions of the European
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Patent O fice which are open to appeal shall be
reasoned. Moreover, any decision of the European Patent
Ofice is to be signed by and to state the nane of the
enpl oyee responsible (Rule 70(1) EPC). Decisions in
opposition proceedings fall within the responsibility
of the Opposition Division (Articles 19(1) and 102

EPC) .

In the present case, binding decisions were not taken
by "the" Qpposition Division, but by two differently
conposed QOpposition Divisions, each Division being
responsi ble for its decisions announced during separate
oral proceedings. Since it follows fromthe above
fundanmental requirenents that decisions taken by

di fferent deciding bodies cannot normally be comonly
reasoned and jointly signed, it would have been
necessary for each Qpposition Division to give the
reasons for, and to sign, its respective decision only.

The i mpugned decision is thus already flawed for these
formal reasons.

But above all, there are deficiencies as to the degree
of participation of each second examner in the witing
of the reasons for the final decision.

Article 113(1) EPC requires that decisions of the

Eur opean Patent O fice may only be based on grounds or
evi dence on which the parties concerned have had an
opportunity to present their comments. |In accordance
with the established case | aw of the boards of appeal
(see the decisions cited in "Case Law of the Boards of
Appeal of the European Patent O fice, 4th edition
2001", page 376 ff), this requirenent inplies that when
oral proceedings pursuant to Article 116 EPC are held
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wi t hi n opposition proceedi ngs, such oral proceedi ngs
shoul d ensure that the subsequent decision is based on
grounds or evidence on which the parties have had a
proper opportunity to present their comrents. In order
to be legally valid, any decision announced orally mnust
be witten on behalf of and represent the views of the
menbers who were appointed to the particular Opposition
Di vi sion responsi ble for that oral decision, and nust
bear signatures which indicate this. Hence, if even one
menber of the Opposition Division has been repl aced
after oral proceedi ngs where a decision was given
orally, there is no | onger any guarantee that the
reasoned deci sion signed subsequently accurately
reflects the point of view of all three nenbers who
took part in the oral proceedings. In such a case, it
could well be that the reasons are influenced by the
views of the new nenber which were neither forned on

t he occasion of the oral proceedi ngs, nor comruni cated
to the parties on this occasion.

In the present case, the various decisions announced
orally by two differently conposed Qpposition Divisions
at separate oral proceedings are commonly reasoned in
the "Grounds for the Decision". The decision constantly
refers to "the" Opposition Division and does not

di stingui sh between internedi ate decisions given orally
by the first Qpposition Division at the first oral
proceedi ngs and i nternedi ate deci sions and the final
decision given orally by the second Qpposition D vision
at the second oral proceedi ngs. Consequently, the views
and contributions of the second exam ners, each
participating in only one of those oral proceedings,
respectively, have indistinguishably entered into the
whol e deci sion and have influenced it in an undefined
way, possibly also with respect to those parts of the
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reasons relating to decisions announced at the
correspondi ng oral proceedi ngs where the respective
second exam ner was absent.

The Board considers this irregularity to not conply
with the principles deriving fromArticles 113(1) and
116 EPC and thus to be a fundanmental deficiency
justifying remttal of the case to the departnent of
first instance pursuant to Article 10 of the Rul es of
Procedure of the Boards of Appeal.

In the Board's view, if the first instance feels it
necessary to orally announce binding internedi ate

deci sions, the correct procedure under the present
circunstances woul d have been to issue an internediate
witten decision (not allow ng separate appeal pursuant
to Article 106(3) EPC) dealing with the issues decided
at the first oral proceedings followed by a final
decision dealing wth the remaining issues, each

deci sion being properly signed by only the three

exam ners concerned. In view of this it mght be argued
that splitting up the present decision accordingly
woul d be sufficient. However, the Board holds that in
the circunstances of the present case where the
reasoned deci sion was di spatched al nost one year after
the first oral proceedings not even the exam ners

i nvol ved may know with certainty what was argued at the
separate hearings, and thus any such respective
deci si ons cannot be expected to neet the requirenents
of Rules 68(1) and (2) EPC. Hence, re-exam nation of
the case before a properly constituted Opposition
Division is necessary.

Despite the present irregularity, the Board does not
see a need to exclude any of the nmenbers of the
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Qpposition Division inits first or second conposition,
as in effect requested by the Patent Proprietor, since
t he opposition procedure was apparently otherw se
wi t hout deficiencies and there is no suspicion of
partiality. In view of the |l ength of these proceedi ngs
t he case shoul d however be treated with priority.

10. For reasons of equity the substantial procedural

violation justifies the rei nbursenent of the appeal
fees (Rule 67 EPC).

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the Cpposition Division for
further prosecution.

3. Bot h appeal fees are to be reinbursed.
The Regi strar: The Chai r man:
M Ki ehl S. Steinbrener
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