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Summary of Facts and Subm ssi ons

0482.D

Mention of the grant of European patent No. 0 770 098
in respect of European patent application

No. 95 925 596.9 (International application nunber:

PCT/ US95/ 08623; International publication nunber:

WO 96/ 01854) in the nane of EXXON CHEM CAL PATENTS | NC
(now EXXON MOBI L CHEM CAL PATENTS INC.), which had been
filed on 11 July 1995 claimng a US priority of 11 July
1994, was announced on 11 Novenber 1998 on the basis of
18 cl ains, independent Clains 1, 11,14 and 15 reading
as foll ows:

"1l. An oil soluble imdised additive conprising the
reaction product of a functionalised hydrocarbon and a
heavy pol yam ne, wherein said heavy pol yam ne has an
average of at |east 7 nitrogens per nolecule and an
equi val ent wei ght of 120-160 grans per equival ent of
primary am ne."

"11. A process for producing an imdised additive
conprising the steps of

a) functionalizing by hal ogenating, ene reacting, or
free radical grafting a backbone selected fromthe
group consi sting of hydrocarbon, polyner, and

pol ybutene with a carboxylic acid or anhydri de agent;
and

b) then reacting said backbone with a heavy pol yam ne,
wherei n said heavy pol yam ne has an average of at | east
7 nitrogens per nol ecule and an equival ent wei ght of
120- 160 grans per equivalent of primary amne."

"14. The use of the additive of claiml1l in a fuel or

| ubri cant.
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15. An ol eagi nous conposition conprising the additive
of claim 1.

The remai nder of the clains was dependent (irrespective
of their sonetines differently worded appendence):
Clains 2 to 10 and 17 on aim1l, Cains 12 and 13 on
Caim1ll, Caim11l6 on daim15, and Caim 18 on

Claim 14.

Notice of Qpposition requesting revocation of the
patent in its entirety on the grounds of Article 100(a)
and (c) EPC was filed by The Lubrizol Corporation on
10 August 1999.

The opposition was inter alia based on docunents

D1: US-A-3 259 578,

D2: US-A-4 234 435, and

D3: US-A-5 053 152.

By its decision announced orally on 12 Septenber 2001
and issued in witing on 6 Novenber 2001, the
Opposition Division revoked the patent.

That conclusion was drawn with regard to the Patentee's
request to nmaintain the patent on the basis of Cains 1
to 17 of the patent as granted (but w thout granted
Claim18) (main request) or on the basis of alternative
sets of amended clains of a first, second or third

auxiliary request.
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Claim1l1l of the first auxiliary request (*Set A"+,
Clains 1 to 17) differed fromits granted version
by insertion of the passage "is a m xture of

pol yal kyl ene am nes and" between "..., wherein
sai d heavy polyam ne" and "... has an average of
at least 7 nitrogens per nolecule ...".

Claim 1 of the second auxiliary request (*Set B"'H+,
Clains 1 to 16) differed fromits granted version
by addition to the characterisation of the

pol yam ne of the feature "and conprises |ess than
1 wt.% pentam nes and | ower pol yam nes and | ess
than 25 wt. % hexam nes. "

Claim1 of the third auxiliary request (*Set B"t,
Clains 1 to 16) conbined the anendnents introduced
into Cains 1 of the first and second auxiliary
requests.

The decision furthernore referred to a *Set A + and
a *Set B + of clains.

- Claim1l1l of *Set A+ differed fromits granted
version by insertion of the passage "is a
m xture of higher oligoners of polyal kyl ene
am nes and" between "..., wherein said heavy
pol yam ne" and "... has an average of at
| east 7 nitrogens per nolecule ...".
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Claim1l1l of *Set B+, over and above the afore-
menti oned anendnment in *Set A+ conprised the
addi ti onal pol yam ne characterisation inserted
into Caiml of the second auxiliary request
(*Set B"'+4).

deci si on hel d:

That the subject-matter of Clainms 1 and 11 of the
mai n request was anticipated by the disclosures of
D1 and D2 because the only possible difference
fromthe oil additives of these docunents, i.e.
their use of Polyam ne N-400, was within the
definition "heavy polyanm ne" of Claim1 of the
mai n request and did not therefore provide a

di stingui shing feature;

that the first and third auxiliary requests
contravened Article 123(2) EPC because of the
suppression in the inserted feature "is a mxture
of pol yal kyl ene am nes"” of the term "higher

ol i gonmers" which was contained in the supporting
statenent of the original disclosure "a m xture of
hi gher oligoners of polyal kyl ene am nes";

that the subject-matter of Clains 1 and 10 of the
second auxiliary request was anticipated by the
di scl osures of Dl and D2 because the definitions
of the Pol yam ne N-400 in these docunents

conpri sed heavy polyam nes having 0 wt. %
pent am nes and | ower polyamnes and 0 wt.%

hexam nes and were therefore within the pol yam ne
definition of Caiml of this request;
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(d) that the Clainms 18 of the granted patent and of
*Set A'+ as well as Caim17 of *Set B + contravened
the requirement of Article 123(2) EPC and, as far
as Sets *A'+ and *B'+ were concerned, also that of
Article 123(3) EPC, and

(e) that the independent clains of *Set A + and *Set B+
furthernore did not conply with the requirenent of
clarity according to Article 84 EPC

(f) The decision did not comment on the rel evance of
docunent D3 and did not consider the reworking
experinments contained in the Qoponent's subm ssion
dated 30 August 2001, i.e. less than two weeks
before the first instance oral proceedi ngs on
12 Septenber 2001 (paragraphs 15 and 16 of the
Facts and Subm ssions).

On 8 January 2002 the Patentee (Appellant) |odged an
appeal against the decision of the Qpposition Division
and paid the appeal fee on the sane day. The Statenent
of Grounds of Appeal was filed on 13 March 2002.

Therein the Appellant presented argunments in respect of
a main request and five auxiliary requests conprising
the foll ow ng sets of clains:

main request: Clains 1 to 17 of the patent as granted,

first auxiliary request: Clains 1 to 17 filed as *Set
A"+ on 12 Septenber 2001,
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second auxiliary request: Clains 1 to 17 of the set of
clainms filed as *Set A '+ with the subm ssion dated
28 August 2001,

third auxiliary request: Clains 1 to 16 of the set of
clains filed as *Set B"'+ on 12 Septenber 2001,

fourth auxiliary request: Clains 1 to 16 of the set of
clainms filed as *Set B"+ on 12 Septenber 2001,

fifth auxiliary request: Clains 1 to 16 of the set of
clains filed as *Set B'+ with the subm ssi on dated
28 August 2001.

The argunents of the Appellant/Patentee presented in
the Statenment of G ounds of Appeal and at the ora
proceedi ngs held on 17 Decenber 2003 may be summari sed
as foll ows:

(a) The subject-matter of the main request was novel
over D1 and D2 because

(1) the statenment in CGaim2l of the main request:
"heavy pol yam ne has an average of at |east
7 nitrogens per nolecule ..." related to a
m xture of polyam nes, as was clear fromthe
use of the word "average" and fromthe first
par agr aph of the description setting out:
<"Heavy polyam ne" as referred to herein
i ncl udes m xtures of higher oligoners of
pol yal kylene ... amnes ...> because the
word "includes" therein nust be read to nean
"is defined as",
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wher eas

(iit) the nost relevant information in D1
(colum 2, line 58 to colum 3, line 5;
colum 3, lines 17 to 40) and D2 (col um 25,
lines 24 to 40) concerned the preparation of
| ubri cant additive conpositions derived from
"Pol yam ne N-400" which was a pure pol yam ne
conmpound, as nust be concl uded

- fromthe disclosure in these docunents
of "n=1" as the nunber of repeating
units "n" of the structural formula of
t he general polyam ne structure there
di scl osed, and

- fromthe reaction schene in D1 for the
preparation of such pol yam nes according
to which the formati on of a product
m xture was prevented by the use of
protective groups for the primry am no
groups of the starting diethylene

triam ne

Even if, arguably, it was held that Caim1l of the
mai n request was not restricted to m xtures of

pol yal kyl ene ami nes (and was therefore antici pated
by the disclosures of D1 and D2 if the reference
therein to "Polyam ne N-400" was found to relate
to a pure conpound) Claim1l of the first auxiliary
request (Set A") was clearly novel over these
docunents because it explicitly stated that the
term "heavy polyamne" related to a m xture of

pol yam nes.
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Claim1l of the first auxiliary request was also in
line with Article 123(2) EPC because the anendnent:
"is a mxture of polyal kyl ene am nes" was properly
supported by the passage on page 1, lines 10 to 14
of the original application: "mxtures of higher
oligonmers of ... polyalkylene ... amnes"; the
suppression of the words "higher oligoners” did
not |lead to an extension beyond the original

di scl osure because the ensuing closer definition
of the nature of the pol yal kyl ene am nes made

t hese words redundant.

Furthernore Article 123(2) EPC did not require

t hat the afore-nentioned anendnent shoul d be
acconpani ed by further features which were

di sclosed in conbination therewith in the rel evant
counterpart statenment on page 2, lines 6 to 9 of

t he patent specification because these further
features had only optional character:

(1) the reference in this counterpart to "am nes
containing e.g., essentially no
tetraet hyl ene pentam ne, small amounts of
pent aet hyl enehexam ne" related to a
preferred enbodi nent;

(ii) the same conclusion applied to the reference
in that statement to "2 or nore primary
am nes per nol ecul e" because it was evident

fromthe passage on page 3, lines 27 to 28
of the specification "... but preferably
pol yam ne oligonmers ... and with 2 or nore
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primary am nes per nolecule" that this
feature was part of a preferred enbodi nent;

(iii) simlarly it resulted fromthe qualification
"usual ly" in the statenment on page 3,
lines 45 to 48 of the specification that the
reference in that statenent to "nore
branchi ng than conventional pol yanm ne
m xtures"” did not relate to an essenti al
feature of the clained invention.

Claim1l of the second auxiliary request was novel
over D1 and D2 for the reasons set out in

subpar agraph (b) above and net the requirenments of
Article 123(2) EPC for the reasons set out in
subpar agraph (d) above.

This claimalso complied with Article 84 EPC
because the nmeaning of the words "higher

ol igonmers” in the amendnent "is a m xture of

hi gher ol igonmers of polyal kyl ene am nes" was
expl ai ned by the ensuing features characterising
t he nunber of nitrogens and the equival ent wei ght
per primary am ne equival ent of the polyam ne.

The Appellant's witten subm ssions al so contai ned
argunents in favour of the conpliance of the
further auxiliary requests 3 (Set B"'), 4 (Set B")
and 5 (Set B) with the requirements of Article 54,
84 and Article 123(2) EPC.

The Appel |l ant objected to considering in the oral
proceedi ngs before the Board docunment D3, and in
particular the related evidence contained in the
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Qpponent's letter of 30 August 2001 because D3 was
not relied upon in the decision under appeal and
because the Respondent’'s request to consider D3 as
well as the letter of 30 August 2001 had only been
submtted by the Respondent with its letter of

17 Novenber 2003, i.e. about one nonth before the
oral proceedings.

The argunents of the Respondent/ Qpponent submitted in
its letters dated 4 Decenber 2002 and 17 Novenber 2003
as well as at the oral proceedings may be summari sed as
fol | ows:

D1 and D2 were novelty destroying for the subject-
matter of the main request because

(1) the structural formula of the "Pol yam ne N

400" in D1 (colum 2, line 58 to colum 3,
line 5; colum 3, lines 17 to 40) and D2
(colum 25, lines 24 to 40) was an enpirica

formul a describing the average conposition
of a pol ycondensation or pol ynerisation
product (from ethanol am ne/ ammoni a; al kyl ene
chl ori de/ amoni a or ethylene imne: D1
colum 3, lines 6 to 9; D2 colum 27,

lines 17 to 23). Thus despite the
information in D1 and D2 that for "Polyam ne
N- 400" the nunber of repeating units "n" in
the formula was "1", this commercial product,
whi ch was no | onger avail abl e, nust have
conprised a m xture of polyam nes; and

(iit) evenif, arguably, it was held that -
contrary to the above deliberations - the
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reference in DL and D2 to the "Pol yam ne N-
400" should be held to relate to a pure
conmpound whose structure corresponded to the
structural formula having "n=1" repeating
units as literally set out in these
docunents, this disclosure of D1 and D2
anticipated the subject-matter of Caim1l of
the main request; this conclusion follow ng
fromthe fact that the characterisation of
the "heavy polyamne” in Caim1 as having
"an average of at |east 7 nitrogens per

nol ecul e and an equi val ent wei ght of 120-160
grans per equivalent of primary am ne"
conprised, on its plain reading, a polyamne
constituted by identical nolecules, each
havi ng the sanme structure and the sane
nunber of nitrogens;

this interpretation was in agreement with

the statenent on page 2, lines 6 to 9 of the
pat ent specification: <"Heavy pol yam ne" as
referred to herein includes a m xture of

pol yal kylene ... amnes ...> (enphasis added)
whi ch showed that the neaning of the term
"heavy pol yam ne" was not restricted to

m xtures of pol yam nes.

(b) daim1l of the first auxiliary request (Set A")
contravened Article 123(2) EPC because:

(i)

t he suppression of the words "hi gher

ol i goners” in the passage of the original
application (page 1, lines 10 to 14):

"m xtures of higher oligoners of
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pol yal kyl ene ... am nes" which led to the
amendnment in said Claim1: "is a mxture of
pol yal kyl ene am nes" went beyond the
original disclosure. The suppressed words,
t hough uncl ear, excl uded bi nodal m xtures
conprising a preponderant anpount of

pol yal kyl ene (pol y)am nes having very few
repeating units and a small anmount of

(pol y)am nes having very many repeating
units, which could not be regarded as
oligonmers, even if they nmet the conditions
of Caiml, i.e. had an average of at | east
7 nitrogens and an equival ent wei ght of 120-
160 grans per equivalent of primary am ne;
and

because the anmendnent "is a m xture of

pol yal kyl ene am nes"” failed to conprise
further features disclosed in conbination
with this feature on page 2, lines 6 to 9 of
t he patent specification i.e. the features
that the heavy pol yam ne conprised at nost
smal | amounts of pentaethyl enehexam ne, 2 or
nore primary am nes per nolecule as well as
nor e branching than conventional polyam ne

m Xt ur es.

Claim1l1l of the second auxiliary request (Set A)

contravened the requirenents of Article 84 EPC

because the words "higher oligoners” conprised by

t he amendnment "m xtures of higher oligoners of

pol yal kyl ene am nes" was unclear in that both

wor ds,

"hi gher" and "oligoners", |acked precision;

"hi gher” was an undefined conparative term and
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"ol igonmers” had no generally accepted neaning in
the art.

(d) Furthernmore Claim1l of the second auxiliary
request contravened Article 123(2) EPC for the
reasons set out in subsection (b)(ii) above.

(e) The subject-matter of aim1l of the second
auxiliary request furthernore | acked novelty over
t he di sclosures of D1 and D2 which conprised the
use of m xtures of polyam nes as well as over the
di scl osure of docunent D3. In the subm ssion dated
17 Novenber 2003 the Respondent in this respect
referred to its opposition statenent and to the
subm ssi on dated 30 August 2001 and asked that, in
the interests of the avoidance of a further
protraction of the opposition proceedi ngs, these
shoul d be considered at the oral proceedings
before the Board.

(f) The witten subm ssions of the Respondent also
cont ai ned argunents contendi ng the conpliance of
the further auxiliary requests 3 (Set A'"'), 4 (Set
B") and 5 (Set B') with the requirenents of
Article 54, 84 and Article 123(2) EPC.

The Appel |l ant requested that the decision under appeal
be set aside and that the case be remtted to the
Qpposition Division for further prosecution on the
basis of the main request or any of the five auxiliary
requests, all submtted with the Statenent of G ounds

of Appeal .

The Respondent requested that the appeal be dism ssed.
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Reasons for the Deci sion

1. The appeal is adm ssible.

Mai n request

2. Construction of CCaiml

It is apparent fromthe wording of this claimthat the
nmeani ng of the feature "heavy pol yam ne" which
conprises the relative term"heavy" is restricted to

t he ensuing characterisation "has an average of at

| east 7 nitrogens per nolecule and an equi val ent wei ght
of 120-160 grans per equivalent of primary am ne."

2.1 In the Board's judgnent, the word "average" in this
definition, despite of its indispensability only in
relation to m xtures of polyam nes of different
nitrogen content but averaging at |east 7 nitrogen
atons, covers pol yam ne conpositions constituted by
pol yam ne nol ecul es having identical nitrogen content;
al so such conpositions have an average nitrogen content.

2.2 There is therefore no need to rely on statenents in the
patent specification, as argued by the Appellant, in
order to construe a different neaning.

2.3 But even if, followi ng the Appellant's respective
suggestion, this was done, the only relevant disclosure
in the specification (page 2, lines 5 to 9; page 3,
l[ines 19 to 22) would not require a different
interpretation, since the word "includes" in the

0482.D
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sentence <"Heavy polyam ne" as referred to herein
includes a mxture ... of polyalkylene ... amnes ...>
inits ordinary neani ng does not restrict the
significance of the term "heavy pol yam ne" to m xtures.
There is nothing in the specification justifying a
departure fromthe ordi nary meaning of the word

"i ncl ude".

Novel ty over D1 and D2

Docunent D1

Claim1l of this docunent relates to an inproved m neral
| ubricating oil conposition conprising a nmajor
proportion of the oil and about 0.1 to 5% by wei ght
based on the conposition of a conpound sel ected from
the group inter alia conprising an acyl ated branched
pol yal kyl enepol yam ne containing at |east three primary
am no groups and at | east one tertiary am no group and
havi ng the fornul a

(5t )

NHr—| R—N ~+RE _ RNH:
[iH],
|

v, NH: v

wherein R is an al kyl ene group having at |east two
carbon atons, x is an integer of 4 to 24, y is an
integer of 1 to 6, and z is an integer of 0 to 6,
formed by reacting said pol yal kyl enepol yam ne with a
conmpound sel ected fromthe group consisting of (i) a
carboxylic acid having 7-39 carbon atons and (ii) a
precursor of said carboxylic acid capable of formng
said acid in said reaction
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According to colum 2, line 58 to colum 3, line 5 one
of the preferred pol yal kyl enepol yam nes i s the conpound
"Pol yam ne N-400" having the fornul a

I H Y
NH CHyCH:N }—CHyCHr—N— GH:GH-;N)-- wH
& 1
11Ty

NH; s (n=1-3).

wherein n=1.

According to this fornmula "Pol yam ne N-400" has 10
nitrogen atons, three primary am no groups and a
nol ecul ar wei ght of 404.

A reaction scheme for the preparation of a branched
pol yam ne (different from "Pol yam ne N-400") which

i nvol ves the internediate renoval of reactivity from
the primary am no groups of the starting diethylene
triamne by their endcapping with carboxylic acid is
set out in colum 3, lines 17 to 40.

According to Table I (columm 9) "Pol yam ne N 400" is
reacted/ acyl ated with al kenyl (GCy/ Csg) succinic

aci d/ anhydri de (see Exanples 9-A;, 9-A;, 9-A;, 10-A;, 10-
Ao, 10-As).

Docunment D2

Claim1l1l of this docunent relates to a lubricating
conposition conprising a major anmount of oil and a
m nor anount of one or nore carboxylic derivative

conpositions produced by reacting at |east one
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substituted succinic acylating agent with a reactant
selected fromthe group inter alia conprising am nes
(a) having at |east one H N< group, wherein the
substituent groups of said substituted succinic
acyl ating agents are derived from a pol yal kene.

Pol yami nes are a preferred class of am nes (a) and
anong these pol yam nes of the formul a

NHr—:(C HICI—IEHN}s-—CHg CHz—N*{CHzCHzﬂf'Uz-—H
éHz |
o
LHz n
B (n = 1-3). i

are particularly exenplified. Conpounds of this formula
with n=1 are identified as "Pol yam ne N-400"
(colum 25, lines 10 to 40).

In Table 1 (colums 47/48) sone of the am ne reactants
used for reaction with succinic acylating agent are
characterised as "commrercial mxtures of ethylene

pol yam nes" (see footnotes a, c, d, e).

D1 and D2 are equally relevant to the present issue of
novelty. Both disclose imdised additives for

| ubricants which are reaction products of acyl ated

hydr ocar bons and pol yam nes, including a conpound
"manuf actured and sol d as Pol yam ne N-400". The only
information in both docunments directly relating to the
nature of this polyamne is the reference to the afore-
cited general fornmula and the statenment: "Polyam ne

N- 400 has the above fornmula wherein n=1". (Dl colum 2,
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line 58 to colum 3, line 5; D2 colum 25, lines 24 to
40) .

In the Board's judgnent, in the absence of any further
directly relevant information concerning the nature of
"Pol yam ne N-400" the afore-nmentioned disclosure can
only be interpreted to relate to a pol yam ne conpound
having precisely the structure it is said to have in D1
and D2, i.e. the structure

HN- ( CHCHzNH) 5- CHCHN( CHCHoNH,) - CHCHoNH- CH CHaNH,.

Thi s conmpound conprises 10 nitrogens and has an
equi val ent wei ght of about 135 grans per equival ent of
primary am ne.

Support for this conclusion can be found in the

di scl osure of a nethod in D1 for the preparation of
pure pol yam nes which expressly and intentionally
avoi ds the formation of polyam ne m xtures (colum 3,
lines 17 to 40; cf. section 3.1 above), as well as in
the statement in D2 (colum 27, lines 9 to 28)
referring on the one hand to the preparation "of the
somewhat conpl ex m xtures of al kyl ene pol yam nes" but
al so setting out: "On the other hand, quite
satisfactory products can al so be obtained by the use
of pure al kyl ene pol yam nes" (enphases added).

This conclusion is not invalidated by the fact that

"Pol yam ne N-400" is described in D1 and D2 as a
commerci al product ("manufactured and sold"), nor by
the reference in D2, Table |I (colums 47, 48) to a few
pol yam ne reactants as "a conmercial m xture of

et hyl ene pol yam nes”; neither of these facts anounts to
t he proof of a direct and unanbi guous discl osure, as
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required to establish a novelty destroying disclosure,
of "Polyam ne N-400" as being a m xture of pol yam ne
conmpounds havi ng an average "n=1" of repeating units
according to the formula set out in these docunents

i nstead of being a pure conmpound having a single

"repeating” unit.

By relying on the afore-nentioned purely specul ative

al l egation of the disclosure in D1 and D2 of "Pol yam ne
N-400" in the formof an enpirical structural fornmula
whose nunber of repeating units was indicated as an
average only of a m xture of polyam nes having
different repeating unit nunbers), the
Respondent / Opponent did not properly discharge its
burden of proof. This conclusion is not affected by the
stated commerci al unavailability of "Polyam ne N 400"
whi ch prohibited experinmental verification of its

constitution.

The subject-matter of Caim1 of the main request is,
thus, in view of its construction arrived at by the
Board (section 2 above) anticipated by the disclosures
of D1 and D2. The main request is therefore not

al | owabl e.

First auxiliary request

0482.D

Article 123(2) EPC

The amendnment in Caim1l of this request "said heavy
polyam ne is a m xture of polyal kyl ene am nes" is
derived fromthe passage on page 2, lines 6 to 9 of the
patent specification (page 1, lines 10 to 14 of the
original application) <"Heavy polyamne" as referred to
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herein includes m xtures of higher oligoners of
pol yal kylene ... amnes ...>.

By deleting fromthis passage the words "higher

ol igonmers"” its nmeaning is extended because the
reference to such "oligonmers” excludes the presence of
"non-oligoners”, i.e. polyal kyl ene pol yam nes having a
hi gh degree of polynerisation; the anmended definition
"sai d heavy polyamne is a m xture of polyal kyl ene

am nes" however conprises m xtures containing smnal
guantities of such polyal kyl ene am nes of high

pol yneri sation degree in conbination with | arge anounts
of pol yal kyl ene am nes having a snmall nunber of
repeating units (eg 3 or 4) which m xtures neverthel ess
may nmeet the requirenents of Claiml that they have an
average of at |east 7 nitrogens per nolecule and an
equi val ent wei ght of 120-160 grans per equival ent of
primary am ne.

The subject-matter of Caim1 of the first auxiliary
request thus contravenes the provisions of

Article 123(2) EPC and this request is therefore not
al | owabl e.

Second auxiliary request

0482.D

Article 84 EPC

Claim1 of this request conplies with the requirenent
of this article because the anended passage "..
wherein said heavy polyamine is a m xture of higher

ol i goners of polyal kylene amnes ..." and particularly
the words "higher oligoners” therein is clear.
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Not wi t hst andi ng that the words "higher" and "oligoners”
do not by thensel ves have a precise significance, the
meani ng of the term "higher oligonmers” is sufficiently
el uci dated by the ensuing characterisation: "and has an
average of at |east 7 nitrogens per nolecule and an
equi val ent wei ght of 120-160 grans per equival ent of
primary am ne". Furthernore, the skilled person is
aware fromits comon general know edge that oligoners,
as opposed to polyners, conprise relatively | ow nunbers
of repeating units (eg with a maxi num around 10) and is
therefore in no doubt about the practical significance
of this term especially if account is taken of the

di sclosure in the patent specification, particularly on
page 3, lines 27 to 52.

The subject-matter of Caim1 of the second auxiliary
request therefore satisfies the requirenents of
Article 84 EPC.

Article 123(2) EPC

Caimlis also in agreement with the requirenment of
this article because there is no need for the inserted
passage "... wherein said heavy polyamne is a mxture
of higher oligoners of polyal kylene amines ..." to be
suppl emented by further features disclosed in
conbination therewith as allegedly essential features
of the claimed invention.

Al features in the statenent on page 2, lines 4 to 9
of the patent specification (page 1, lines 10 to 14 of
the original application):
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<"Heavy pol yam ne" as referred to herein includes

m xtures of higher oligonmers of polyal kyl ene, e.g.

pol yet hyl ene, am nes containing, e.g., essentially no
tetraet hyl ene pentam ne, small anounts of

pent aet hyl enehexam ne but primarily oligonmers with 7 or
nore nitrogens, 2 or nore primary am nes per nol ecul e
and nore branching than conventional pol yam ne

m Xt ur es>

whi ch go beyond those introduced into Claim1 of the
second auxiliary request are optional. This results

fromthe foll ow ng considerations.

The optional character of the passage "e.g.

pol yet hyl ene, ami nes containing, e.g., essentially no
tetraet hyl ene pentam ne, small anounts of

pent aet hyl enehexam ne" is evident fromthe explicit
exenpl ary character of these features; fromthe fact
that this exenplification specifically relates to

pol yet hyl ene polyam nes it can be concluded that the
exenpl ary discl osure extends up to but does not include
the last part of the sentence beginning with "but
primarily oligonmers ...".

In view of the disclosure on page 3, lines 27 to 28
"The heavy polyam ne ... contains nore than seven
ni trogens per nol ecul e, but preferably polyam ne

oligoners ... and with 2 or nore prinmary anm nes per

nol ecul " (enphasis added) the reference in the
statenent cited in paragraph 6.1 above to "2 or nore
primary am nes per nol ecul e" nust also be considered to
relate to a preferred enbodi nent.
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The sane concl usion applies to the reference in said
statenment to "and nore branching than conventi onal

pol yam ne m xtures" because it results fromthe
contents of the paragraph on page 3, lines 45 to 48 of
the specification, and especially fromthe sentence
"The bal ance is higher nitrogen content oligoners
usually wth a greater degree of branching" (enphasis
added) that the presence of nore than conventi onal
branching is not an essential feature of the clained

i nventi on.

Article 123(3) EPC

No objection was raised in this respect and al so the
Board is convinced that the subject-matter of Claiml
of the second auxiliary request, which is nore specific
than that of its granted version, does not extend the
scope of the granted patent.

Novelty over D1 and D2

Wiile it is evident fromthe nethods for the
preparation of the polyamnes referred to in DL and D2
(cf. section VIl(a)(i) above) that these docunents
inter alia envisage the use of polyam ne m xtures,

t hese docunents are devoid of any disclosure
attributing to these m xtures an average of at |east 7
ni trogens per nolecul e and an equi val ent wei ght of 120-
160 grans per equivalent of primary am ne as required
by daiml of the second auxiliary request.

The subject-matter of this claimis therefore novel
over these two docunents.
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9. Docunent D3

9.1 Consi dering that

- this document had not been taken into account in
t he deci si on under appeal,

- its relevance for the appeal proceedings as well
as that of the Opponent's respective subm ssion of
30 August 2001 (containing experinental evidence)
was nentioned by the Respondent for the first tine
in a subm ssion dated 17 Novenber 2003, i.e. only
about one nonth prior to the oral proceedi ngs,

- no witten subm ssions by the Appellant with
regard to the experinental evidence of the afore-
menti oned subm ssion of the Cpponent were
avai | abl e at the oral proceedings,

- a decision concerning the rel evance or possible
novel ty destroying character of D3 could not have
been arrived at therefore w thout having given
sufficient opportunity to the Appellant to reply

and/ or provi de counterevidence,

- t he Appellant requested that D3 shoul d not be
considered in the oral proceedings before the
Boar d,

it was decided by the Board not to include a
consideration of D3 at the oral proceedings.

0482.D
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In arriving at this conclusion the Respondent's concern
that the case m ght be undesirably protracted by a
remttal of the case to the first instance w thout D3
and the avail abl e experinental evidence having been
considered during this appeal was duly taken into
account. However, in the Board's view, this argunent
cannot prevail, in this case, over the procedural

advant age of providing an opportunity for considering
the rel evance of D3 by two instances.

Gaining tine by considering D3 only at the appeal stage
is by no neans sure, since this manner of continuing
the case woul d presumably have required to enter into
further witten proceedi ngs.

In this situation, in the application of its power
under Article 111(1) EPC, the Board decides to remt
the case to the first instance.

It appears that the first step to be taken by the
Qpposition Division after the remttal should be to
invite the Appellant/Patentee to present its

subm ssions having regard to the experinental evidence
contained in the Opponent's subm ssion dated 30 August
2001.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.
2. The main and the first auxiliary requests are refused.
3. The case is remtted to the Cpposition Division for

further prosecution on the basis of the second auxiliary
request (clainms Set A).

The Regi strar: The Chai r man:

E. Gorgnmaier R Young

0482.D



