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Summary of Facts and Submn ssions
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This appeal, filed on 2 Novenber 2001, lies fromthe
deci sion of the Exam ning D vision of 3 Septenber 2001
to refuse European patent application No. 96 932 158. 7,
relating to col our-safe bleach boosters and

conposi tions conprising them

The set of clainms upon which the refusal was based is
that filed by the Appellant (Applicant) with a letter
of 21 March 2001

This set of 15 clains contained "inter alia"
i ndependent clains 12 and 15.

These i ndependent clains read as foll ows:

"12. A bl eachi ng conposition conprising a bl eaching
solution having an effective anmobunt of a bl eaching
speci es selected fromthe group consisting of
oxaziridiniumzw tterions, oxaziridinium polyions
havi ng a net negative charge of from-1 to -3, and
m xtures thereof.”

"15. A nethod for |aundering a substrate, said nethod
conprising the step of contacting a fabric substrate
with an effective anobunt of a bl eaching conposition as
claimed in any of clains 12 to 14."

Dependent clains 13 and 14 related to particul ar
enbodi nents of the bl eaching conposition of claim12.

In its decision the Exam ning Division found that the
subject-matter of clains 12, 13 and 15 | acked novelty
in the light of a docunent (1).
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Even though the summary of facts and subm ssions of
that decision reported that objections of |ack of

I nventive step and | ack of unity of the clained
subject-matter had al so been rai sed agai nst the

exam ned set of clains, the reasons for the decision
were [imted to the grounds of |ack of novelty.

| V. Wth its statenment of the grounds of appeal, the
Appel lant filed two anended sets of clains as,
respectively, a main request (conprising twelve clains)
and an auxiliary request (conprising ten clains).

The anmended set of clains according to the main request
differed fromthat filed with the Appellant's letter of
21 March 2001 (see point Il above) insofar as it did
not any | onger contain clains 12, 13 and 15 of the

| atter set.

The anended set of clains according to the auxiliary
request differed fromthat filed with a letter of

21 March 2001 insofar as claim1l was |imted to the
enbodi nent of claim5 of that request and clains 12 to
15 were del et ed.

V. The Appellant submitted in essence that

- the set of clains according to the nain request
did not any |onger contain the clainms which the
Exami ning Division had found to | ack novelty and
therefore the objections of the first instance
which had led to the refusal of the application
had been overcone;

- noreover, the set of clains of the auxiliary
request not only did not any | onger contain the
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clainms found to | ack novelty in the decision of
the Exam ning Division but it contained al so an
anended claim 1, based upon claim7 as filed
(claim5 of the set of clains filed wth the
letter of 21 March 2001), which had al ready been
considered to involve an inventive step by the
Exam ni ng Di vi si on.

The Appel |l ant requests that the decision of the
Exam ni ng Division be set aside and that a patent be
granted, either on the basis of the main request or of
the auxiliary request or to be allowed the right to
overconme any new objections which may ari se.

Reasons for the Deci sion

1.1

1.2
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Mai n request

The set of clainms according to the main request differs
fromthe set of clains upon which the decision of the
Exam ni ng Division was based insofar as it does not any
| onger contain clainms 12, 13 and 15 which were found to
| ack novelty in that decision.

The deci si on under appeal, dealing in its reasons
exclusively with the novelty of clains 12, 13 ad 15,
was thus based upon a set of clains which is no | onger
requested by the Applicant.

Therefore, taking into account that there is now a new
set of clains which overcone the novelty objections
given in that decision, the Appellant has carried out
amendnments which fully neet the only objection on which



1.3

1.4
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the refusal of the application was based and notified
in the contested deci sion.

It is established jurisprudence of the Boards of Appea
that if an appeal clearly neets the objections on which
t he appeal ed decision relies, as in the present case,
the Exam ning D vision should have rectified the
contested deci sion pursuant to Article 109(1) EPC. This
woul d have expedited the proceedi ngs and avoi ded a
substantial loss of tine for the Appellant (see

T 870/ 94, point 2 of the reasons for the decision, not
publ i shed in the QJ EPO and T 139/87, QJ EPO 1990, 068,
points 3 and 4 of the reasons for the decision).

The Board finds that the Exam ning Division did not
conmply with this established principle of procedura

| aw according to which interlocutory revision nust be
accorded in case anendnents to the respective
application overcone the substantive objections dealt
with in the decision under appeal (see in this respect
al so the Guidelines for Exam nation - Part E,

Chapter X, 7).

In this respect it nust be also stressed that the
primry goal of the Appeal proceedings is a revision of
the decision of the first instance and it is not the
task of the Board of Appeal to prosecute objections

rai sed under exam nation which had not been thereafter
used as a ground for the refusal (see G 10/93, QJ EPO
1995, 172 point 4 of the reasons for the decision).

Moreover, if the Board woul d decide to the contrary
upon other patentability issues addressed by the
Exam ni ng Di vi sion during exam nation but not included
inits decision, for exanple the inventive step of the
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cl ai med subject-matter, this would deprive the
Appel | ant of the opportunity to have such issues
consi dered at two instances.

Si nce, as expl ai ned above (point 1.2), the clains
according to the main request already neet the

obj ecti ons on which the appeal ed decision relies, there
Is no need also to deal with the clains of the

auxi liary request.

The Board considers therefore it appropriate to
exercise its discretion under Article 111(1) EPC to
remt the case to the Exam ning Division for further
prosecution on the application.

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecution on the basis of the twelve clains of the
mai n request.

The Regi strar: The Chai r man:

G Rauh P. Krasa
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