BESCHWERDEKAMVERN
DES EUROPAI SCHEN

BOARDS OF APPEAL OF
THE EUROPEAN PATENT

CHAMBRES DE RECOURS
DE L' OFFI CE EUROPEEN

PATENTAMTS CFFI CE DES BREVETS
I nternal distribution code:
(A [ ] Publicationin Q
(B) [ ] To Chairnmen and Menbers
(O [ ] To Chairnen
(D) [X] No distribution

DECI SI ON

of 11 Decenber 2002

Case Nunber: T 1279/01 - 3.4.2
Application Nunber: 95305035. 8
Publ i cati on Nunber: 0695926

| PC. &1B 7/012, &01B 7/00
Language of the proceedi ngs: EN
Title of invention:

Trigger probe circuit

Appl i cant:

Reni shaw pl c

Opponent :

Headwor d:

Rel evant | egal provisions:

EPC Art. 84

Keywor d:

"Clains - functional features”
"Clains - essential features”

Deci si ons cited:
T 0068/85, T 0630/93

Cat chword

EPA Form 3030 10.93



Européisches European Office européen

0) Patentamt Patent Office des brevets

Beschwerdekammern Boards of Appeal Chambres de recours

Case Nunber: T 1279/01 - 3.4.2

DECI SI1 ON
of the Technical Board of Appeal 3.4.2
of 11 Decenber 2002

Appel | ant : Reni shaw pl ¢
New M| Is
Wbt t on- Under - Edge
G oucestershire GL12 8JR (GB)

Representati ve: Jackson, John Ti not hy
Reni shaw pl ¢
Pat ent Depart nent
New M| Is
Wbt t on- under - Edge
G oucestershire GL12 8JR (GB)

Deci si on under appeal : Deci sion of the Examining Division of the
Eur opean Patent O fice posted 3 July 2001
ref usi ng Eur opean patent application
No. 95 305 035.8 pursuant to Article 97(1) EPC

Conposition of the Board:

Chai r man: E. Turrini
Member s: A G M Maasw nkel
B. J. Schachennmann



S - T 1279/01

Summary of Facts and Subm ssi ons

3197.D

The appel | ant | odged an appeal, received on 29 August
2001, against the decision of the exam ning division,
di spatched on 3 July 2001, refusing the European

pat ent application 95 305 035.8. The fee for the
appeal was paid on 29 August 2001 and the statenent
setting out the grounds of appeal was received on

12 Novenber 2001.

The exam ni ng di vi sion objected that the subject-
matter of claiml of the main request was not clear in
the sense of Article 84 EPC. Previously the exam ning
di vi sion had issued a Comuni cati on under Rule 51(4)
EPC on the basis of the set of clains according to an
auxi liary request of the applicant. The applicant had
not approved the text set out in the Rule 51(4)

Communi cation and had instead requested a fornmal

deci sion against its main request.

The appel | ant requested that the decision under appeal
be set aside and a patent be granted on the basis of
the foll ow ng docunents:

Cl ai ns: 1 to 7 (main request) as received with
letter of 26 Novenber 1999;
8 as originally filed;

Descri ption: pages 1, 3 to 7 as originally filed;
page 2 (rmain request) as received with
letter of 26 Novenber 1999;
page 2a as received on 26 March 1999
with letter of 22 March 1999;

Dr awi ngs: sheet 1/1 as originally filed.
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In case this request was not allowed the appell ant
requested oral proceedings. Furthernore he maintained
as an auxiliary request the set of clainms on the basis
of which the exam ning division had issued the

Conmmuni cati on under Rule 51(4) EPC.

Claim1 according to the main request reads as
fol |l ows:

"A trigger probe circuit (12) for a trigger probe (10)
for position determ ning apparatus, conprising two
input termnals (14, Ov) for connection to an out put
of the probe; and a capacitor (Cl) connected across
the input termnals, whereby the capacitor filters out
nmoment ary, spurious changes in the probe output
signal; characterised in that a discharge circuit
(THL, TR1) is provided in parallel with the capacitor
(Cl), the arrangenent being such that the capacitor

di scharges substantially through said discharge
circuit rather than into the probe output when the
probe output presents a short circuit."”

Clainms 2 to 8 are dependent on claim 1.

The appellant's argunents may be summari sed as
fol |l ows:

The patent application relates to a trigger probe
circuit for a position determ ning apparatus. The
circuit uses a conparator to detect the opening of the
contacts on the probe when the workpiece is contacted.
Si nce spurious signals may be generated at the probe
contacts, e.g. by machine vibrations, in a prior art
docunent by the sanme applicant it was disclosed to
connect a capacitor across the input termnals of the
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probe to filter out such nonentary spurious signals.
By further research the applicant has found that in a
circuit consisting only of a capacitor across the
probe contacts a problem may arise because when the
contacts of the probe close again the capacitor

di scharges over the probe contacts which is
detrinmental for them This problemis not apparent
fromthe prior art. In the patent application this
problemis solved by providing a discharge circuit
parallel to the capacitor in order that the capacitor
di scharges through this circuit rather than through

t he probe contacts when they close. The solution to
the technical problemresides therefore in the

di scharge circuit as such

In the decision under appeal the exam ning division
had obj ected against claiml1l on the grounds that the
claimwording was a definition of subject matter in
terns of the result to be achieved; and that the
application as filed disclosed only a single solution
enabling the capacitor to discharge through the

di scharge circuit rather than through the probe output
when it presents a short circuit, nanely by neans of
the resistor R, placed in series with the capacitor.
Hence the definition of this resistor was necessary in
t he i ndependent claimin order to solve the probl em of
t he inventi on.

In the present case, the result to be achieved is the
prevention of danmage of the probe contacts. Claiml
does not define this result to be achieved, it clains
the technical features which achieve this result.

Furt hernore, paragraph C 111, 4.7 of the Cuidelines
for Exam nation states that it is permssible to
define the invention in such terns if it otherw se
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cannot be defined nore precisely w thout unduly
restricting the scope of the clains and if the result
is one which can be directly and positively verified
by tests or procedure adequately specified in the
description or known to the person skilled in the art
and which do not require undue experinentation.
Reference is also made to the decision T 68/ 85.

Wth respect to the resistor R, this is not an
essential part of the discharge circuit: in the
application as filed there is no disclosure that this
resistor R, would be essential. The resistor is
included in the preferred enbodinents in Figures 2
and 3. Its function is described on page 4, lines 11
to 14; and page 5, lines 12 to 16 as a sw tching neans
for the discharge circuit. However, the sw tching
function may equally be fulfilled by other conponents
noni toring the discharge current and triggering the
di scharge circuit, such as a diode or a step
transforner. Therefore in the present case it is not
the resistor but the discharge circuit which is
essential within the neaning of "essential" as

di scussed in the decison T 630/93, point 3.2 of the
Reasons, wherein it was stated that "the main purpose
of aclaimis to set out the scope of protection
sought for an invention... Therefore, the function of
t he essential features, although they normally are
expressed in technical terns, is often to define the
borders of an invention rather than to define the
invention within the borders.... Essential features
often can be of a very general character, in extrene
cases they could indicate only principles of a new

i dea" .

Finally Section CllIl 6.2 of the Cuidelines states that

3197.D Y A
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a fair statenent of claimis not so narrow as to
deprive the applicant of a just reward for the

di scl osure of his invention; and that the applicant
shoul d be allowed to cover all obvious nodifications,
equi valents to and uses of that which he has
described. Therefore a limtation of the claimto one
conponent in a preferred enbodi mrent woul d be
unjustified, the nore because the skilled person is

i mredi ately aware of equival ent conponents.

Reasons for the Decision

2.2

2.2.1

3197.D

The appeal is adm ssible.

Mai n request

Article 123(2) EPC

Claim1l is a conbination of clains 1 and 2 as
originally filed. The further clains equally find
their support in the clainms as originally filed. The
description has been adapted to acknow edge the

cl osest prior art (docunent D1, EP-A-0 420 305).
Therefore the docunents formng the main request are
not objectionabl e under Article 123 EPC.

Article 84 EPC

The exam ni ng division had objected that the nere
definition of the discharge circuit inclaiml and its
characterization by the wording "the arrangenent being
such that the capacitor discharges substantially

t hrough said discharge circuit rather than into the
probe out put when the probe output presents a short
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2.2.3

2.2.4
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circuit" was nerely a definition of the subject-matter
internms of the result to be achieved. Wth respect to
this issue the appellant has referred to the passage
inthe Guidelines ClIl 4.7 and to the Decision T 68/85
which is also cited in this passage.

According to the above passage in the Cuidelines,
"“...clainms, which attenpt to define the invention by a
result to be achieved should not be allowed, in
particular if they only anount to claimng the
technical problem. In the present case, the technica
probl em over the appellant's own prior art docunent D1
is described on page 3, lines 17 to 22 of the
application as filed, nanely that the energy stored in
the capacitor is dissipated through the probe contacts
if these reclose. Therefore a claimnerely defining
this problem could i ndeed be objectionabl e.

Article 84 EPC taken together with Rule 29(1) EPC
requires inter alia that the clainms shall define the
matter for which protection is sought in terns of the
technical features of the invention. Fromthe wording
of Rule 29(3) EPC it may be deduced that this

requi renment can al so be expressed as the "essenti al
features of the invention". However, from Rule 29(3)
EPC it may be inplicitly wunderstood that the
"essential features of the invention" are not
necessarily identical to features concerning
particul ar enbodi nents of the invention.

Furthernore, as explained in point 8 4.1 of the
Reasons in Decision T 68/85, the concept of "techni cal
feature” within the neaning of Rule 29(1) and (3) EPC
i ncludes those features "...that can be read by a
skilled person as an instruction to the technical
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procedure to be followed to achieve a given result”.
Dependi ng on the nature of the invention such features
may be explicit features or functional features. As

di scussed in points 8.4.2 and 8.4.3 of the above
Decision, a definition of a feature in functional
terns should not be allowed if it would jeopardise the
clarity of the clains, on the other hand it should not
be required to unjustifiably limt the scope of the

i nvention.

2.2.5 The board follows the argunentation of the appell ant
that claim1 of the main request defines the essential
features of the invention, nanely the discharge
circuit in parallel to the capacitor (explicit
features) together with the further instruction to the
skill ed person how these should be arranged (in terns
of functional features).

2.2.6 Furthernore, it finds the argunents of the appell ant
in point 1.7 of the grounds of appeal credible, that
the presence of the particul ar conponent/resistor R,
inthe circuit is not mandatory because the sw tching
function may equally be fulfilled by other conponents
nmonitoring the discharge current and triggering the
di scharge circuit, such as a diode or a step
transf orner.

2.2.7 Therefore claim1l of the main request neets the
requi renents of Article 84 EPC

2.3 Patentability
2.3.1 By expressing its intention to grant a European patent

wi th the Communi cation under Rule 51(4) EPC of the
auxiliary request then on file, the exam ning division

3197.D Y A
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indicated the patentability of the set of clains of
the auxiliary request. In the Annex to this

Communi cation it stated that the only | egal ground why
it could not accept the set of clains of the main
request was the objection under Article 84 EPC. The

di vision repeated this view in the decision under
appeal .

2.3.2 Fromthe above it nmust be concluded that the
patentability under Article 52(1) EPC of the clained
subject matter was not in doubt. After considering the
prior art on file the board sees no reason to cone to
a different concl usion.

3. For the above reasons, the Board finds that the
appellant's main request neets the requirenents of the
EPC and that a patent can be granted on the basis

t her eof .

4. Since the main request of the appellant is allowable,
there is no need to address the auxiliary requests.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.
2. The case is remtted to the departnent of first
instance with the order to grant a patent on the basis

of the follow ng docunents:

Cl ai ns: 1 to 7 (main request) as received with
letter of 26 Novenber 1999;

3197.D



Descri pti on:

Dr awi ngs:

The Regi strar:

P. Martorana
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8 as originally filed;

pages 1, 3 to 7 as originally filed;
page 2 (main request) as received with
letter of 26 November 1999;

page 2a as received on 26 March 1999
with letter of 22 March 1999;

sheet 1/1 as originally filed.

The Chai r nan

E. Turrini



