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Summary of Facts and Subm ssi ons
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The present appeal is fromthe decision of the
OQpposition Division to reject the opposition against

t he European patent No. O 451 924, concerning an enzyme
stabilizing conposition and the use thereof.

The granted independent clains 1, 7 and 10 read,
respectively, as follows:

"1l. A stabilized enzyne preparation useful as a |aundry
addi tive which consists essentially of at |east one
enzynme selected fromthe group consisting of proteases,
anyl ases and m xtures thereof, and an enzyne
stabilizing effective anount of an enzyne stabilization
system characterized in that said systemconsists
essentially of (i) fromO0.25 to 10 parts by weight of a
boron conpound sel ected fromthe group consisting of
boric acid, boron oxide, and alkali netal borates; (ii)
froml to 3 parts by weight of an hydroxypol ycarboxylic
acid selected fromthe group consisting of aliphatic
di- and tri-carboxylic acids with from1l to 4 hydroxyl
groups and with from4 to 8 carbon atons; and (iii) a
wat er soluble calciumsalt in an amount to provide from

18 to 50 mllinoles of calciumion per liter.";

"7. A conposition for addition to a protease or anyl ase
enzyme contai ni ng aqueous | aundry detergent conposition
to stabilize the enzyne agai nst degradation, said
conposition consisting essentially of (i) fromO0.25 to
10 parts by weight of boric acid, boron oxide or alKkali
nmetal borate; (ii) from1l to 3 parts by weight of
citric acid, and a water soluble calciumsalt in an

anount to provide from18 to 50 m|linoles of calcium
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ion per liter when added to an aqueous | aundry
det ergent conposition containing up to 5% by wei ght of
said enzyne.";

"10. Use of a conposition consisting essentially of (i)
fromO0.25 to 10 parts by wei ght of a boron conpound
selected fromthe group consisting of boric acid, boron
oxi de, and al kali netal borates; (ii) from1l to 3 parts
by wei ght of an hydroxypol ycarboxylic acid sel ected
fromthe group consisting of aliphatic di- and tri-
carboxylic acids with from1l to 4 hydroxyl groups and
with from4 to 8 carbon atons; and (iii) a water
soluble calciumsalt in an amount to provide from18 to
50 millinoles of calciumion per liter as an inproved
enzyne stabilization systemin an enzyne-containi ng

[ iquid detergent conposition conprising

(A) from5 to 75% by weight, of one or nore surface
active detergent conpounds;

(B) from5 to 30% by weight, of one or nore water-

sol ubl e detergency buil ders;

(C© fromO0.01 to 5% by weight, of at |east one enzyne
selected fromthe group consisting of proteases,

anyl ases and m xtures thereof;

(D) water."

Dependent clainms 2 to 6, 8 to 9 and 11 to 20 relate to
particul ar enbodi ments of the clainmed products or of
t he cl ai ned use.

In its notice of opposition the Opponent sought
revocation of the patent on the grounds of

Article 100(a) EPC, in particular for |ack of novelty
and inventive step of the clainmed subject-matter.
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The foll owi ng docunents were inter alia cited in
support of the opposition:

(1): US-A-4900475

(4): EP-A-0199405

In its decision the Qpposition Division found that
the clained subject-matter conplied with the
requi renents of the EPC.

In particular it found that

- t he novelty of the subject-matter of clains 1 to 9
had not been contested by the Opponent;

- docunent (4) did not disclose a detergent
conposition having all the features of that of the
use cl ai m 10;

- the technical effect of the use claim 10 was not
di sclosed in the prior art;

- the subject-matter of clains 10 to 20 was thus
novel over the cited prior art.

As regards inventive step the Qpposition D vision found
t hat

- t he exanples of the patent in suit proved
convincingly that the selected ternary conbination
of hydroxypol ycar boxylic acid, boron conpound and
calciumions provided a synergistic effect in
terms of enzynme stabilization;
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- the cited prior art did not suggest that such a
conbi nation could act synergistically in the
stabilization of enzynes;

- the clained subject-matter involved therefore an

i nventive step.

An appeal was filed against this decision by the
Opponent (Appel I ant).

Oral proceedings were held before the Board on 24 March
2004.

The Appellant submtted in witing and orally inter
alia that:

- the clained invention contravened the requirenents
of Article 83 EPC

- t he amounts of hydroxypol ycarboxylic acid and
boron conpound used in claim10 were given in
parts by weight and did not relate to the total of
the final detergent conposition, whilst the anount
of calciumions was related to the total of the
conposition; therefore the wording of claim10 did
not require any precise anount of
hydr oxypol ycar boxylic acid and boron conpound in
the final conposition but only a specific weight
ratio of these two conponents;

- docunent (4) disclosed a liquid detergent
conposition having all the features of the final
det ergent conposition of the use claim 10 and
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taught that the enzyne contained in the
conposition had inproved stability; for exanple,

t he exanpl e on page 11 of docunent (4) showed t hat
a conposition according to the teaching of this
docunent, which conprised boric acid was much nore
stabl e upon storage than a simlar conposition

wi t hout boric acid;

t he enzyne stabilization under freeze-thaw
conditions addressed in the patent in suit (page 3,
lines 54 to 56) regarded a nethod for a quick
prediction of the stability of the enzyme over

| ong term storage and could not be considered as a
technical effect different fromthat shown in
docunent (4);

t herefore, the wording "inproved enzymne
stabilization"” of claim10 could not distinguish
the clained technical effect fromthat of the
prior art;

t he subject-matter of claim10 | acked thus novelty
in the light of docunment (4).

As regards inventive step the Appellant submtted inter
alia that

docunent (4) disclosed stabilized enzymatic liquid
det ergent conpositions conprising a boron conpound,
a hydroxypol ycarboxylic acid and cal ci um i ons;

starting fromthe exanples of docunent (4), it was
obvious for a skilled person to use a greater

anount of calciumions within the range suggested
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in this docunent for increasing the stabilizing
effect or to add the stabilizing conponents as a
prem x to be added to the rest of the detergent
conposi tion;

t he exanples of the patent in suit did not regard
the use of an additive product as clainmed in
claims 1 to 9; therefore, the results of the tests
of the patent in suit had to be disregarded in the

eval uation of inventive step of these clains;

nor eover, no inprovenents had been shown for the
use of | ow amounts of borate or citrate which were
al so enconpassed by the cl ai s;

no support had been thus provided for the alleged
surprising technical effect;

the clained subject-matter thus | acked an
inventive step in the light of the teaching of
docunent (4).

The Respondent and Patent Proprietor submtted in
witing and orally inter alia that:

t he Appellant had not raised any objection as to
Article 83 EPC during the opposition proceedi ngs;
the argunents put forward under Article 83 EPC in
the statenment of the grounds of appeal anounted
thus to a new ground of opposition and had to be
di sregar ded;
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- even though the anmounts of hydroxypol ycarboxylic
acid and boron conpound in claim10 had been given
in parts by weight, these ampbunts had to be
interpreted as being percentages by wei ght
calculated on the total of the final conposition
as suggested in the description of the patent in
suit (see page 5, lines 36 to 37 and 47 to 48);

- docunent (4) did not disclose the conbination of
all the features of the detergent conposition of
cl aim 10;

- the wording "inproved enzyne stabilization" in
claim 10 had to be understood as indicating a
synergi stic inprovenent achieved by the
conmbi nation of all three essential conponents of
the stabilization system over a conbi nation
conprising only two of these conmponents;

- nor eover the enzynme of the conpositions used
according to the patented invention was stable
al so under nore severe conditions (freeze-thaw

conditions) than the products of the prior art;

- therefore the "inproved enzyne stabilization" of
claim 10 was a new functional technical feature

not di sclosed in docunent (4);

- the clai ned subject-matter was thus novel over
docunent (4).

0948.D
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As regards inventive step the Respondent subm tted that

- the tests contained in the patent in suit showed
an inproved stabilization of the enzynme not
achieved in the prior art and were valid also for
the clains regarding an additive product;

- t he hydroxypol ycarboxylic acids were used in
docunent (4) only as builders and not as enzyne
stabilizers (colum 11, lines 12 to 14); noreover,
even t hough such conpounds had been used in a
stabilizing conmposition in docunment (1), the
det ergent conposition of that docunent had not to
conprise calciumions (columm 3, lines 58 to
colum 4, line 6 and columm 6, lines 56 to 62);

- therefore, the prior art did not suggest the use
of a conbi nation of the three conponents of the
patent in suit for stabilizing enzynes;

- the clained subject-matter thus involved an
i nventive step.

\Y/ The Appel |l ant requests that the decision of first
i nstance be set aside and that the patent be revoked.

The Respondent requests that the appeal be dism ssed or,

auxiliary, that the patent be maintained in anended
formon the basis of clains 1 to 9 as granted.

0948.D
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Reasons for the Decision

1. Articles 83 and 100(b) EPC

The Appellant argued for the first tinme in the
statenent of the grounds of appeal that the patent in
suit contravened the requirenments of Article 83 EPC.

The Respondent (Patent Proprietor) requested this new
ground of opposition to be disregarded (see point V
above).

It is established jurisprudence of the Boards of Appeal
of the EPO that new grounds of opposition can be raised
i n appeal proceedings only with the consent of the
Patent Proprietor (see G 10/91, Q) EPO 1993, 420,

point 3 of the headnote).

Thi s consent havi ng not been given by the Respondent,
the newly introduced ground for opposition under
Article 100(b) EPC has to be disregarded.

2. Mai n request

2.1 Novel ty

2.1.1 daim10 of the main request relates to the use of a
conposition consisting essentially of (i) fromO0.25 to
10 parts by weight of a specific boron compound; (ii)
froml to 3 parts by weight of a specific
hydr oxypol ycarboxylic acid; and (iii) a water soluble
calciumsalt in an amount to provide from 18 to 50
mllinoles of calciumion per liter as an inproved

0948.D
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enzynme stabilization systemin a specific enzymne-
containing |iquid detergent conposition conprising
surface active detergent conpounds, water-soluble
detergency buil ders, enzynes selected fromthe group
consi sting of proteases and anyl ases and water.

The amounts of boron conmpound and hydr oxypol ycarboxylic
acid are given in the wording of this claimas parts by
wei ght .

Even though the description of the patent in suit
relates in different parts the anmounts of these two
conponents both as parts by wei ght or percentages of
the total conposition (see page 4, lines 5 to 7 and 23
to 24 and page 5, lines 36 and 47), the Board cannot
agree that the wording of claim 10 has to be
interpreted as relating to percentages by wei ght of

t hese conponents. In fact, the wording "parts by

wei ght", which is supported by the description of the
patent in suit, is broader than and enconpasses the
case where the nentioned nunerical values regard

per cent ages by wei ght of the total conposition.

The Board concl udes therefore that the wording of
claim 10 does not require the presence of a precise
amount of boron conpound and hydroxypol ycar boxylic acid
but requires only that these two conmpounds be present
at a specific weight ratio to each other

Taking the extremes of the respective ranges of "parts
by weight" for these two conpounds, claim 10 requires
thus that the boron conpound and the

hydr oxypol ycarboxylic acid are present at a wei ght
ratio of 0.25:3 to 10:1, i.e. 1:12 to 10:1.
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As regards the calciumion anobunt of claim1l0 it is
instead clear in the light of the description that the
indicated mllinoles of calciumion are related to one
l[iter of the final conposition (see page 5, lines 49 to
50 and 52).

2.1.2 Docunent (4) discloses an aqueous |iquid detergent
conposition conprising an enzynme and a stabilization
systemtherefor. Such conpositions conprise 1 to 75%
preferably, 5 to 50% by wei ght of detergent surfactants,
0.01 to 5% preferably, 0.1 to 2% of a proteolytic
enzynme, preferably 5 to 40% of detergent buil ders,
preferably water-sol ubl e pol ycarboxyl ate buil ders and
in particular 1 to 20% of citrates, 0.1 to 10%
preferably 0.25 to 5% boric acid and 0.01 to 50,
preferably 0.1 to 30, mllinoles of calciumion per
liter of conposition.

Therefore, the disclosed anbunts of detergent
surfactants, proteolytic enzynme, water-sol uble
detergent builders and calciumion are identical or
| argely overlap with the ranges of claim10.

Moreover, it can be derived fromthe ranges given above
that boric acid and citrates are present in the
conpositions of document (4) at a weight ratio to each
other of 0.1:20, i.e. 1:200 to 10:1 and, preferably,
0.25:20, i.e. 1:80 to 5:1. This range of weight ratios
al so overlaps with that required by claim 10 of the
patent in suit.

The Board thus concl udes that docunent (4) gives a
cl ear technical teaching of operating in this range of
over | ap.

0948.D
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Docunent (4) thus describes a composition conprising
all the features of that of claim 10 of the patent in

suit.

The only question remaining to be replied is thus if
the technical effect of "inproved enzyne stabilization"”

of claim 10 amounts to a new technical feature.

As expl ai ned by the Appellant during oral proceedi ngs
the wording "inproved enzyne stabilization” in claim10
has to be understood as indicating that a greater
stabilization of the enzyne is achieved by the
conmbination of all the three essential conponents of
the stabilization systemover a conbination conprising
only two of these conponents.

The Board agrees with this interpretation.

According to the established jurisprudence of the
Boards of Appeal of the EPO in a second or further
non- nedi cal use of a known product for achieving a
technical effect, the attainment of such a technical
effect has to be considered a functional technical
feature of the claim The claimis thus to be regarded
as being novel if this functional technical feature has
not been previously made available to the public by any
of the means set out in Article 54(2) EPC, e.g. by a
prior art docunent disclosing directly and

unanbi guously the subject-matter in question when al so
t aki ng account of everything which would be considered
by a skilled person as part of the commobn gener al

know edge in connection wth the disclosed subject-
matter at the publication date of the cited docunent,
even though the technical effect m ght have inherently
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t aken place in the course of carrying out what had
previously been nmade available to the public (G 0002/ 88,
Q) EPO 1990, 093, point 10.3 of the reasons for the
decision and G 6/88, QJ EPO 1990, 114, point 9 of the
reasons for the decision).

However, if this technical feature, though being

undi sclosed in the prior art, just contributes to or
expl ains the known effect obtained by the known use of
the prior art, the claimcannot be regarded as novel
(see T 254/93, QJ EPO 1998, 285, point 4.8 of the
reasons for the decision and T 892/94, QJ EPO 2000, 001
points 3.4 and 3.5 of the reasons for the decision).

Docunent (4) teaches that the enzynme contained in the
conposition disclosed therein has an inproved stability
upon storage (colum 1, lines 3 to 10; colum 6,

lines 39 to 56; colum 13, lines 49 to 56; colum 23,
lines 51 to 56). Even though this docunent does not
teach that citric acid contributes to the stabilization
effect due to the presence of boric acid and cal ci um
ions, it discloses conpositions conprising citric acid
as expl ained above (point 2.1.2). Mreover, the tests
cont ai ned on page 11 of this docunent show that, e.g.,
the enzyne of conposition B conprising boric acid (and
al so conprising citric acid and calciumions) is nore
stabl e upon storage than a conposition w thout boric,
i.e. with only citric acid and cal ciumi on.

Therefore, docunent (4) shows an inproved stabilization
of the enzyme over conpositions conprising only two of
citric acid, boric acid and calciumions, as required

by claim 10 of the patent in suit.
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The fact the citric acid has been found in the patent

in suit to contribute also to this effect cannot anount
therefore to a new technical feature within the neaning
of G 2/88 and 6/ 88 since the alleged new technical

effect underlies that already disclosed in docunent (4),
i.e. that of inproved stability of the enzynme upon

st or age.

The Board notes al so that even though the effect
obtained in the patent in suit appears to be governed
by the above nentioned three conponents of the so-

call ed stabilizing system the stability of the enzyne
is also influenced by other conponents of the detergent
conposition in which it is used, e.g. by ph nodifiers
as suggested in the patent in suit (see page 10,

lines 11 to 14) and accepted by the Respondent during
oral proceedings. Therefore, the effect achieved by the
above nentioned ternary conbinati on cannot be

di stinguished in the present case fromthe effect
brought about by the conposition as a whole (see al so
the decisions T 254/93 and T 892/94 nentioned above).

The Respondent argued al so that the "inproved enzyne
stabilization" of claim10 should be regarded as a new
technical effect since the enzyne is rendered stable to
freeze-thaw conditions, i.e. to nore severe conditions

than those of the prior art.

The Board notes, however, that the use of freeze-thaw
conditions is not part of claim10 and is just a way of
nmeasuring the storage stability of a composition or of
a conmponent thereof, in the present case of the enzyne,
and cannot identify a qualitatively or quantitatively
different technical effect. What is neasured upon
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storage under freeze-thaw conditions or under constant
tenperature as, e.g., in docunent (4), is in fact the
sanme enzyme stability upon storage, i.e. the sane
technical effect. Caim10 does not contain in this
respect any quantitative limtation as to the technical
effect to be achieved apart fromthe requirenment that

t he achi eved stabilization should be greater than that
achi eved by using only two of the conponents of the
stabilization system which inprovenent, however, had
been already achieved in docunent (4) (see point 2.1.4).

In view of the foregoing there is thus no need to
di scuss the tests contained in the patent in suit.

The first instance has indicated on page 13 of its

deci sion as obiter dictumthat there would appear to be
a contradiction in the jurisprudence of the Boards of
Appeal between the fact that a claimrelating generally
to the use of a product for a new purpose not described
in the prior art could be considered to be novel, e.g.
according to G 2/88 and G 6/88, whilst the sane use in,
for exanple, a conposition conprising conmponents
bringi ng about the sane effect could be regarded as
bei ng not novel as, e.g. decided in T 892/94.

The Board cannot recogni ze on the contrary any
contradiction. In fact the first case relates to a
techni cal effect which should exist and be reproducible
using the nmentioned product by itself wthout the

assi stance of other conponents, whilst the second case
(simlar to the present case) relates to the use of a
known m xture conprising the nentioned product wherein
such a product contributes to the known effect already
achieved by said mxture without resulting in a new
techni cal effect.
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The Board concludes that the subject-matter of claim10
of the main request |acks novelty.

The main request is thus to be di sm ssed.

Auxi | iary request

Novel ty

The set of clains according to this request does not
conprise the use clains of the main request.

The novelty of the subject-matter of these clainms has
not been contested by the Appellant.

No further details are thus necessary.

| nventive step

The patent in suit and, in particular, the subject-
matter of claim7, relates to a conposition consisting
essentially of specific anobunts of a boron conpound
such as boric acid, citric acid and a water-sol uble
calciumsalt (page 4, lines 15 to 20).

As explained in the patent in suit, the enzyne

contained in built liquid detergent conposition is
especially subject to degradation upon storage (page 2,
lines 16 to 27). The prior art, inter alia document (4),
had al ready provided neans for stabilizing the enzyne
(see page 2, lines 28 to 31 and page 3, lines 47 to 51
of the patent in suit).
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The technical problemunderlying the patent in suit is
therefore defined in the description of the patent in
suit as the provision of a ternary conbination able to
provi de a synergistic inprovenent of the enzyne
stability when added to an enzymatic |iquid detergent
conposition. The therewi th achi eved enzyne stability
shoul d thus be greater than that achieved by using only
two of these conponents (see page 3, lines 54 to 56 and
page 5, lines 21 to 23).

Docunent (4), referred to in the description of the
patent in suit as having already provided neans for
stabilizing enzynmes in a built liquid detergent
conposition and providing enzymatic |iquid detergent
conpositions identical to those used in the patent in
suit conprising boric acid, citric acid and cal ci um
ions (see point 2.1.3 above), is considered by the
Board in agreenent with both parties as the nost
suitable starting point for the evaluation of inventive
st ep.

Si nce, as expl ained above, the stabilizing effect of
the invention of the patent in suit had al ready been
achi eved in docunent (4) (see point 2.1.5 above) and
the use of the stabilizing conmponents as a separate
additive does not bring about any different enzyne
stabilization than that achieved by mxing themwth
all other conponents during the preparation of the
detergent conposition, as admtted by the Respondent
during oral proceedings and suggested in the patent in
suit (page 5, lines 14 to 18), the objective technical
probl em underlying the invention of the patent in suit
is thus to be fornmulated in nore sinpler terns as the
provision of a different formof addition of the
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stabilizing systemto the enzymatic |iquid detergent
conposi tion.

The Board notes that the preparation of a detergent
conposition by adding certain conponents as separate
additives to a base fornulation is a known process step
in this technical field and it would have been obvi ous
for the notional skilled person to try this step to the
conpositions of document (4) in order to adjust the
functionality of the final conposition to the desired

results.

Therefore, it was obvious for the skilled practitioner
to prepare the conpositions of docunment (4) by adding
parts of their conponents, e.g. citric acid, boric acid
and water-soluble calciumsalts as a separate additive.

Furt hernore, even though document (1) apparently
suggests the use of citric acid in a different
stabilizing systemin the absence of calciumions (see
poi nt V above) it does not represent common gener al
know edge (see Case Law of the Boards of Appeal of the
EPO, 4th edition, 2001, page 145, point 2(a)) and thus
it cannot be considered as a pointer to the notional
skilled person that would | ead himaway from preparing
a ternary additive conposition conprising boric acid,
citric acid and water-sol uble cal ciumsalts.

Therefore, the Board concludes that the subject-matter
of claim7 of the auxiliary request does not involve an

i nventive step.

The auxiliary request has thus to be di sm ssed.



Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:
G Rauh P. Krasa
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