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Summary of Facts and Subm ssi ons

1890.D

The opposition division's decision rejecting the
opposi ti on agai nst European patent No. 0 641 528 was
posted on 5 Cctober 2001.

On 4 Decenber 2001 the appellant (opponent) filed an
appeal with the statenent of grounds and paid the
appeal fee.

Claim1l as granted reads:

"A surface fastener nol ded of synthetic resin,
conprising: a plate-like substrate (1); and a
multiplicity of hooks (2) fornmed on one surface of said
substrate (1) integrally, each of said hooks (2) being
conposed of a rising portion (21) having a front
surface (24) rising fromsaid substrate (1), a rear
surface (23) rising obliquely fromsaid substrate (1)
along a snmooth curved line and a reinforcing rib (2a)

| ocated on at | east one side surface, and a hook-shape
engagi ng portion (22) extending forwardly froma distal
end of said rising portion (21); characterized in that
said plate-like substrate (1) has been biaxially
stretched after being nol ded."

The foll ow ng docunents were considered in the appeal
pr oceedi ngs:

Dl1: EP-A-0 464 753

D2: US-A-4 056 593
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D3: DE-A-2 042 746

D5: US-A-4 001 366

| V. Both parties attended oral proceedings on 7 July 2003.

During the appeal proceedings the appellant argued that
the clained surface fastener | acked novelty over the

di scl osure of D5 and | acked inventive step over this
and the other three cited prior art docunents in

vari ous conbi nati ons.

During the appeal proceedings the respondent (patentee)
objected to the introduction into the proceedi ngs of D5
whi ch had been filed only at the appeal stage. He
countered the appellant's argunents on this and the

ot her docunents.

V. The appel | ant requested that the decision under appeal
be set aside and that the patent be revoked.

The respondent requested that the appeal be dism ssed
and that therefore the patent be nmaintained as granted
(rmain request) or that the decision under appeal be set
asi de and the patent be maintained on the basis of
either the first auxiliary request, filed with letter
dated 6 June 2003, or the second auxiliary request,
also filed with letter dated 6 June 2003 or the third
auxiliary request filed during the oral proceedings.

1890.D
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Reasons for the Decision

1

2.2

2.3

1890.D

The appeal is adm ssible.

Novelty - claim1l of the main request

The board cannot agree with the respondent that D5
shoul d not be introduced into the proceedings. This
docunent is alleged to be novelty-destroying and if
this is really the case then it cannot be disregarded.
It was cited at the earliest stage of the appeal
proceedi ngs and so the respondent has had sufficient
time to read, consider and conment on it. Because the
docunent is conplicated, determ ning whether it is
novel ty-destroyi ng can only be done by exam ning and
di scussing it, not by ruling it out right fromthe
start.

The appellant maintains that D5 discloses a surface
fastener in accordance with claim1l of the nmain request
(i.e. claim1l as set out in colum 8, lines 8 to 20 of
the patent as granted).

In short, using the words of claim1 as granted, the
argunent for |ack of novelty is that D5 discloses a
surface fastener (colum 1, lines 23 to 26) noul ded
(colum 4, line 60) of synthetic resin (colum 9,
lines 26 to 39), conprising: a plate-like substrate
(20 on Figure 2); and a multiplicity of hooks (10 on
Figure 1a) forned on one surface of said substrate

(20 on Figure 2) integrally, each of said hooks (10 on
Figure la) being conmposed of a rising portion (12)
having a front surface rising fromsaid substrate (20
on Figure 2), a rear surface rising obliquely fromsaid
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substrate (20 on Figure 2) along a snooth curved |ine
and a reinforcing rib (the side triangular areas on the
cross section of the rising portion 12 on Figure 7c)

| ocated on at | east one side surface, and a hook-shape
engagi ng portion (14 on Figure la) extending forwardly
froma distal end of said rising portion (12 on

Figure l1la); said plate-like substrate (20 on Figure 2)
being biaxially stretched (e.g. colum 8, lines 63

to 67) after being noul ded.

2.4 Al though lines 26 to 28 of columm 5 of D5 state that
"FIG 1 a also illustrates the enbodi nrent where the
base of stem 12 is thickened where it joins a base" and
al t hough the Figure indeed shows the bottom portion of
the rear surface of the stem 12 as a curved line, the
Fi gure does not show the interface of stem and base.
Therefore there is no unanbi guous di scl osure of the
rear surface rising obliquely fromsaid substrate (1)
al ong a snmooth curved I|ine.

Moreover, while there are triangular side areas on the
cross section of the rising portion 12 on Figure 7c,
these are not | ocated on respective side surfaces of
the stem 12 because they in fact constitute the side
surfaces of the stem Therefore the board cannot see
that these can be terned ribs. Figure 12 shows hooks
with side ribs but these hooks are as in Figure 2, not
as in Figure 1la.

The above reasons al one place doubt on the validity of
t he objection of |ack of novelty since there nust be a
cl ear and unanbi guous disclosure in the prior art of

all features of the claimfor the objection to succeed.

1890.D
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However the reasons given in the above section 2.4 are
not decisive since in any case the |ack-of-novelty
objection fails because it relies on conbining features
taken fromvarious parts of D5 in a conbination which
is neither clearly and unm stakably di scl osed nor
suggest ed.

It is inpermssible when assessing novelty to conbine
separate itens belonging to different enbodi nents
descri bed in one docunment nerely because they are
described in that one docunent. It would be perm ssible
to conmbine the itens if the docunent specifically
suggested the conbination or, in certain cases, if said
features and statenents were conpatible with each ot her
and with the general teaching of the docunent. This
viewis inline with the decisions T 305/87 (Q EPO
1991, 429) and T 332/87 (not published in the QJ), both
of which are reported in section |.C 2.2 of the "Case
Law of the Boards of Appeal of the European Patent
Ofice (page 56 of the Fourth Edition in English of
2001) .

Figure 2 of D5 shows a base 20 carrying seven ribs 22.
These ribs 22 however differ greatly fromwhat is
defined by claim1 as granted. To nove closer to the
subject-matter of claim1 as granted the skilled person
woul d have to nmake several selections fromthe many
possibilities set out in D5. He would need to choose to
moul d the surface fastener, to choose synthetic resin
fromthe long list of materials in colum 9, lines 25
to 39, and to choose the hook of Figure la instead of
one of the other hooks shown in Figures 1b to 1I. Even
if he provided the hook of Figure la with the cross
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section of Figure 7c, there would remain the doubt
about the ribs (see the above section 2.4).

According to colum 3, lines 46 to 48 "The ribs 22 are
cut into spaced apart gripping elenents 10 by renoving
portions of the rib as shown in FIG 3". Thus it seens
that the structure would be finished after these
portions have been renpbved. As such, this structure,
arrived at after making several choices fromthe
possibilities in D5, would be no nore relevant than the
surface fastener of DL.

Movi ng now to consider the characterising portion of
claim1l as granted, various passages in D5 refer to
stretching but it remains to be seen whether what is
stretched is the structure of Figures 2 and 3 or
whether it is sonmething el se.

Lines 22 to 30 of colum 2 of D5 state that spaced
apart gripping elenents result from"cutting the rib
above or only part of the rib or both the rib and the
base and stretching or expanding the structure or by
actually renoving the portions of the rib."

Since colum 3 of D5 explains in lines 46 to 48 that
Figure 3 enploys the alternative of "renoving the
portions of the rib", the alternative of "stretching or
expandi ng the structure” cannot apply to Figure 3.

According to lines 59 to 62 of colum 2, Figures 6a
and 6b of D5 show "a further enbodi mrent wherein the
ri bs and base are cut and the structure stretched or
expanded to form spaced apart gripping elenments.” This
enbodi ment is described in lines 24 to 27 of colum 4.
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The resulting base 20 shown in Figure 6b is net-Ilike
and not a "plate-like substrate” as required by claiml
as grant ed.

The structure of Figure 6¢c has been stretched only in
the direction of the rib, see colum 4, lines 27 to 31,
i.e. not biaxially as required by claim 1 as granted.

According to lines 32 to 48 of colum 4 of D5, the
"lace-like cutting patterns as shown in FIGS. 13 a
and b ... nmake it possible to stretch or expand the
structure after being cut in both directions that is
paral |l el and perpendicular to the ribs. Thus, it is
possi bl e by enpl oying the techniques illustrated in
FIGS. 6 and 13 to formself-gripping open net-Iike
structures having crossing nenbers wherein the rows of
gripping elements and integral wth the crossing
nmenbers and can be angled or oriented in any

predeterm ned uniformor irregular pattern.”

Lines 1 to 3 of colum 5 also refer to "the net-1like
openings forned by stretching the self-gripping device
as shown in FIG 6 b."

Thus it is clear that the resulting base of Figures 13a
and 13b, as with Figure 6b, will be net-like and not a
"plate-like substrate" as required by claim1 as

gr ant ed.

Lines 48 to 55 of columm 7 of D5 state that Figure 18
shows a sheet which is folded and "can be oriented in
one or both directions prior to folding to obtain
special properties for the gripping elenments and/or
base." However during the oral proceedings neither the
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appel l ant nor the respondent nor the board was able to
satisfactorily explain this passage and Fi gure.

Therefore they cannot formpart of an objection of |ack
of novelty which should involve a clear and unequi vocal

di scl osure.

In any case this enbodinment with its folding is
i nconpatible with the structure shown in Figure 2 on
whi ch the appellant is basing his novelty attack.

Moreover, even if one can accept that orienting neans
stretching, then this takes place before folding to
obtain the gripping el enents whereas in the granted
claim1l1 the biaxial stretching occurs after the hooks

have been forned.

Thus under no circunstances could this enbodi ment be
novel ty destroying.

Lines 63 to 67 of colum 8 of D5 state that "It is also
wi thin the scope of the present nmethod to post-treat or
formthe integral structure of the invention using
known techni ques such as ... stretching transversely
and/or longitudinally."

However stretching is just one of a long list of
alternative or additional nethods extending from

line 63 of colum 8 to line 24 of colum 9 and there is
no nention of stretching being a post-treatnent for the
enbodi mrent of Figures 2 and 3.

Moreover |ine 63 of columm 8 of D5 refers to "the scope
of the present nethod” which nust be the nethod as set
out in the sole claimof D5, including in particular
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(inlines 61 to 67 of colum 10) the steps of "slitting
said ribs ... and stretching and expandi ng sai d base
and said ribs thereby form ng an open, net-like
structure of crossing nenbers fromsaid base with
spaced apart gripping elenents fromsaid ribs
integrally extending fromsaid crossing nenbers.”

The post-treatnents involved therefore relate to the
"open, net-like structure".

Furthernore, the sole claimof D5 refers to a base
which is open and net-like and therefore not the sane
as the "plate-like substrate"” required by claim1 as
gr ant ed.

It will have been realised by nowthat D5 is in fact a
very vague and inconsistent docunment. Its device of
Figures 2 and 3 apparently does not lie within the
scope of the sole claimof D5. Many possibilities are
set out but with no further detail as to which

enbodi mrents m ght be affected. It seens however that,
wi th the exception of the vague description of

Figure 18 (see the above section 2.12), stretching

al ways produces an open, net-like base and therefore
does not result in the subject-matter of claim1l of the
present patent as granted.

Thus, bearing in mnd the above section 2.4, even if it
coul d be accepted that all features of claim1l as
granted coul d be found sonewhere or other in D5, the

| ack-of -novelty objection would still fail because it
relies on conmbining features taken from various parts
of D5 in a conbination which is neither clearly and
unm st akabl y di scl osed nor suggest ed.
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In the appeal proceedings the appellant only cited D5
when arguing | ack of novelty of the subject-matter of
claiml as granted. The board does not see that novelty
woul d be destroyed by any of the other docunents on
file.

The board thus finds the subject-matter of claim1l as
granted to be novel (Articles 52(1) and 54 EPC)

Cl osest prior art, problemand solution - claim1 of
the main request

D1 di scl oses a surface fastener which has all the
features of the pre-characterising portion of claim1l
of the main request (i.e. claim1l as granted). The
board considers that the surface fastener of D1 is the
cl osest to that of the present invention and fornms the
starting point for the determ nation of inventive step.

As explained in colums 1 and 2 of the present patent,
t he manufacture of surface fasteners of the type

di scl osed by D1 involves pulling the substrate to pul
the hooks fromthe cavities in which the hooks have
been fornmed. Thus the substrate nust be sufficiently

t hi ck whi ch has the di sadvantage that the surface
fastener is too rigid.

The typical woven fasteners are nore flexible but are
nore costly to manufacture. The board sees the object
of the invention as being to provide a noul ded surface
fastener which has the sanme flexibility as the
woven-type surface fastener, see colum 3, lines 1 to 3
of the present patent.
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3.4 This object is achieved by biaxially stretching the
pl ate-1i ke substrate after noul ding, making it thinner
and therefore nore flexible and noreover, because of
the resulting biaxial orientation of the nolecul es and
crystals of the substrate, tougher. The invention
t herefore keeps the advantages of noul ding a thicker
pl ate-1ike substrate but is nevertheless able to
provide a flexible fastener.

4. I nventive step - claim1 of the main request

4.1 The appellant argues in lines 1 to 12 on page 2 of the
conbi ned notice of appeal and statenent of grounds:

(a) that the clainmed surface fastener is basically
known from D1,

(b) that it is knowmn fromD2 to uniaxially stretch a

surface fastener,

(c) that the skilled person posing the probl em of
separating surface fastener hooks not only in one
direction by the known stretching but also in a
second, in particular perpendicul ar, direction,
knows from D3 that biaxial stretching is known for
any type of filmmterial,

(d) sothat it is not inventive to provide biaxial

stretching for known surface fasteners.

4.2 It must be noted that the appellant's formnul ation of
t he problem (see the above section 4.1(c)) wholly
anticipates the solution and is therefore even nore

1890.D
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unacceptabl e than a fornulation which nmerely partially

antici pates the solution, see section |1.D. 4.2 entitled

"Ex-post facto analysis - no pointers to the solution”

in the "Case Law of the Boards of Appeal of the

Eur opean Patent O fice" (page 107 of the Fourth Edition
in English of 2001).

Further, the hooks of D1 are already separate so that
the skilled person would not need to separate them by
stretching as is done in D2 (and this stretching is
nmerely uniaxial not biaxial as required by claim1l as
grant ed).

D3 di scl oses biaxial stretching to achieve a high
strength (see the second paragraph of page 1 of the
description) but what is stretched is a plastic film
i.e. a plane and uniform substrate. On the other hand,
the substrate of Dl carries integral hooks i.e. is

di sconti nuous. The board considers that the skilled
person would not attenpt to biaxially stretch such a
di sconti nuous substrate because he would fear that it
woul d be torn (after all, he knows from D5 that
stretching produces holes - see e.g. Figure 6b).

The appel l ant al so argues that it woul d be obvious for
the skilled person to nodify the surface fastener of D1
using the normal post-treatnent taught by D5.

However, if the skilled person did exam ne D5 and did
manage to extract anything fromits confusing and

i nconsi stent content, then it would not be that
stretching produces greater toughness (because D5 is
silent on this topic) but that D5 uses cutting and
subsequent stretching to produce an open, net-like
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structure (see the sole claimof D5 in |ines 63 and 64
of colum 10) i.e. not the plate-like substrate
specified by claim1l as granted.

Even if the skilled person were to conbine the
teachings of D1 and D5 there would be various
possibilities which would nove the resulting surface
fastener even further away fromthe presently clained
surface fastener e.g. by choosing the hook profile
shown in Figure 2 of D5 instead of that of DL.

The board thus cannot see that any of the prior art
docunents cited in the appeal proceedings (taken singly
or in any conbination of any nunber) would | ead the
skilled person in an obvious manner to the subject-
matter of claim1l as granted.

The board thus finds that the subject-matter of claiml
as granted is not obvious (Articles 52(1) and 56 EPC)

Thus claim1 as granted of the main request is
patentable as are claim2 which is dependent thereon.
Accordingly the patent can be nai ntained unanended i. e.
as grant ed.

It follows that the three auxiliary requests of the
respondent need not be consi dered.



Or der

For these reasons it

The appeal is dism ssed.

The Registrar:

G Magouliotis

1890.D

I s decided that:

The Chai r nan:

C. Andries

T 1261/ 01



