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Summary of Facts and Subm ssi ons
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The appeal of the patent proprietors contests the
interlocutory decision of the opposition division dated
3 July 2001, issued in witing on 21 Septenber 2001, to
mai ntai n the European patent 0 670 950 in anended form
on the basis of an auxiliary request. The anended

i ndependent claim1 found in the contested decision to
neet the requirenents of the EPC, in particular of
Articles 52 to 57 and 123(2), reads as foll ows:

"1. Drilling apparatus including a drilling device (1)
that is intended to be fed into a hole to be
drilled and which is preferably extendable in the
| ongi tudi nal direction (s), wherein

the drilling device conprises a casing part (2)
essentially inside of which there is at | east

during a drilling situation a drilling unit (3),
in the drilling head (1) of which there are at

|l east a first drilling neans (4) for drilling a
center hole (R) and a second drilling neans (5)

for reamng the center hole (R) for the casing
part (2) as well as flushing neans (6) for renoval
of the drilling waste,

whereby at |least during the drilling situation the
rotational novenment (w4) around the |ongitudinal
axis (s) and the inpact novenent (t4) in the

| ongi tudinal direction of the first drilling means
(4) is transmtted by a counterpart assenbly to
the second drilling nmeans (5) that is drivingly
connected to the first drilling neans (4)
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essentially at the drilling head (1) of the
drilling unit (3),

wherein the second drilling neans (5) is arranged
to rotate in connection with the head (1') of the
casing part (2) centrically around the

| ongi tudinal axis (s) by a coupling assenbly (L),

whereby the first drilling means (4) is arranged
det achable fromthe second drilling neans (5) for
renoving the first drilling nmeans (4) fromthe
prepared hole, while at |east the second drilling
means (5) is left in the bottom of the hole,

wherein at |least a first organs (6a) of the
flushing means (6) for |eading the flushing medi um
to the drilling point is arranged through the
drilling surface of the first drilling nmeans (4)
by one or preferably several eccentrical flow

channel s,

and a second organs (6b) of the flushing neans (6)

for scavenging of the drilling waste are arranged
to lead the waste essentially through the drilling
surface of the first drilling nmeans (4) and/or the
second drilling neans (5) inside the casing part
(2), and

whereby the effective dianeter (RD) of the first
drilling means (4) is at |east 60% preferably
nore than 75% of the inner dianmeter (2d) of the
casing part (2) and
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the counterpart assenbly conprises a first
assenbly (V1) and a second assenbly (V2), with the
first assenbly (V1) facilitating rotation of a
second franme part (5a) of the drilling head (1)
during the drilling situation by influence of the
rotational novenment (w4) of a first frame part

(4a) of the drilling head (1) and separation of
the first frame part (4a) fromthe second frane
part (5a) in the longitudinal direction (s) after
the drilling situation, with the first frame part
(4a) being linked to the first drilling nmeans (4)
and the second franme part (5a) being linked to the
second drilling nmeans (5),

characterized in that

the first assenbly (V1) conprises a projection-
recess assenbly (13a, 13b) providing a connection
by the bajonet-principle, with the projection-
recess assenbly (I13a, 13b) conprising at |east one
| ongi tudi nal recess assenbly (13b),

wherein said at | east one |ongitudinal recess
assenbly (13b) at least partly also functions as
sai d second organs (6b) of said flushing neans
(6), and

in said second assenbly (V2) a first recess-

proj ection assenbly (7a, 7b) physically distinct
fromthe projection-recess assenbly (l3a, 13b) of
the first assenbly (V1) enables directing inpact
nmovenent (t4) transmitted by the first frane part
(4a) to the second franme part (5a)."
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The notice of appeal was filed by the patent
proprietors (hereinafter denoted appellants) on

3 Decenber 2001. The appeal fee was |ikew se paid on
3 Decenber 2001 and a statenent of the grounds of
appeal was submitted on 31 January 2002.

Wth the statenment of grounds the appellants submtted
an anmended main claimwhich differed fromclaim1 as
mai ntai ned in the decision under appeal by omtting the
feature "the effective dianmeter of the first drilling
means is at |east 60% preferably nore than 75% of the
i nner dianeter of the casing part."”

In a comuni cati on acconpanying the invitation to oral
proceedi ngs, the Board of Appeal expressed the opinion
that the subject-matter of new claim 1 appeared to have
been extended as conpared to the original application.

Oral proceedings were held on 12 October 2004 in the
absence of the Respondent (Opponent).

At the end of these oral proceedings the appellants
requested to set aside the inpugned decision and to
mai ntain the patent on the basis of clainms 1 to 7 of
the main request submitted on 31 January 2002.

The respondent (opponent) had requested in witing that
t he appeal be di sm ssed.

The argunents of the appellants can be sunmarized as
fol | ows:

It is admtted that the application as originally filed
di scl oses several pieces of prior art and points out
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that in all of themthe diameter of the center drill is
only 50% of the dianmeter of the casing part.

It is argued that the wording of the feature del eted
fromclaim1l as maintained indicates to the skilled
reader, that the nmeasures followng it in the
description serve to optim ze the size of the first
drilling means. This wording thus explains to the

skill ed person that nost favorable results are achieved
by so selecting the center drill effective dianeter.
"Most favorable", however, is quite distinct from

"essential,"” reference being nade in this context to
T 331/87, Q) 1991, 22. The nunerical limt for the
center drill effective dianeter is thus not disclosed

as being essential in the application, but is nerely
presented as the invention's nost favorable result.
That is, by applying the constructional features
described in the application, the result is that one
can, but must not, arrange the effective dianeter of
the first drilling neans to be at | east 60% preferably
nore than 75% of the inner dianmeter of the casing part,

the invention lying in these constructional features.

Therefore, it is submtted that claim1 fromwhich the
feature specifying the dianeters ratio of the drilling
nmeans according to claim1 maintained by the first

i nstance has been del eted does not violate the

requi rement of Article 123(2) EPC.

Reasons for the Decision

1

2442.D

The appeal is adm ssible.
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Al'lowability of the amendnents

Claim1l relates to a drilling apparatus of the kind
disclosed in claim1 as maintained by the first

i nstance but does not specify that "the effective
dianeter of the first drilling means is at |east 60%
preferably nore than 75% of the inner dianeter of the
casing part" as disclosed in the originally filed
speci fication.

Thus it is to be exam ned whether the excision of said
feature conflicts with the requirenents of
Article 123(2) EPC, or not.

I n accordance with the decision T 331/87, QJ EPO 1991
22 (see point 3 of the reasons) referred to by the
appel lants, for the determ nation whether an anmendnent
of a claimdoes or does not extend beyond the subject-
matter of the application as filed, it is necessary to
examne if the overall change in the content of the
application originating fromthis amendnent (whether by
way of addition, alteration or excision) results in the
skilled person being presented with information which
is not directly and unanbi guously derivable fromthat
previously presented by the application, even when
account is taken of matter which is inplicit to a
person skilled in the art in what has been expressly
mentioned. In particular, according to the above-
ment i oned deci sion (see point 6 of the reasons),

(A) the replacenent or renoval of a feature froma
claimmy not violate Article 123(2) EPC provi ded
the skilled person would directly and
unanbi guously recogni se that
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(1) the feature was not explained as essentia
in the disclosure

(2) it is not, as such, indispensable for the
function of the invention in the |ight of
the technical problemit serves to sol ve,
and

(3) the repl acenent or renoval requires no rea
nodi fication of other features to conpensate
t he change;

(B) noreover, any replacenent by another feature nust
be exam ned for support in the normal nmanner.

The di scussion of prior art referring to docunents D3
(GB-A-1 068 638) and D8 (GB-C-959 955) at pages 1 to 3
of the application as filed points out that the

di ameter of the center drill is only 50% of the

di aneter of the casing part. The probl ens caused by
said dinensioning are identified at page 3, second

par agr aph of the description.

According to page 3, lines 29 ff of the description the
aimof the present invention is seen in achi evenent of

a decisive inprovenent in the problenms known fromthe

prior art.
To achieve this aimthe drilling apparatus according to
the invention is stated at page 3, lines 34 ff to be

primarily characterised in that the effective dianeter
of the center drill is at |east 60% preferably nore
than 75% of the inner dianmeter of the casing part.
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This dianeters relationship is further disclosed at
page 6, lines 2 to 6 in the description of Figure 1 as
originally filed. It noreover fornms the only
characterising feature of claiml as originally filed.

The appel l ants' argunent that this dianmeters
relationship is not explained as being essential but
nmerely as having optinmalized advantages over the
alternative of the dianeters ratio, nanely 50% being
used in the apparatuses known in the prior art is not
consi dered as relevant since said second possibility
menti oned by the appellants is not presented in the
application as filed as an alternative solution to the
problens of the prior art but as the prior art itself.

Therefore, the Board conmes to the conclusion that the
feature of the dianmeters ratio was i ndeed expl ai ned as
essential in the disclosure, such that its deletion
results in a departure fromthe teaching of the
original application and in disclosure of an invention

whi ch was neither foreseen nor originally disclosed.

In respect of the argunent of the appellants that the
skill ed person reading the whole of the original
application woul d understand the "60%rel ati onship” to
be nerely the result of the invention and woul d
therefore clearly realise that the invention itself
nmust reside in the constructional features described in
t he application, the board woul d point out that such an
argunment could only possibly succeed if the
constructional features claimed in the claiminevitably
resulted in the "60%relationship”. But this is clearly
not the case, the constructional features nerely
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allowing the effective dianeter of the first drilling
means to be at | east 60% of the inner dianmeter of the
casing part if desired, as admtted by the appellants.

2.5 Claim1 therefore fails to conply with the requirenents
of Article 123(2) EPC and is thus not all owabl e.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

A. Counillon C T. WIson
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