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Summary of Facts and Subm ssi ons

1067.D

The appeal lies fromthe Exam ning Division's decision,
di spatched on 16 May 2001, refusing European patent
application No. 97914600.8, published as WD 97/ 37996
since the then pending set of clains according to the
mai n request did not neet the requirenent of

Article 123(2) EPC and the then pending sets of clains
according to the first and second auxiliary requests
did not neet the requirenent of inventive step.

As a reply to objections that the sets of clains filed
during the witten appeal proceedings did not neet the
requi renent of Article 123(2) EPC, the Appell ant
submtted at the oral proceedings before the Board,

whi ch took place on 27 April 2004, a fresh set of 7

cl ai mrs supersedi ng any previous request, which set read:

"1. A cephem conpound of formnula
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wherein Acyl is represented by the formula I11:

It

wher ei n

Xis CHor N

Y is optionally protected am no;

Zis a G-G alkyl group or a G-GC; al kyl group
substituted by 1 or 2 hal ogens;
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Het is a group of formula IV:

—

% _.NH [\

R' is hydrogen or a straight or branched G- Gs
al kyl group;

A is a single bond or vinylene; and

Bis a single bond."

"2. A pharnmaceutical conposition conprising a conmpound
of claiml1."

"3. An antibiotic conprising a conmpound of claim1."

"4. A conpound of the fornula VI:
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where A, B, R' and Het are as defined inclaim1."

"5. A conpound of the fornula:
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"6. A conpound of the fornula:
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"7. A conpound of the fornula:
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The Appellant submtted that the fresh clains satisfied
the requirenment of Article 123(2) EPC, since they were
based on original clains 2, 3, 5 and 6, and on page 15,
paragraph 1 and page 7, line 1 of the application as
filed.

The Appel |l ant requested that the decision under appeal
be set aside and that the case be remtted to the first
instance for further prosecution on the basis of the
claimrequest submtted at oral proceedings on 27 Apri
2004.

At the end of the oral proceedings the decision of the

Board was announced.

Reasons for the Decision

1

1067.D

The appeal is adm ssible.

Article 123(2) EPC

Article 123(2) EPC stipul ates that a European patent
application may not be anended in such a way that it
contai ns subject-matter which extends beyond the
content of the application as filed.
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In accordance with the established jurisprudence of the
Boards of Appeal, the relevant question to be decided

i n assessi ng whet her an anendnent adds subject-matter
ext endi ng beyond the content of the application as
filed, is whether the proposed anendnents were directly
and unanbi guously derivable fromthe application as
filed.

The subject-matter of Claim1 has a proper basis in
Claim2 of the application as originally filed in
conbination wth the acyl-group of forrmula Il defined
inoriginal CQaim3, the Het-group of formula IV
defined in original Caimb5, the definitions of A and B
inoriginal daim6 and the definitions given for R and
Zin the description as originally filed in the
sentence bridging pages 6 and 7 and page 15, lines 5to
9, respectively.

Oiginal CGains 3, 5 and 6 conprise a reference back to
Claim2 and, thus, are all related to conpounds of
formula |

Acy
C¥::Eﬂ~HakA~B—cc~ohNch
o Y y
5 R
oo

as defined in original Claim2. In particular, in
original Caim3 conmpounds of fornmula | are descri bed,
wherein Acyl is represented by the forrmula I, wherein
Xis CHor N, Yis an optionally protected am no and Z
is hydrogen or an optionally substituted hydrocarbon
group; original Caimb5 describes conpounds of fornula
| wherein Het is a pyrrole of fornmula IV; and ori gi nal
Claim 6 defines conpounds of formula | wherein Ais a
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single bond or a vinyl group and B and D are each a
si ngl e bond.

R'inoriginal laim2 is defined as hydrogen, an
optionally substituted | ower al kyl or an optionally
substituted | ower alkenyl. The restriction of R in
present Claim1l as being hydrogen or a straight or
branched G- G al kyl group, which is supported by the
sentence bridging pages 6 and 7 of the application as
filed, is thus the result of the deletion of the
optionally substituted | ower al kenyl group fromthe
list of definitions for R' in original Caiml.

According to the jurisprudence of the Boards of Appeal,
the deletion of an originally disclosed neaning in a
list of alternative substituents is allowable under
Article 123(2) EPCif it does not result in singling
out any hitherto not specifically nentioned individual
conmpound or group of conpounds, but maintains the
remai ni ng subject-matter as a generic group of
conpounds differing fromthe original group only by its
smal | er size. Such shrinking of the generic group of
chem cal conpounds is not objectionable if this

del etion does not lead to a particul ar conbinati on of
speci fic meani ngs of the respective residues which was
not disclosed originally or, in other words, does not
generate another invention (T 615/95 no. 6 of the
Reasons for the Decision).

Mor eover, a proper basis for the present nmeaning of Z
can be found on page 15, lines 5to 9, of the
application as filed, stating:
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"Exanpl es of preferred Z include hydrogen, (GC-GCs)lower
al kyl group and a | ower al kyl group substituted by one
or 2 substituents selected from hal ogen and car boxyl
group (e.g., fluoronethyl, fluoroethyl, carboxypropyl,
etc.)"

Al t hough the unsubstituted | ower al kyl was there
defined as containing 1 to 3 carbon atons, it is
evident for a skilled person, taking the conplete
sentence into consideration that the presence of 1 to 3
carbon atons also refers to the substituted | ower alkyl
radicals, all the nore, since only the groups nethyl,
ethyl and propyl are given as particul ar exanpl es for

| ower al kyl .

Clains 2 and 3 have a proper basis in original Clains 4
and 5 respectively; Caim4 is supported by original
Claim10; and Clains 7, 8 and 9 find a proper basis in
exanples 2, 3 and 15.

As thus the subject-matter of Clains 1 to 9 was
directly and unanbi guously derivable fromthe
application as filed, the requirement of Article 123(2)
EPC is net.

Remttal to the first instance

The deci sion under appeal was based on sets of clains
substantially differing fromthe present one and the
objection under Article 56 EPC had its origin in the
presence of the wording "optionally substituted" and

t he undefi ned neani ng of "cephem conpound” in the
claims underlying the decision under appeal. Since the
term"optionally substituted" does not figure any nore
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in the present clains and the cephem conmpounds are
restricted to the ones having an acyl-group of formula
11, the reasons given by the Exam ning Division for
refusing the application are no | onger applicable.

Having regard to the fact that the function of the
Boards of Appeal is primarily to give a judicial
deci si on upon the correctness of the earlier decision
taken by the first instance and in order to give the
Appel I ant the possibility of having his case exan ned
and decided by two instances, the Board exercises its
di scretionary power under Article 111(1) EPC and remts
the case to the Exam ning Division for further

prosecuti on.

The Board draws the attention to the fact, that in
assessing inventive step according to the problem

sol uti on approach, the closest state of the art is
normally a prior art docunent disclosing subject-matter
aimng at the sane objective as the clained invention
and additionally having the nost rel evant structural

el ements in conmmon.

Since, in the present case, Caiml is related to
cephem conpounds havi ng anti biotic properties and
bearing at the 3-position a substituted 1-pyridinium
nmet hyl radical, those docunments describing antibiotic
cephem conmpounds bearing in the 3-position that
particul ar radical, such as docunents

(A) EP-A-0 160 969, cited in the Search Report, and

(B) EP-A-0 159 011,
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both cited in the present application, should be taken
into account when identifying the closest state of the
art.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further
prosecution on the basis of the claimrequest submtted
at oral proceedings on 27 April 2004.

The Regi strar: The Chai r man:

N. Maslin R Freinuth
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