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Summary of Facts and Subm ssi ons
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The appeal |odged on 31 May 2001 lies fromthe decision
of the Exam ning Division posted on 3 April 2001
refusi ng European patent application No. 93 902 550.8
(Eur opean publication No. 627 420), which was filed as
i nternational application published as WD 93/ 15048.

The decision of the Exam ning Division was based on the
two sets of clainms according to the then pendi ng main
and auxiliary request. Claim1l according to either
request was a product claimdirected to nal ei m de
conpositions. The Exam ning Division found that this
subject-matter clainmed | acked novelty in view of the
docunent

(5) EP-A 165 574.

The Examning Division held in particular that the
product clainmed, i.e. the maleimdes, was antici pated
by docunent (5). That document discl osed the production
of mal eimdes having a purity of 99.8% The Exam ni ng
Di vision pointed out that a higher degree of purity
coul d anyhow not be considered a suitable feature for

di stingui shing the clained nmal eimdes fromthe known
conmpounds.

At the oral proceedings before the Board held on 15
April 2004 the Appellant (Applicant) no |onger

mai ntai ned the forner requests. He submtted a fresh
request supersedi ng any previous request. The sole
claiml1 of that request read as foll ows:
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"1l. A process for suppressing discoloration of a
mal ei m de conpound characterised in that the
process conprises: limting the content of primary
amnes to not nore than 500 ppm by continuously
washi ng the mal ei m de conpound with water
[imting the content of chlorine conpounds to not
nore than 10 ppm by using conpounds contai ning no
chlorine conpounds as raw materials; limting the
content of volatile conpounds having a boiling
poi nt of not nore than 200°C at normal pressure to
not nore than 2000 ppm by ventilating the
mal ei m de conpound with inert gas; and limting
t he content of 2-am no-N-substituted succinimde
conpounds to not nore than 300 ppm by reacting
mal ei ¢ anhydride and primary amne in a nolar
ratio of not less than 1."

The Appellant argued in respect of novelty that the
objections raised in the decision under appeal were net
since any product claimdirected to the nal ei m des was

no | onger present.

The Appel |l ant requested that the decision under appeal
be set aside and the case be remtted to the first

i nstance for further prosecution on the basis of the
request submtted at the oral proceedings on 15 Apri
2004.

At the end of the oral proceedings the decision of the

Board was announced.
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Reasons for the Decision
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The appeal is adm ssible.

Scope of exam nation on appeal

While Article 111(1) EPC gives the Boards of Appeal the
power to raise new grounds in ex-parte proceedi ngs
where the application has been refused on other

grounds, proceedi ngs before the Boards of Appeal in ex-
parte cases are primarily concerned with exam ning the
contested decision (see decision G 10/93, QJ EPO 1995,
172, points 4 and 5 of the reasons), other objections
normal ly being left to the Exam ning Division to
consider after a referral back, so that the Appell ant
has the opportunity for these to be considered w thout

| oss of an instance.

In the present case the Board, thus, restricts itself
to exam ne whether the objection as to | ack of novelty
pursuant to Article 54 EPC which is stated in the
deci si on under appeal as being the sole ground for
refusal of the application has been renoved.

G ound for refusal

The deci sion under appeal dealt with |ack of novelty of
excl usively the independent product claim1l of the then
pendi ng requests directed to nal ei m de (conpositions)
per se and did not consider any further clains. The
anmendnent of the clained subject-matter made by the
fresh request, in particular by dropping any product
claimwhile presenting a fresh process claim has the
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effect that the reasons given in the contested decision
for refusing the present application no | onger apply
since the present claimhas never been chall enged under
Article 54 EPC

Thus, the Board considers that the amendnents made by

t he Appellant renove that objection raised in the
deci si on under appeal and are substantial in the sense
that in the present case the exam nation has to be done
on a new basis, with the consequence that the appeal is

wel | founded.

This finding is inline with established jurisprudence
of the Boards of Appeal that an appeal is to be
considered well founded if the Appellant no | onger
seeks grant of the patent with a text as refused by the
Exam ning Division and if substantial anmendnments are
proposed which clearly neet the objections on which the
decision relies (see decisions T 63/86, QJ EPO 1988,
224; T 139/87, Q) EPO 1990, 68 and T 47/90, Q) EPO
1991, 486).

Rem ttal

Havi ng so deci ded, the Board has not, however, taken a
deci sion on the whole matter, since a substanti al
amendnent to the subject-matter clained has been nade
by fresh claim1l which was only presented at the oral
proceedi ngs before the Board. The decision under appeal
dealt exclusively with deficiencies of the product
clainms according to the then pending requests and did
not consider the fresh process claimof the present
request as such request was never submtted to the
first instance. It is only before the Board that the
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Appel | ant has dropped any product claimin order to
overcomnme the objections raised. Thus, the fresh process
cl ai m generates a fresh case not yet addressed in

exam nation proceedi ngs and requiring reexam nation.

Under these circunstances, the exam nation not having
been concl uded and the Appel |l ant having requested
remttal, the Board basically considers it appropriate
to exercise its power conferred on it by

Article 111(1), second sentence, second alternative,
EPC to remit the case to the Exam ning Division for
further prosecution.

In order to streanline the proceedi ngs, the Board,
nevert hel ess, has considered the anendnents conpri sed
in fresh claiml1l with respect to the provisions of
Article 123(2) EPC. That claim as regards the

i ndi cated process steps, has sufficient support in the
application as filed on page 4, paragraph 4, lines 1
and 2, page 9, paragraph 1, line 7, page 12,

paragraph 1, lines 11 to 13 and paragraph 3, line 5,
and page 7, paragraph 1, lines 5to 9. Wile the limts
of the particular inpurities specified inclaim1l are
di scl osed in conbination in the original clainms 13 and
16, the Board has noticed that the limt of 10 ppm

i ndi cated for the chlorine conpounds was originally
stated in relation to chlorine atons. This issue nmerits
consi deration when resum ng exam nation proceedi ngs on

the basis of fresh claim1.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further
prosecution on the basis of the request submtted at
the oral proceedings on 15 April 2004.

The Regi strar: The Chai r man:

N. Maslin A. Nuss
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