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Summary of Facts and Subm ssi ons

2631.D

Eur opean patent No O 497 985 based on the application
No. 91 914 668.8 (filed as international application
WO 92/ 03167) was granted on the basis of 4 clains.

| ndependent claim 1 as granted read as foll ows:

"1. A base for filmcoating pharmaceuticals conprising
a cellul ose ether having a | ow degree of polynerization
obt ai nabl e by causticizing a pul p having a copper
nunber of not nore than 0.4 g/ 100 g, adding an
etherifying agent to forma cellul ose ether having a

hi gh degree of polynerization, then refining it with
hot water, drying by heating to adjust the noisture
content of the cellulose ether to 1 to 5% by wei ght,
finely pulverizing the dried cellul ose ether and

depol yneri zing the fine powder."

| ndependent claim4 as granted read as foll ows:

"4, A nethod for preparing a base for filmcoating
pharmaceuticals conprising a cellul ose ether having a

| ow degree of polynerization obtained by causticizing a
pul p having a copper nunber of not nore than

0.4 ¢g/100 g, adding an etherifying agent to forma

cel lul ose ether having a high degree of polynerization,
then refining it with hot water, drying by heating to
adj ust the noisture content of the cellulose ether to 1
to 5% by weight, finely pulverizing the dried cellul ose
et her and depol ynerizing the fine powder."
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. The follow ng docunments inter alia were cited in the
pr oceedi ngs:

(1) IPPTA Vol. 24, No 4, Dec. 1987, 67-73

(6) EP-A-0 210 917

(13) Ul mans Encycl opedi a of Industrial Chem stry,
Vol . A5, Verlag Chem e, Weinheiml New York, 1986,
pages 461 to 468

L1l OQpposition was filed by two opponents and revocati on of
the patent in its entirety was requested pursuant to
Article 100(a) EPC on the grounds of |ack of novelty
and lack of inventive step and to Article 100(b) EPC on
t he grounds of |ack of sufficiency of disclosure.

| V. The appeal lies froman interlocutory decision of the
opposi tion division maintaining the patent in anmended
formunder Articles 102(3) and 106(3) EPC.

The opposition division considered that the amendnments
introduced in the main request (clains 1 and 4 filed
with the letter of 13 October 1999, clains 2 and 3 as
granted) met the requirenents of Article 123(2) EPC,
since the features introduced in clains 1 and 4 were
based in the specification of the application as filed.
It al so considered that the anmendnents did not
introduce a lack of clarity into the anended cl ai ns
(Article 84 EPC)

2631.D
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The opposition division further considered that the
di scl osure of the patent in suit provided sufficient
information to carry out the invention as clainmed and

hence the requirements of Article 83 EPC were net.

As regards the novelty of the subject-matter of

i ndependent clains 1 and 4, the opposition division
took the view that no single piece of prior art cited
during the opposition proceedi ngs disclosed, in

conbi nation, all the features specified in the said
cl ai ns.

Additionally, the opposition division considered the
al l egation of public prior use nmade by opponent | as
insufficiently substanti ated.

As regards inventive step, the opposition division
consi dered that document (6) represented the closest
prior art. It defined the technical problemas to
provi de cellul ose ether bases for filmcoating
pharmaceutical s having inproved whiteness and a | ow
degree of polynerisation. The opposition division
considered that the problemwas solved in the |ight of
t he exanpl es.

The opposition division further considered that there
was no clear indication in the prior art that cellul ose
pul ps with a | ow copper nunber would be particularly
suitable for the manufacture of cellul ose ether bases
for pharmaceutical coatings. The opposition division

al so stated that the skilled person could have

contenpl ated using the features specified in the clains
for making cellul ose ether bases for coatings but would
not have been able to recognise that using each of
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these features would lead to cellul ose ethers with
i mproved whit eness.

The appel |l ant (opponent 1) |odged an appeal agai nst
that decision. In its grounds of appeal it pursued the
issues relating to Article 123(2) EPC with respect to
the specification of the pulverization conditions in

t he i ndependent clains, as well as the issues relating
to lack of novelty for the products defined as
product s- by-process and | ack of inventive step for the
products and the process clained. It also filed with
its grounds of appeal additional technical data.

A comuni cation of the Board was sent as annex to the
summons for oral proceedings. The attention of the
parties was drawn to the passages in the application as
originally filed serving as basis for the anmendnent
concerning the pulverizing step in the independent
claims. The Board expressed its prelimnary opinion
that this amendnent coul d be considered all owabl e.

Mor eover, the Board rem nded the parties of the
particularities relating to product-by-process clains.

The appel |l ant announced by its letter of 26 June 2003
that it would not attend the oral proceedings.

Qpponent 1, which is a party as of right, announced
with its letter of 18 March 2003 that it did not intend
to attend the oral proceedings.

Wth its letter of 14 July 2003 the respondent
(patentee) replied to the Board's comruni cation with
argunents in favour of the novelty of the product

claim 1.
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Oral proceedings were held before the Board on
9 Cctober 2003.

The respondent maintained its main request as on file
and filed two anended sets of clains, as auxiliary
requests, during the oral proceedings.

Claim1 of the main request read as foll ows:

"1. A base for filmcoating pharmaceuticals conprising
a cellul ose ether having a | ow degree of polynerization
obt ai nabl e by causticizing a pul p having a copper
nunber of not nore than 0.4 g/ 100 g, adding an
etherifying agent to forma cellul ose ether having a
hi gh degree of polynerization, then refining it with
hot water, drying by heating while nmaintaining the
tenperature of the cellulose ether to be dried in the
range of 40 to 80° C and maintaining the inner surfaces
of the drying apparatus at a tenperature of not nore
than 100°C, to adjust the noisture content of the
cellulose ether to 1 to 5% by weight, finely

pul verizing the dried cellul ose ether using an inpact
pul verizer for not nore than one m nute and

depol yneri zing the fine powder." (enphasis added by the
Boar d) .

Claim4 of the main request read as foll ows:

"4, A nethod for preparing a base for filmcoating
pharmaceuticals conprising a cellul ose ether having a

| ow degree of polynerization obtained by causticizing a
pul p having a copper nunber of not nore than

0.4 g/100 g, adding an etherifying agent to forma
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cel lul ose ether having a high degree of polynerization,
then refining it with hot water, drying by heating
whil e maintaining the tenperature of the cellul ose
ether to be dried in the range of 40 to 80°C and

mai ntai ning the inner surfaces of the drying apparatus
at a tenperature of not nore than 100°C, to adjust the
noi sture content of the cellulose ether to 1 to 5% by
wei ght, finely pulverizing the dried cellul ose ether
using an inpact pul verizer for not nore than one m nute
and depol ynerizing the fine powder." (enphasis added by
t he Board).

Claim1l of the first auxiliary request differed from
claiml1l of the main request by the introduction of the
followi ng "being free of inpurities and having a
viscosity as a 2% aqueous solution as determ ned at
20°C of not nore than 20 cST" (enphasis added by the
Board), after the expression "cellul ose ether having a
| ow degree of pol ynerization".

The second auxiliary request contained one claim which
was identical to claim4 of the main request.

The respondent’'s argunent relating to the adm ssibility
of the auxiliary requests filed during the oral
proceedi ngs may be summari sed as foll ows:

The first auxiliary request was filed in order to
overconme the Board's objections with respect to a
possi bl e | ack of novelty of the product claim It was
filed at such a | ate stage because the Board's
comuni cation (sent as annex to the summons for oral
proceedi ngs) was not sufficiently detailed. The scope
of the anmended product claim1l was narrowed in the
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first auxiliary request. Moreover, the nodifications
arose froma conbination of clains (claim2 was
introduced into claim1) and fromthe introduction of
an expression taken fromthe description of the
application as originally filed ("being free of
impurities").

The respondent further argued that the description of
the patent in suit was not too long, therefore this
nodi fication of the claimcould have been expect ed.

The second auxiliary request merely concerned the
del etion of the product cl aimns.

The respondent’'s argunents with respect to novelty may
be summari sed as foll ows:

The product of claim1 was directed to a base for film
coating pharnmaceuticals conprising a cellul ose ether
having a | ow degree of pol ynerization and which was
obt ai nabl e by specific process steps, which had an

i npact on the product structure and whi ch nade the
product different fromthe known products. Basically,
this was due to the avoi dance of chronophoric groups
such as carbonyl groups forned through the

nodi fi cati on/ oxi dati on of the cellul ose ether, which
sharply increase the yellow i ndex of the cellul ose

et her and cannot be renopved to a great extent. Moreover,
the cellul ose ethers may contain inpurities which are
not carbohydrates and whi ch cannot be extracted in the
etherification step. By conducting the process steps of
claiml1, a cellulose ether free of inpurities was
obt ai ned.
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None of the prior art products had the degree of
whi t eness of the products according to claim 1.

In particular, docunent (6) disclosed products with a
certain whiteness degree and stated specific yell ow

i ndex values for the products. However, the products of
the patent in suit showed | ower yellow i ndex val ues

t han the known products due to the specific process
steps (the use as starting material of a pulp with a

| ow copper nunber, the tenperatures and the noisture
content in the drying step, and the conditions used in
t he pul verization step).

The respondent al so stated that harsh drying conditions
or excessive pulverisation |ead to degradation of the

products.

Addi tionally, the respondent argued that the nethod
claimed was clearly novel since none of the prior art
docunents disclosed all the process features in

conbi nati on

Wth respect to inventive step the respondent’'s
argunents may be summari sed as foll ows:

Docunent (6) was the closest prior art. The probl em was
to provide a nethod for preparing a base for film
coating pharnmaceuticals conprising a cellul ose ether

wi th inproved whiteness.

The probl em had been plausi bly solved over docunment (6)
in view of the yellow index val ues shown by the
experinment results given on table 2 of the patent.
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Besi des | ower yellow i ndex val ues than those of the
products of docunent (6), the yellow index of the
tabl et coated with the cellul ose ether according to the
patent in suit was surprisingly |ow and stable over
time.

The reaction conditions for the depol ynerization were
not defined in the clainms, but the skilled person woul d
not provide for depolynerization conditions affecting

t he yel |l ommess of the products.

The solution was not obvious in the light of the cited
prior art, since that gave no indication to nodify the
known processes by the features defined in the clains
as the solution to the technical problem

In particular, there was no indication in docunent (6)
of the copper nunber of the cellul ose pulp, of the
tenperature in the drying step or of the conditions to
be used in the pulverization step.

The respondent stated that the copper nunber of the
starting materials according to the invention was
extrenely low. In reply to the appellant's subm ssions,
t he respondent did not deny that cellul ose pul ps having
such | ow copper nunber were commercially avail abl e at
the tinme of the invention, but it contended that there
was no incentive in the prior art to use such products
for the clainmed nethod.

There was no suggestion in the prior art to conbine the
three nentioned features in order to achi eve products
with an inproved degree of whiteness.
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The teachi ng of docunent (13) was very general and

al t hough this docunent disclosed a certain percentage
of noisture to be nmaintained at the drying step, the
docunent did not disclose any tenperatures or the
mlling conditions. Furthernore, there was no specific
mention in docunent (13) of the copper nunber of the
starting material s.

Finally, the respondent stated that the clai ned process
avoi ded the need for Dbl eaching.

The appel | ant requested that the decision under appeal
be set aside and that the European patent No. 0 497 985
be revoked.

The respondent requested (main request) that the appeal
be dism ssed and that the patent be nmaintained as
anmended by the decision under appeal or alternatively
t hat the decision under appeal be set aside and that
the patent be maintained in accordance with either the
first or second auxiliary requests filed during the
oral proceedings.

Reasons for the Decision

1.1

1.2

2631.D

The appeal is adm ssible.

However, the admissibility of the two set of clains
filed by the respondent during the oral proceedings
before the Board has to be consi dered.
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The respondent argued, in justification of the late
filing of these requests, that they concerned an
attenpt to overcone objections raised by the Board
agai nst the novelty of the product claim

The Board indeed called the parties' attention to the
i ssue of novelty of the product clains (in view of
their "product-by-process” nature) in the annex to the
sumons to the oral proceedi ngs, which was sent on

18 of Decenber 2002, i.e. about 10 nonths before the
date of the oral proceedings.

The Board's comuni cation said inter alia: "Hence, the
guestion arising when assessing the novelty of the
subject-matter of claim11 is whether the process as
defined in claim1 confers physical characteristics
imparting novelty to the product (cellulose ether) with
respect to the cellul ose ethers known in the art.".

The Board notes that the respondent replied inits
letter of 14 July 2003 to the novelty objection raised
in the Board' s communi cati on.

Therefore, the Board holds that the respondent had
sufficient time and anple opportunities to provide
further amended cl ains before the oral proceedings. If
t he respondent chose to file the new set of clains at
such a late step, it risked facing an adm ssibility
objection, all the nore so as the requests were filed
after the appellant had announced that it was not
attendi ng the oral proceedings.
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1.2.5

1.2.6

1.3
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Claim1 of the first auxiliary request has been anended
not only by incorporating claim2 of the previous set

of clainms on file, but also by introducing a further
feature fromthe description. The Board considers that
the feature introduced fromthe description has an

i nfluence on the assessnent of the patentability of the
product cl ainms which could not have been predicted from

the witten subm ssions.

I n concl usion, the Board considers the first auxiliary
request submtted during the oral proceedings to be
i nadm ssible, since it was filed too |ate.

Wth respect to the second auxiliary request submtted
during the oral proceedings the Board considers it to
be adm ssible, since it nmerely relates to the deletion
of the product clains. The only remaining claimin the
second auxiliary request is the nethod claim(claim4
of the main request already on file).

In the Board' s conmuni cati on sent as annex to the
sumons for oral proceedings the Board expressed a
positive prelimnary opinion in relation to the
amendnent objected to by the appellant under

Article 123(2) EPCin its grounds of appeal. The

appel lant did not argue this further and the Board sees
no reason to differ fromits prelimnary opinion

Furthernore, the anmended clains relate to restrictions
of the claimed subject-matter in the granted version
and neet the requirenents of Article 123(3) EPC
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The appel l ant did not pursue during the appeal
proceedi ngs the opposition ground relating to
Article 100(b) EPC and the Board sees no reason to
differ in this respect fromthe conclusions of the
opposi tion division.

Mai n request

Claim1l relates to "a base for filmcoating
pharmaceuticals conprising a cellul ose ether having a
| ow degree of polynerization". Accordingly, claiml is
directed to a product per se. aim1l further defines
t he cellul ose ether having a | ow degree of

pol yneri zation by its production process and thus the
cellul ose ether is defined as a "product-by-process".

The expression "a base for filmcoating
pharmaceutical s" only adds, to the "cellul ose ether”
clainmed, the condition of suitability linked to its use
as a constituent of a base for filmcoating

phar maceuti cal s.

Cel I ul ose ethers having a | ow degree of polynerization,
which are suitable as constituents of a base for film

coati ng pharnmaceuticals are known, in particular from

docunent (6) (page 1, first sentence, second paragraph,
page 2 | ast paragraph, page 7, lines 3 to 10).

Mor eover, the cellul ose ethers having a | ow degree of
pol ynmeri zati on and hi gh whiteness disclosed in
docunent (6) are prepared by depol ynerization of a
cellul ose ether with a high degree of polynerization
(page 4, lines 5, 6 and page 4, second paragraph).
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2.1.3

2.1. 4

2.1.5
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It remains to assess whether the cellul ose ether of
claim 1l can be distinguished fromthose of the prior
art, particularly fromthose of docunent (6), by the
process steps nentioned in the claim

It is to be noted that claim 1l defines the chem cal
transformations responsi ble for the structural
characteristics of the product (m xture of products)
obtained fromthe initial cellulose pulp only in very
general terms such as "etherification”,
"depol yneri zation" and that the products of docunent (6)
are al so obtai ned by depol yneri zation of etherified

cel | ul ose.

The process features specified in the claimnerely
relate to work up conditions of internediate steps.
These work up conditions may have a certain influence
in avoi ding degradation of the internedi ate products

al ready obtained, but that influence is negligible as a
characterizing feature for the final end products,
since the claimremains silent with respect to the
reaction conditions for the major chem cal
transformati ons which the products undergo.

Furthernore, the claimlacks any characterization of
t he obtai ned products apart fromthe expressions

"cel lul ose ethers having a | ow degree of

pol yneri zation" (final product) or "cellul ose ethers
havi ng a hi gh degree of polynerization"” (internediate
product).
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Therefore, the Board can only conclude that claim1l
enconpasses known cel |l ul ose ethers having a | ow degree
of polynerization such as those disclosed in

docunent (6).

Wth respect to the respondent's argunent relating to
an avoi dance of chronophoric groups (such as carbonyl)
in the end conmpounds and to the inproved whiteness of
the end products, the following has to be said: neither
t he degree of substitution (DS) nor the yell ow i ndex
(Yl) of the cellulose ethers (intermedi ate and fi nal
products) are defined in the claim

Moreover, in view of the lack of specification in the
clainms of the main transformations "etherification" and
"depol ynmerization", it remains open how many free OH
groups remai n in the conpounds whi ch undergo oxi dation
and |l ead to degradation products, inter alia during the
depol ynmeri zati on process.

Additionally, the term "depol yneri zation" al one
enconpasses both mld and nore harsh conditions, e.g.
with respect to the concentration of hydrogen chloride
in the reaction nedium The inpact on the yell owness of
the end products has been shown in docunent (6) (page 5,
lines 16 to 20).

Therefore, the all eged avoi dance of reducing-type by-
products such as those having carbonyl groups or

avoi dance of degradation in previous internedi ate steps
cannot serve to characterise the final end product
clainmed if the product is obtained under any chem cally
meani ngf ul depol ynmeri zati on conditions froma cellul ose
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ether broadly defined (w thout any indication of its Vi
or its DS), as having a high degree of polynerization.

2.1.8 Finally, an initial |ow copper nunber of the cellul ose
pul p used as starting material does not provide for the
absence of degradation by-products in the final end
products or for a high purity of the final end products,
whi ch mai nly depend on the reaction conditions of
several chem cal transformations which the starting
products have to undergo and which are not specified in
t he cl ai ns.

2.2 In conclusion, the main request fails to neet the
requi renents of Article 54(1) and (2) EPC

3. Second auxiliary request

3.1 Claim 1 of the second auxiliary request relates to a
"met hod for preparing a base for filmcoating
pharmaceuticals conprising a cellul ose ether having a
| ow degree of pol ynerization".

3.2 The method clained in claim1 of the second auxiliary
request is novel, since none of the prior art docunents
cited in the opposition and appeal proceedi ngs
di scl oses all the process features appearing in the
claim

3.3 The cl osest prior art is docunment (6) which relates to
a nmethod for the preparation of a cellul ose ether
havi ng a decreased degree of polynerization (low
aver age nol ecul ar wei ght) and havi ng hi gh whiteness.
The cel l ul ose ether product obtained by the nmethod of
docunent (6) gives a 2% by wei ght aqueous sol ution

2631.D
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having a viscosity of 20 centi poises or |ower (enphasis
added by the Board) at 20°C (page 2, |ast paragraph,
page 3, lines 1 to 10).

3.3.1 The cellulose ether products obtained in docunent (6)
are useful "as a coating agent of solid nedi canent
fornms of which high whiteness is particularly
desi rabl e" (page 7, second paragraph).

3.3.2 The preparation of the cellul ose ether having a
decreased degree of polynerisation takes place
according to docunent (6) by depolynerization of a
broad variety of cellulose ethers with the condition
t hat they have a hi gh degree of polynerization (page 3,
| ast paragraph, page 4, lines 1 to 7).

It is further disclosed on page 4, lines 7 to 10: "For
exanple, the starting cellul ose ether should give a 2%
by wei ght aqueous sol ution having a viscosity of at

| east 20 centi poises up to several hundreds of
centi poi ses at 20°C'

3.3.3 Mreover, the cellul ose ether having a high degree of
pol yneri zati on should be, as disclosed in docunent (6),
in powder form and have preferably a particle size
distribution as fine as desired in order to facilitate
t he depol yneri zation reaction under the conditions
di scl osed in said docunent (page 4, lines 13 to 17).

3.3.4 Docunent (6) is silent about the specific origins or
preparation of the cellul ose ether having a high degree
of polymerization which is used as starting materi al
for the depol ynerization. However, in view of the fact
that the class of cellulose ethers nentioned at the

2631.D
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passage bridgi ng pages 3 and 4 (al kyl and hydroxyal kyl
cel lul oses such as nethyl cellul ose, hydroxyet hyl
cel l ul ose, hydroxypropyl cellul ose, hydroxyal kyl al kyl
cel l ul oses such as hydroxyet hyl nethyl cellul ose, etc.)
is very well known in the art, it can only be concl uded
that any comercially avail abl e products or products
obt ai nabl e by conventional neans are suitable as
starting material, except those having inpurities
maki ng them unsui table for the pharmaceutical use (such
as certain derivatives originating fromrecycling

cel lul ose waste materials).

The respondent defined the problemunderlying the
patent in suit as to provide a nethod for preparing a
base for filmcoating pharmaceuticals conprising a
cellul ose ether with inproved whiteness.

However, there is no evidence to denonstrate that the
process features specified in the claimpositively

i nfluence the whiteness of the end product

i ndependently fromthe physical and chem cal
transformati ons nmentioned very broadly in the claim

The data displayed in table 2 of the patent in suit,
referred to by the respondent, cannot serve as a
strai ght conparison with docunment (6), since the
products treated and obtained are not conparable. A
the exanples in table 2 relate to the preparation of
hydr oxypropyl nethyl cellul ose products, whereas the
specifically prepared products in docunent (6) are
nmet hyl cel l ul ose and hydroxyet hyl cellul ose products.
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Therefore, the all eged presence of an inprovenment with
respect to the known products cannot serve as a basis
for the technical problemsolved by the invention.

In view of the above analysis, the Board is not
satisfied that the problem defined by the respondent
has been plausibly solved by the clainmed invention.

Accordingly, the problemto be solved can only be seen
as the provision of an alternative nmethod for preparing
a base for filmcoating pharmaceuticals conprising a
cellul ose ether having a | ow degree of pol ynerization.

The problemis solved by the nmethod features of claiml
for the preparation of the cellul ose ether, as fine
powder, having a high degree of polynerization.

In the light of the exanples and the description of the
patent in suit, the Board is satisfied that this
probl em has been pl ausi bly sol ved.

It remains to be investigated whether the proposed
solution is obvious in the light of the prior art to
the skilled person in the field, i.e. an organic
chem st with practical know edge of industrial

phar maceuti cal technol ogy.

The skilled person starting from docunent (6) would
apply his or her common general know edge to the
conventional preparation of the cellul ose ether having
a high degree of polynerization to be subject to

depol yneri zati on.
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3.9.2 Docurent (13) is a well known encycl opaedi a whi ch
discloses in its entry for cellulose ethers such a
conventional nethod for preparing them

The process as shown in Figure 2 of docunent (13)
conprises the inter alia the following: treatnment with
aqueous NaOH of cellul ose, etherification,
neutralization, isolation of crude cellul ose ether,
purification by extraction of salts and by-products,
optionally conmpoundi ng and cross |inking, drying and
finally mlling.

For the production of cellulose ethers with viscosities
| oner than 50 000 nPa s (2% aqueous sol ution, anbient
tenperature), the nmethod consists of starting froma
cellulose pulp alnost free of lignin, highly purified,
wel | - bl eached, and with high &-contents (page 466,
second paragraph of point 2.1 under the headi ng "Row
Material"). The skilled person clearly recognises in
this definition a cellul ose pulp having a | ow copper
nunber .

Causticizing, etherification and neutralization
conditions are disclosed on pages 466 to 467 of
docunent (13).

3.9.3 Wth respect to the workup, docunent (13) discloses a
purification by neans of washing with hot water (that
means refining wth hot water). This purification
allows the elimnation of by-products and degradation
products (page 467, right col um paragraph before the
| ast).

2631.D
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Docunent (13) al so discloses the drying of the product.
In that context docunent (13) teaches: "Overheating or
prol onged drying shoul d be avoi ded because decreased
solubility or thermal degradation of the product may
occur. Therefore, cellulose ethers should not be dried
exhaustively, and 1-10% of the water should remain in
the product." (enphasis added by the Board) (page 468,
| eft columm, second paragraph).

Docunent (13) further indicates that "The material is
subsequently mlled under mld conditions." (page 468,
| eft colum, third paragraph).

Consequently, the skilled person faced with conpleting
and putting into practice the nethod disclosed in
docunent (6) only needs comon general know edge as
represented by docunent (13). It is indeed within the
skilled person's common know edge to find by routine
experinmentation the tenperature for avoiding
overheating or thermal degradation in the drying step
and the pul verizer type (to be chosen anong those
commercially known) together with an adequate tinme for
achieving mld mlling of the cellul ose ether having a
hi gh degree of polynerization.

In the absence of any evidence showi ng a specific
effect related to the tenperature used in the drying
step, the reference to the process feature "drying by
heati ng while maintaining the tenperature of the
cellulose ether to be dried in the range of 40 to 80°C
and mai ntaining the inner surfaces of the drying
apparatus at a tenperature of not nore than 100°C' can
only be regarded as a careful drying step, for avoiding
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over heating and thermal degradation as known from
docunent (13).

Simlarly, in the absence of any evidence show ng a
specific effect related to the use of an inpact

pul verizer for not nore than one m nute, such a process
step only provides mlling conditions for the fine
powder preferably required by the depol ynerization

nmet hod di scl osed in docunent (6).

In particular, it is to be noted that the claimnerely
states a maxi mum pul veri zation time and the use of an
i npact pul verizer in general, but it remains silent

about the particle size of the powder.

In both exanples 4 and 5, shown in table 2 of the
patent in suit, the particle size of the pulverized
cellul ose ether is of the order of 50 pm

However, such a specific particle size is not an
inevitable result of using any inpact pulverizer for
not nore than one mnute and therefore does not limt
the clai ned subject-matter

In conclusion, there is no evidence that the features
specified in the clainms for the work up conditions have
any influence on the whiteness of the end products

ot her than that achieved by the conventional nethods
for drying and mlling disclosed in docunent (13).

Wth respect to the noisture content, it does not
require further consideration by the skilled person,
since the clainmed noisture content of 1 to 5% fully
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overlaps with the range 1 to 10% specifically disclosed
in docunent (13) (page 468, left colum).

Furt hernore, docunment (6) indicates: "A comrercially
avai | abl e product of cellul ose ethers usually contains
fromabout 0.5 to about 2.5% by wei ght of

noi st ure" (enphasi s added by the Board). This noisture
content in the starting cellul ose ether should be taken
into calculation for adjusting the concentration of the
sol ution of hydrogen chloride used as agent for the
depol yneri zati on (page 5, |ast sentence, page 6 first

sent ence) .

Therefore, the Board concludes that the nethod clainmed
inclaiml of the second auxiliary request |acks an
inventive step since it relates to the obvious
reproduction by the skilled person of the teaching of
docunent (6) in the Iight of general know edge (as
shown by docunent (13)) and routine experinentation.

Wth respect to the respondent’'s argunent that

docunent (13) does not specify the copper nunber of the
cellulose pulp to be treated, the followi ng has to be
consi der ed.

It was undisputed by the parties that, the |ower the
copper nunber, the higher the purity of the cellul ose
pul p and that, the |ower the copper nunber, the | ower

t he amount of reduci ng-type by-products or degradation
products possessi ng chronmophoric groups such as
carbonyl groups. This was known | ong before the
priority date of the patent in suit (e.g. docunment (1),
pages 69 to 70).
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To use highly purified products is a standard aimin
preparative organic chem stry for pharmaceutical uses.
Hence, the skilled person when follow ng the teaching
of document (13, with a view to subsequent
pharmaceutical use as disclosed in docunent (6), would
have chosen the purest cellul ose pul ps available, i.e.
those with the | owest copper numnber possible.

Finally, it was al so undi sputed by the respondent that
cel l ul ose pul ps having a copper nunber of not nore than
0.4 g/100 g were comerci ally avail abl e products at the
priority date of the patent in suit.

Additionally, and contrary to the respondent's
argunents, the nmethod of claim1 does not specify the
direct use of a wood pulp in the causticizing and
etherification.

In its broadest sense the expression "pul p" enployed in
the claimnerely neans "a soft, wet, shapel ess nmass of

material".

Hence, the inpregnation of a cellul ose powder with a
solvent or its pre-treatnment wi th aqueous NaOH and
consequent swelling, |eaves the cellulose as pulp to be
further treated with highly concentrated NaOH, i.e. the
causticizing of a cellulose pulp takes place as in
docunent (13) (page 466, right colum, two | ast

par agr aphs).
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3.11.4 Finally, the nethod clained does not necessarily
prevent bl eaching, as stated by the respondent; it may
prevent bleaching at a late stage if the
depol yneri zati on conditions chosen are those discl osed
in docunent (6) (page 7, second paragraph).

3.12 Accordingly, the second auxiliary request is rejected
for lack of inventive step (Article 56 EPC)

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:
A. Townend U OGswald
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