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Summary of Facts and Subm ssi ons

The appeal was filed on 15 October 2001 by the
Proprietor of European patent No. 0 729 558
(hereinafter denoted Appellant) agai nst the decision of
t he opposition division, dated 6 July 2001 and issued
in witing on 3 August 2001, to revoke the patent. The
appeal fee was also paid on 15 COctober 2001 and the
statenment setting out the grounds of appeal was
submtted on 12 Decenber 2001

. The opposition was based on the grounds of |ack of
novelty and inventive step, insufficient disclosure and
added subject-matter. The opposition division decided
that the anended clains filed by the
Proprietor/ Appellant net the requirements of novelty,
sufficiency of disclosure and support in the original
di scl osure but failed to involve an inventive step in
vi ew of docunments D1 and D4 of the foll ow ng docunents
considered in the proceedings:

D1: EP-A-0 103 365

D2: copies of two pages of a brochure "feuerfest abc"”,
Di di er

D3: AT-B-175 069

D4: DE-A-32 35 490

D4 was submtted by the Opponent during the oral
proceedi ngs before the opposition division and
i ntroduced into the proceedings as being of particul ar

rel evance.
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The Appellant submtted, with the statenment of the
grounds of appeal, new sets of clains according to a
mai n request and ten auxiliary requests, the main
request conprising an independent claim1l directed to a
wear |ining and an independent claim 13 directed to a
brick. In a conmunication issued as an annex to the
sumons to attend oral proceedi ngs pursuant to

Article 11(2) RPBA the Board expressed the prelimnary
opi nion that independent claim1 was considered to be
pat ent abl e but claim 13 seened to | ack an inventive
step and the dependent claim8 was not allowable in
view of Rule 57a EPC.

By fax of 18 Septenber 2003 the Appellant submtted
amended clainms 1 to 15 according to a main request and
four auxiliary requests, each request conprising a
singl e independent claim1l directed to the wear I|ining,
and anended description pages 2 to 4.

After the opposition was w thdrawn by the Opponent on
18 Septenber 2003 the oral proceedi ngs schedul ed for
23 Septenber 2003 were cancel |l ed.

The sol e i ndependent claim 1l of the main request reads
as foll ows:

"1. Wear lining for a rotary furnace of an incineration
installation for chem cal waste, wherein the wear
lining conprises tapered bricks having a main taper,
wherein the tapered bricks are installed in the furnace
in the formof a vaulted lining, wherein the main taper
of each tapered brick is matched to the desired vaulted
i ning shape,
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wherein the height of the tapered bricks extends in the
t hi ckness direction of the lining, wherein the tapered
bri cks have supplenentary to the main taper an

addi tional axial taper extending in the same taper
direction as the main taper over 0,1 to 0,6 tines the
hei ght of the tapered brick, which additional axial
taper provides, on the inside of the lining, an
increase in the gap wi dth between adjoi ning bricks

whi ch decreases towards the outside of the Iining,
characterised in

that the increased gap wi dths between the bricks are
filled wwth nortar, and

that the bricks are of the type having a high corundum
content, which type contains at |east 70% al um ni um
oxi de and al so contains oxides of one or nore of the
followi ng elenents: silicon, titanium zirconium

sodi um chrom um magnesi um and phosphorus."”

The Appel l ant requests that the inpugned decision be
set aside and that the patent be naintained on the
basis of the anmended clains 1 to 15 according to the
mai n or one of the four auxiliary requests filed on

18 Septenber 2003 together with the anended description
pages 2 to 4 filed on 18 Septenber 2003, description
pages 5, 6 as well as Figures 1, 2 of the patent being
unchanged. It further requests reinbursenent of the
appeal fee and reapportionnment of costs to the
detriment of the Opponent.
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These requests are supported by the follow ng argunents
of the Appellant:

Al'lowabi ity of the anended cl ai ns:

Claim1l1l of the main request defined, in conformty with
the description in colum 4, lines 6 to 9, and claim3
of the patent, the additional taper as being an axial
taper extending in the same taper direction as the main
taper over 0,1 to 0,6 tines the height of the bricks.
The further definition, in the auxiliary requests, of

t he continuous or uninterrupted additional gap w dths
and of the flat faces of the additional taper were
clearly derivable fromthe figures.

Docunent D1 was the closest prior art but disclosed
neither the application of nortar in the gaps between
the bricks of the wear lining nor bricks of the type
havi ng a hi gh corundum content. The material of the
bricks, periclase, and the collapsing protrusions at
the additional taper rendered the bricks unsuitable for
an incineration installation for chem cal waste. Wil st
a brick material of high corundum content was discl osed
in D2, wthout however nentioning the suitability for

i nci neration devices for chem cal waste, D3 and D4
taught the use of nortar as a filler of gaps between
the bricks of the lining for various purposes, in
particul ar for absorbing the thermal expansion of the
bricks by softening or nelting (D3, D4) or for
providing structural rigidity and conpensati ng
installation errors (D4). However, these purposes
related to the gaps between bricks having at nost a
single taper and woul d be inconsistent with D1 where

t he gaps between the bricks in the region of the
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additional taper should allow for free expansion of the
bricks. Further, none of those docunents contained any
suggestion that they could be conbined.

Rei mbur senment of the appeal fee and apportionnent of
costs:

Docunment D4, which was considered by the opposition

di vision as suggesting filling the increased gap w dths
with nortar, was submtted by the Qpponent during the
oral proceedi ngs before the opposition division, ie at
the | atest stage possible, although it nust have been
aware of this docunent before and, fromthe annex to
the summons to the oral proceedings, of the necessity
of submtting further evidence in support of the use of
nmortar in conjunction with tapered bricks. The
Appel I ant was given the opportunity to conment on this
docunent only after the end of the decision formng
process of the opposition division which included this
docunent. Its proposal to termnate the ora
proceedi ngs and to continue in witing was not

f ol | owed.

Bef ore wi thdrawi ng the opposition the Opponent in its
position as Respondent requested dism ssal of the
appeal and subnmitted essentially the foll ow ng

count erargunents.

Al'lowability of the anended cl ai ns:

The added feature concerning the additional "axial"
taper extending in the same taper direction as the main
taper was contrary to the disclosure in the patent and
in the original application where, as pointed out in
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t he deci sion under appeal (see point 4 of the reasons),
the main taper extended in a radial direction. This new
feature al so caused problens under Article 100(b) EPC
because it was inpossible to conbine an additi onal

axial taper with a radial nmain taper. As to the
auxiliary requests, a continuous gap was inconsistent

wi th the bonded brickwork of Figure 2, and the clained
specific shape of the bricks or gap could not be
considered as inplicit to the disclosure because it was
only one of a plurality of possibilities for providing

addi tional room for expansion.

The teaching of D1 was not limted to periclase but

i ncl uded bricks nmade of any refractory material, which
may be al kaline material such as periclase as well as
acidic material such as al um nium oxide. Mrtar was
known fromD3 and D4 for filling the gaps between the
bricks in vaulted furnace linings. A skilled person
faced with the problem of inproving the resistance of
the lining to chem cals and of absorbing the therma
expansi on of the bricks would not disregard this known
teachi ng solely because the gaps of D1 had an
additional taper. An additional beneficial effect such
as i nproved protection agai nst chem cal attacks could
not render claim1 inventive if it was obvious in view
of known effects such as the absorption of therma

expansi on, uniform pressure distribution etc.

Rei mbur senment of the appeal fee and apportionnent of
costs:

Docunent D4 belonged to a predecessor in rights and the
Respondent was not aware of this docunent until
i edi ately before the oral proceedings. The Appel | ant
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was given tinme, during a break of the oral proceedings,
to study this docunent, and did not indicate that this

time was insufficient.

Reasons for the Deci sion

1

2458.D

The appeal neets the requirenents of Rule 65(1) EPC and
is, therefore, adm ssible.

Whereas pursuant to Rule 60(2) EPC opposition
proceedi ngs may be continued, at the discretion of the
opposi tion division, when the opposition is w thdrawn,
wi t hdrawal of the opposition by the Respondent in
appeal proceedi ngs has no procedural significance since
t he appeal proceedings are al ways determ ned by the
appel l ant which is the patent proprietor. In this case
t he Board of Appeal has to exam ne the substance of the
opposition division's decision of its own notion. The
Respondent ceases to be party to the appeal proceedi ngs
in respect of the substantive issues, but remains party
to them as regards apportionnent of costs (see T 629/90,
Q) 1992, 654; T 789/89, QJ EPO 1994, 482).

Added subject-matter and insufficient disclosure
(Articles 100(b) and (c) EPC)

Claim1 of the main request corresponds to claim1l of
the main request considered in the decision under

appeal and differs fromgranted claim1l in substance by
defining the additional taper as being an axial taper
extending in the sane taper direction as the main taper
over 0.1 to 0.6 the height of the brick. The

conbi nation of an axial main taper with an axi al
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additional taper is disclosed in colum 4, lines 6

to 9, of the patent, corresponding to page 4, lines 23
to 25, of the original application, and shown in the
figures where, in conformty with the definition of the
taper extensions in paragraph 0015 of the patent, the
joint or gap defined by both tapers extends in an axi al
direction. This is distinguished fromthe
circunferential direction of the joints or gaps in a
circunferential taper. Since, according to this
definition, a taper may extend either in an axial or in
a circunferential direction, the expression "in the
sanme taper direction"” enployed in claim1l cannot nean
anything el se but an axial taper if the additional

taper is an axial taper. This does not exclude an
addi ti onal common radial extension of the joint or

gaps, as referred to in the decision under appeal (see
point 4 of the reasons). The grounds of Article 100(b)
and (c) EPC do not, therefore, prejudice maintenance of
the patent on the basis of the main request.

Novel ty and inventive step (Article 100(a) EPC)

Concerni ng the grounds of |lack of novelty and inventive
step the Board shares the view of the parties that the
subj ect-matter of anmended claim1l is considered to be
novel and that document D1 represents the nearest prior
art.

Thi s docunent discloses a lining of a rotary kiln with
tapered bricks (page 3, first paragraph) having a main
taper (15a) and an excess taper (15b) extending over
about half of the height of the brick to obtain a
desired amobunt of thermal expansion allowance at the
hot face of the brick (see figures and page 3, |ine 18,
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to page 4, line 6). During construction of the lining

t he thermal expansion space at the hot ends of the
bricks is secured by small raised portions (22) at the
excess taper which collapse when the structure is
heated (page 4, line 34, to page 5, line 4), whereas
the bricks are closely adjoining in the region of their
mai n taper (15a) to provide a tight structure (page 5,

| ast paragraph). A preferred material for the bricks is
"high-purity periclase" or "high fired pericl ase-chrone
brick” but any known refractory material may be used
for application "in any known structure where
refractory brick are used"(page 5, lines 19 to 25).

It can be concluded fromthis disclosure that the taper
and the additional taper are axial tapers in the sense
of the patent, whereby the nain taper is matched to the
desired vaulted shape of the lining in a rotary furnace
and the excess taper provides an increase in the gap

wi dt h between adjoining bricks on the hot inside of the
lining. The suitability for incinerating chem cal waste
wi |l depend to sone extent on the material of the
bricks but the nmention of "any known refractory
material” wll encourage the skilled person to nmake a
sel ecti on anongst the comonly known materials,
according to the conditions to be net, preferring known
refractory materials with a high content of al um nium
oxide for conditions prevailing in waste incinerations
over periclase (ie magnesia) which was known to be
unsuitable, as was set forth in the decision under
appeal (see point 7 of the reasons) and renai ned

undi sput ed.
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The remai ning feature distinguishing the subject-matter
of claiml1l fromthe wear lining of D1 is, therefore,
that the increased gap wi dths between the bricks are
filled wwth nortar. Wth regard to inventive step it
will therefore have to be determ ned whether the
skilled person would consider, in view of the avail able
prior art, filling the free space between the
additionally tapered sections (15b) of adjoining bricks
in the wear lining of DL with nortar.

It was held, in the appeal ed decision, that, "as could
be seen fromD4 ... it was usual at the tine of D1
originating from1983 to fill the gaps between the non-
tapered bricks of the vaulted lining of rotary furnaces
with nortar”. This was held to be still nore obvious
for doubl e-tapered bricks form ng increased gaps
according to D1. The Respondent argued al ong the sane
lines, stating that filling wedge-shaped interstices
bet ween adj oi ning bricks in vaulted wear |inings was
known from D3 and D4 for various reasons such as
absorbing thernmal expansion of the bricks, obtaining a
uni form pressure distribution in the bricks, providing
structural rigidity and conpensating installation
errors, and that a skilled person would not disregard
this known teaching in the case of the doubl e-tapered
bri cks of DL.

The Board cannot follow this argunment. It is not

di sputed that a nortar filling is known for the
purposes referred to by the Respondent. However, it
nmust be taken into account that these purposes refer to
a nortar filling separating the |oad-carrying adjoining
faces of the bricks. For exanple, the uniform pressure
di stribution expressly concerns the contacting surfaces
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of the bricks (D4, |ast paragraph of page 2),
installation errors can be conpensated and structural
stability can be provided only by applying nortar

bet ween those | oad-carrying faces. Since, in D1, the

| oad-carrying faces of the bricks are the main tapered
sections (15a), a skilled person considering the use of
nortar for obtaining the beneficial effects nentioned
in D3 and D4 in the wear lining of D1 would provide a
nortar filling between the adjoining nmain tapered
sections (15a), instead of installing the bricks with
direct mutual contact. There is no reason to apply the
nortar also to the increased gap between the additional
tapered sections (15b) because this woul d be

i nconsistent with the function of this gap, in D1, to
permt free expansion of the brick at the hot end, once
the rai sed portions (22) are collapsed, and woul d not

| ead to any inprovenent with regard to the known
objects of the nortar filling since the brick faces at
t he additional tapered section are not |oad-carrying.

As a consequence, the consideration of filling nortar
in the increased gap w dths cannot be based on the
effects described in D3 and D4 but requires further
considerations of a skilled person. In fact, an

i nprovenent with regard to resistance of the bricks to
chem cals or protection of the |ining against
aggressive attack could be a potential basis for such
consi derations, but there is no suggestion in the
avail abl e prior art that nortar could be used for such
a purpose. Hence, the available prior art cannot

provi de a pointer towards the clainmed solution which,
therefore, has to be considered as involving an

i nventive step.
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The grounds of Article 100(a) do not, therefore,
prejudi ce mai ntenance of the patent on the basis of
amended claim 1 of the main request either. The further
claims 2 to 15 are directly or indirectly dependent on
claiml and can, therefore, also be maintained.

Since the patent can be maintained on the basis of the
mai n request there is no need to consider the clainms of
the auxiliary requests.

Rei mbur senent of the appeal fee

Pursuant to Rule 67 EPC the rei nbursenent of the appeal
fee shall be ordered where the Board of appeal deens an
appeal to be allowable, if such reinbursenent is

equi tabl e by reason of a substantial procedural

vi ol ati on.

Wi | st the appeal is deened allowable, the Board does
not consider a reinbursement as being justified, as
will be set out bel ow

According to point 3 of the mnutes of the oral
proceedi ngs before the opposition division the

opposi tion division deliberated, during an interruption
of the proceedings from10.57 to 11. 35 hours, on the
mai n request and the auxiliary requests | and Il as
wel|l as on the rel evance of docunment D4, and cane to

t he provisional conclusion that the subject-matter of
claims 1 and 14 (of the main request) was |acking an

i nventive step and that docunent D4 was so rel evant
that it had to be introduced into the proceedings. It
cannot be determ ned fromthe m nutes al one whether the
conclusion on the patentability of clains 1 and 14 was
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based on docunment D4 or on docunments D1 to D3 which had
been di scussed before the interruption. By referring to
t he decision (see points 7 and 8 of the reasons) it is
clear that the opinion on claim14 nust have been based
on D1 and D2, whereas D4 played a role with regard to
claiml only. Thus, docunment D4 was irrel evant as
regards the grounds for not allow ng claim 14,

prejudi cing the mai ntenance of the patent, and no
procedural irregularity therefore occurred as regards
the final decision to revoke the patent.

The fact that the proceedings were interrupted again,
after issuing the opinion, to allow the Appellant to
study D4 and to fornmul ate further requests could have
made the appellant believe that the opposition division
had al ready cone to a final decision on claiml as well
as on claim 14, giving the inpression to the Appellant
that he had no opportunity to conment on the issue of
inventive step of claiml1l in viewof D4. Even if this

i ssue had no decisive effect on the final decision
regarding the main request and the auxiliary requests |
and Il for the reasons set out above, such an

i mpression should be avoided at all costs since,
depriving the Appellant of an opportunity to conment
would, if it had happened, be a procedural irregularity.

However, it nust be taken into account that the
conclusion was clearly a provisional one, with no

deci sion on claim1 having been taken, and that the
Appellant was in fact free to nmaintain, after studying
docunent D4, the requests in unanended form and argue
in favour of inventive step. Considering the shortness
of D4 (about 5 pages of text) the further interruption
of the oral proceedings from11.45 to 12.30 for
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studyi ng the docunent cannot be seen as insufficient,
and the Appell ant never contended that he was unabl e,
for any reasons, to consider this docunent during the
oral proceedi ngs. The Appellant recalls having proposed
“"that if D4 is to be allowed the oral proceedings are
to be broken off and to be foll owed by new oral
proceedi ngs or procedures in witing", which seens to
suggest a particular conduct of the procedure by the
opposi tion division wi thout indicating any reasons why
it should proceed in this way. Wilst the opposition
di vi si on woul d have been free to adopt this approach,
they were also free to consider whether the Appell ant
coul d be expected to study the docunent in the tine
given to it and thus to avoid having to postpone the
oral proceedings.

Thus, the appellant was not deprived of its right to be
heard and any possi ble procedural irregularity was not
a substantial procedural violation which would warrant
a rei nbursenent of the appeal fee.

Apportionnent of costs

The request for apportionnment of costs is based on the
argunment of the Appellant that docunent D4 was

subm tted by the Respondent during the oral proceedings
before the opposition division, ie at the |atest stage
possi bl e, although it nmust have been aware of this
docunent before and, fromthe annex to the sumons to
the oral proceedings, of the necessity of submtting
further evidence in support of the use of nortar in
conjunction with tapered bricks.
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According to Article 104(1) EPC each party to the
proceedi ngs shall neet the costs he has incurred unless
a different apportionnent of costs is justified for
reasons of equity. Based on this principle a different
apportionment could be ordered in case of late-filed
docunents which could have been submtted at an earlier
date, provided that this late-filing resulted in higher
costs for the other party. The latter condition is not
met in the present case because the docunent was

consi dered during the oral proceedi ngs which were

i kewi se requested by the Appellant, causi ng no undue
conplication or |engthening of the procedure. The
request for an apportionnment of costs nust therefore be
refused irrespective of whether or not the Opponent
must have been able to produce docunment D4 earlier.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent as anended in the

foll owi ng version

C ai ns:
1 to 15 of the main request submtted by fax on
18 Sept enmber 2003

Descri pti on:
pages 2 to 4 submtted by fax on 18 Septenber 2003

pages 5, 6 as granted

Figures 1 and 2 as granted

3. The request for reinbursement of the appeal fee is
refused.

4. The request for apportionnment of costs is refused.

The Registrar: The Chai r man:

A. Counillon C. T. WIlson
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