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Summary of Facts and Subm ssi ons

2335.D

The grant of European patent No. 0 492 656 in respect
of European patent application No. 91 122 310.5, filed
on 27 Decenber 1991 and claimng priority of

28 Decenber 1990 of an earlier application in Japan
(418497/90), was announced on 30 July 1997 (Bulletin
1997/ 31). The patent contained 5 clainms reading as
fol |l ows:

"1. A polyethyl ene conmposition which conprises:
() 20 to 80 wt.% of a copol yner of ethylene and
a-olefins having 3 to 18 carbon atons, which
copol yner neets the follow ng conditions (a)
to (d):
(a) intrinsic viscosity (h; (decalin
solution, 135°C)): 1.2 to 9.0 dl/g
(b) density (di): 0.890 to 0.935 g/cn?
(c) in the elution tenperature-eluate vol une
curve in continuously tenperature rising
elution fractionation, the ratio S
(I'b/1a) of the area Ib under the curve
of elution tenperature of 25 to 90°C to
the area la under the curve of elution
tenperature of 90°C and above, is not
| arger than the value S; which is
calculated with the foll ow ng equati on,

S;= 20 hy't exp[ - 50(ds- 0. 900)]

(d) the quantity Ww . % of the content which
is soluble in 25°C o-dichl orobenzene is
not smaller than the value W which is
calculated with the foll ow ng equati on,
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W= 20 exp(-hi)
and

(rr) 80 to 20 wt. % of ethyl ene honopol yner and/ or
t he copol yner of ethylene and a-ol efins
having 3 to 18 carbon atons, which neet the
follow ng conditions (e) and (f):

(e) intrinsic viscosity (hy (decalin
solution, 135°C)): 0.2 to 1.6 dl/g

(f) density (dz): 0.890 to 0.980 g/cn?
wherein the value (h;) is larger than
(h2), the intrinsic viscosity (h) of the
conposition is 0.77 to 5.2 dl/g, the
density (d) thereof is 0.890 to
0.950 g/cn? and the N-val ue cal cul at ed
with the follow ng equationis 1.7 to
3.5:

_ log (V150! Y0

N-Value =
log (7450/T50)

wherein "7 is an apparent shear rate

1at 170°C) and "% " is an apparent

(sec’
shear stress (dyne/cnf at 170°C) and the
subscripts "20" and "150" indicates [sic]

| oads of 20 kg/cnf and 150 kg/cnf.

2. The polyethylene conposition as clainmed in Caiml,
wherein the a-olefin used for preparing said
et hyl ene-a-ol efin copol yner as said conponent (I)
is at | east one nenber selected fromthe group
consi sting of 1-butene, 1-pentene, 1-hexene,
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4- et hyl - 1- pent ene, 1-heptene, 1-octene, 1-nonene
and 1-decene.

3. The polyethylene conposition as clainmed in Caiml,
wherein said conponent (I1) is ethylene
honopol yner.

4. The polyethylene conmposition as clained in Caima1l,
wherein said conponent (I1) is a copol yner of
ethylene and at |east an a-olefin selected from
t he group consisting of 1-butene, 1-pentene,

1- hexene, 4-nethyl-1-pentene, 1-heptene, 1-octene,
1- nonene and 1-decene.

5. The pol yet hyl ene conposition as clainmed in Caim1l
or 4, wherein said conponent(Ill) is a mxture of
et hyl ene honopol ynmer and et hyl ene-a-ol efin
copol yner . "

On 21 and 30 April 1998, respectively, two Notices of
Qpposition were filed in which revocation of the patent
inits entirety was requested. In the Notice of

Qpposi tion of Opponent 1, objections of |ack of novelty
and |l ack of inventive step were raised (Article 100(a)
EPC, in conjunction with Articles 54 and 56 EPC)
According to the Notice of Opposition of Qpponent 2,
the clai ned subject-matter was not patentable on the
grounds set out in Article 100 EPC, in particul ar
Article 100(a) and (b) EPC, since it did not neet the
requi renents of Articles 54 (novelty), 56 (inventive
step) and 83 EPC (insufficiency of disclosure). The
foll owi ng docunents were anongst those referred to:

D1: EP-A-0 057 891 and
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D2: "Experinmental and Results of repetition of
Conpar ati ve Exanple 30 carried out by the

Opponent "

both filed by Opponent 2.

In the course of oral proceedings held before the
Qpposition Division on 10 April 2001, sets of clains
formng a first and a second Auxiliary Request,
respectively, were submtted by the Patent Proprietor.

In the first Auxiliary Request, a disclainmer, with the
wordi ng "a conposition wherein conponent | has a
density d; of 0.928 g/cn? and an intrinsic viscosity h;
of 2.2 dl/g and conponent |l has a density d; of

0.934 g/cn? and an intrinsic viscosity h, of 0.61 dl/g
bei ng excluded", had been inserted at the end of
Claima1l.

In CAaim1l1 according to the second Auxiliary Request,
the ranges of the intrinsic viscosities h; of conmponent
|, hy of conponent Il and h of the final conposition had
been redefined as being from3.1 to 5.9 dl/g, fromO. 36
to 1.05 dl/g and from1.58 to 3.20 dl/g, respectively.
Mor eover, the range of the N-value of the final
conposition had been narrowed to from1.87 to 2.87

In a decision orally announced at the end of the oral
proceedi ngs and issued in witing on 13 August 2001,
the patent in suit was revoked.

Wi | st the objection of insufficient disclosure under
Article 100(b) EPC was rejected, it was held that
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Claims 1, 2 and 4 of the Main Request, ie of the patent
in suit as granted (section |, above), |acked novelty
over D1 in view of the reworking of Conparative exanple
30 of DL in D2 (decision under appeal: section I1.6) a)
tof)). It was held that the neasured val ues presented
in D2 represented an accurate reworking of the cited
passages of D1 and were, therefore, taken as they stood.

As to the first Auxiliary Request, the disclainmer in
Claim1 had not been disclosed in the application as
originally filed, but had been taken from D1, which,
however, did not remain "insignificant for the further
exam nation, in particular of inventive step” as quoted
fromT 13/ 97 dated 22 Novenber 1999. Hence, the

di sclaimer did not fulfil the criteria for the

adm ssibility of a disclainmer as established in the
jurisprudence, eg in decisions T 434/92 of 28 Novenber
1995, T 596/96 of 14 Decenber 1999 and T 13/97, above
(none of which had been published in QI EPO) .

As regards the second Auxiliary Request, it was found

t hat each of the values of intrinsic viscosity hi, h;
and h, which had no basis in the general description,
but had been taken fromthe data in Exanples 5 and 17
of the patent in suit, respectively, concerned
properties of a specific polynmer which were Iinked with
the other parameters particular to that polynmer. Thus,
the intrinsic viscosity of any one exanpl e was

seem ngly not preselected in isolation but was obtai ned
as a result of the polynerisation along with all of the
ot her product characteristics. Hence, the situation was
different fromthat dealt with in T 201/83 (QJ EPO 1984,
481), and it was, therefore, not possible to single out
desired intrinsic viscosity values to establish new
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ranges and not be bound by the val ues obtained for di,
d2, d, S and Wreported in the sane exanpl es. The sane
argunent was valid for the amended range of the N-val ue
of the final conposition.

Consequently, both Auxiliary Requests were found to
contravene Article 123(2) EPC.

Agai nst this decision, a Notice of Appeal was filed by
the Patent Proprietor/Appellant on 19 October 2001. The
prescribed fee was paid on the same date. The Statenent
of Grounds of Appeal was received on 20 Decenber 2001

In the Statement of G ounds of Appeal and in a further
letter dated 8 October 2003, the Appellant disputed the
reasons for the revocation as given in the decision
under appeal. Mreover, new Main Requests and new
auxiliary requests were filed with each of these

submi ssions to replace the respective previous requests.

Caim1l1l of the Main Request as filed with the letter
dated 8 Cctober 2003 differed fromddaim1 as granted
(section I, above) by the follow ng features added to
the end of the claim

", the conmposition having (g) an |zod inpact strength
measured according to JIS K 7110 at 23°C and —40°C of
at least 6.4 kgf.cmicnf and (h) a tensile inpact
strength nmeasured according to ASTM D 1822 with 2 mm
thick test pieces of 120 to 2000 kgf.cnfcnf.".

Claim1l of the first Auxiliary Request filed with the
|l etter dated 8 COctober 2003 read as foll ows:
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"1. A polyethyl ene conmposition which conprises:

(1)

(1)

20 to 80 wt.% of a copol yner of ethylene and

a—ol efins having 3 to 18 carbon atons, which

copol yner neets the follow ng conditions (a)

to (d):

(a) intrinsic viscosity (h; (decalin
solution, 135°C)): 3.1 to 5.9 dl/g

(b) density (di): 0.900 to 0.930 g/cn?

(c) in the elution tenperature—eluate vol une
curve in continuously tenperature rising
elution fractionation, the ratio S
(I'b/1a) of the area Ib under the curve
of elution tenperature of 25 to 90°C to
the area la under the curve of elution
tenperature of 90°C and above, is not
| arger than the value S; which is
calculated with the foll ow ng equation

S; = 20 hy't exp [-50(d;—0.900)]

(d) the quantity Ww . % of the content which
is soluble in 25°C o-dichl orobenzene is
not smaller than the value W which is
calculated with the foll ow ng equation

W = 20 exp (-hiy)

and

80 to 20 wt. % of ethyl ene honopol yner and/ or

t he copol yner of ethylene and a-ol efins

having 3 to 18 carbon atons which neet the

follow ng conditions (e) and (f)

(e) intrinsic viscosity (hz (decalin
solution, 135°C)): 0.36 to 1.05 dl/g

(f) density (d2): 0.910 to 0.955 g/cnt,
wherein the value (h;) is larger than
(h2), the intrinsic viscosity (h) of the
conposition is 1.58 to 3.20 dl/g, the
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density (d) thereof is 0.905 to

0.949 g/cn? and the N-val ue cal cul at ed
with the follow ng equation is 1.87 to
2.87:

0g (Vyz2n/Van)
Novalue = 29 (T1s0”120)
log (7450/T50)

wherein ¥ is an apparent shear rate

Lat 170°C) and % is an apparent

(sec’
shear stress (dyne/cnf at 170°C) and the
subscripts "20" and "150" indicate |oads

of 20 kg/cnf and 150 kg/cnf.".

Claim1l of the second Auxiliary Request filed with the
|etter dated 8 Cctober 2003 differed fromCaim1l as
granted (section |, above) by the follow ng disclainer
added to the end of the claim

"Wth [sic] the exception of a conmposition having a
density of 0.929, a nelt index of 1.2, a MFR of 70 and
an intrinsic viscosity of 1.4, conprising 50 wt.-% of
an et hyl ene- but ene-1- copol yner having a density of
0.928 and an intrinsic viscosity of 2.2 and SCB of 8
and 50 wt.-% of an ethyl ene-but ene-1-copol ynmer having a
density of 0.934 and an intrinsic viscosity of 0.61 and
SCB of 22, wherein SCB is the nol ecul ar wei ght

di stribution index cal culated by the FT+R spectrum
substration [sic] nmethod disclosed in EP 057891 A2.".

In each of these requests, dependent Clains 2 to 5
retained their wording as granted (section |, above).

Havi ng regard to the above disclainmer, the Appellant
request ed suspensi on of the appeal procedure until the
Enl arged Board of Appeal woul d have rendered deci sions
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in the cases G 1/03 and G 2/03 (which in the neantine
have been published in QI EPO 2004, 413 and 448,
respectively). Since, according to Q) EPO 2004, 448,
"The 'Headnote', 'Summary of facts and Subm ssions',
'Reasons for the decision' and '"Order' in G 2/03 are
the sane as in G 1/03", each reference to G 1/03 herein
bel ow shoul d be understood as to refer to both

deci si ons.

In a letter dated 31 Cctober 2002 of Respondent 2/
OQpponent 2, the request for revocation of the patent in
suit was maintained and the reasons given in the

deci si on under appeal were support ed.

In a Comuni cation issued on 10 Decenber 2003, the
parties were inforned of the suspension of the
procedure as requested by the Appellant. Furthernore, a
nunber of provisional, prelimnary remarks as to the
guestion of allowability of the amendnents in the Main
and first Auxiliary Requests of the Appellant, as
quoted in section IV, above, with regard to

Articles 123(2) and 123(3) and 84 EPC were conmuni cat ed
to them

(a) Thus, reference was nmade to Exanples 8, 10 and 17,
from whi ch individual values of technical features
had been taken to formthe limts of new ranges of
the additional features (g) and (h) in daim1l of
the Main Request, and to Exanples 3, 5, 10, 14, 16,
17, and 21 with regard to the newlimts of the
paranmeter ranges in Claim1l of the first Auxiliary
Request, whereby only the upper limt of density d;
had al so a basis on page 4, line 13 of the general
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description of the patent in suit (or in the
application as filed on page 8, |ine 8).

Furthernore, note had been taken of different

posi tions taken, on the one hand, by Respondent 2
who had expressed the opinion that such val ues of

i ndi vi dual exanpl es could not be generalised, and,
on the other hand, by the Appellant who had argued
that the additional paraneters in Claim1l (lzod

i npact strength "11S", and tensile inpact strength
"TIS") of the Main Request corresponded to those
"as disclosed in all exanples relevant for the

present invention".

A further question was raised in the conmunication,
t he question of which exanples in the patent in
suit conplied with the definitions in Claim1l as
granted and, consequently, could, in principle,
forma basis for an anmendnment of this claim

Thus, in all versions of Caim1l (as quoted or
referred to in sections | and |V, above,
respectively), the N-value had been defined by the
formul a

_ log (V150! Y0
- log (T450/T50)

N-Value

wherein the apparent shear rates Y in the

nuner at or and apparent shear stresses ¥ in the
denom nator of the fraction were the val ues
defined for a tenperature of 170°C. However, in

t he expl anation of the nmethod to be applied in the
determ nation of this parameter (patent in suit:
page 6, item(6)), reference was nade to neasure-
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ments in a flow tester at either 170°C or 210°C,
dependent on the nelt flow rates of the materi al

of the sanples, in order to get the necessary
apparent shear rates at the required test

pressures of 20 and 150 kg/cnf. Hence, the question
arose of whether neasurenents at 210°C, as carried
out in Exanples 2 to 10 and 18 to 20 of the patent
in suit, could forma basis for the anendnent of a
definition based on a value defined for 170°C.

By communi cation dated 29 April 2004, the parties were
infornmed that the procedure was resuned, since the

Enl arged Board of Appeal had rendered decision G 1/03
(above), and they were summoned to oral proceedings.

In letters dated 12 July 2004 of Respondent 2 and
28 July 2004 of Respondent 1/ Qpponent 1, objections
were raised with regard to the amendnents in the
respective requests of the Appellant.

Oral proceedings were held on 2 Septenber 2004 in the
presence of all the parties. The issues dealt with in

t hese proceedi ngs focussed on the question of whether
the Main Request and the two Auxiliary Requests, all as
filed with the letter of 8 October 2003 (section 1V,
above), conplied with Article 123(2) EPC

The argunents presented by the Appellant in the
Statenent of Grounds of Appeal, the letter dated
8 COctober 2003 and the oral proceedings held on
2 Septenber 2004 may be summarised as foll ows:

(a) As regards the Main Request, the Appellant pointed
out that the limts of the ranges concerning the
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additional technical features (g) and (h) of
Caiml, iellS at 23°C and at -40°C and TI'S, were
taken fromthe exanples of the patent in suit.
Thus, the required mnimumvalue of I1S, neasured
in accordance with the explanation on page 7,
lines 5 to 12 of the patent in suit, could be
found in Exanple 8 ("6.4", whilst a nunber of
sanples in other exanples were not broken). The
two limts of the TIS range were taken from
Exanples 17 ("120") and 10 ("2000"), respectively.
The above amendnents neant a limtation in
conparison to Claim1l as granted and were
supported by all exanples "relevant for the
present invention" (Statenment of G ounds of Appeal
page 2, line 11), ie "which belonged to the
present invention"” and "are considered to be the
core of an invention and ... generally support the
preferred | ower val ues and upper val ues of a
parameter range" (letter dated 8 October 2003,
page 3, lines 13 to 24). As these exanpl es

di scl osed preferred enbodi nents of the clained
subj ect-matter, the Main Request conplied with
Article 123(2) EPC

On the question in the first Conmmuni cation
concerning the determ nation of the Nvalue
(section VI(b), above), the Appellant conmented
only at the oral proceedings and, on this occasion,
expressed the opinion that the difference in the
tenperature of the neasurenent, ie at 170°C or
210°C, would not significantly affect the result

of the such a determ nation
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As regards the first Auxiliary Request, wherein
the ranges of technical features in Claim1 had
been anmended on the basis of neasured val ues

di sclosed in different exanples of the patent in
suit, the Appellant referred to its argunents
previously presented with regard to the Miin
Request .

In the context of the second Auxiliary Request,

t he Appellant had pointed out in its letter dated
8 Cctober 2003, paragraphs bridging pages 2/ 3,

t hat

"1. The disclosure of Dl is an accidental,

novel ty-destroying disclosure, since it relates to
a conparative exanple of a cited docunent[s]. Only
by reworking the single conparative exanple the
OQpponent produced a pol ynmer conposition mneeting

t he paraneters of the opposed patent.

2. Although D1 is prior art under Art. 54(2), it
is not relevant for the determ nation of the
inventive step. D1, by show ng that conparative
exanple 30 results in a conposition which does not
sol ve the probl em underlying D1 (and which
evidently does not solve any problem suggests to
the skilled person not to use a conposition such
as that of conparative exanple 30 and consequently
teaches away fromthe essential features of the

present invention.".

Compl enentary to these argunents, the Appell ant
further argued at the oral proceedings that,
al t hough the technical fields of D1 and of the
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patent in suit were the sanme and, noreover, the
ainms to be achieved by themwere in common,
Conpar ati ve exanple 30 of D1 could be disclained,
because the solution of the patent in suit was
pointing in a direction which, according to the
conparative exanple, was not to be foll owed.

Therefore, even though D1 had been consi dered by
the Qpposition Division as the cl osest state of
the art, Conparative Exanple 30 did not belong to
the invention of that docunment, since it neither
fulfilled certain features of D1, nor achieved the
advant ages of that invention, nor fornmed part of

that i nvention.

Consequently, the requirenents for the
allowability of a disclainer as defined in

deci sion G 1/ 03 (above) had been net by the

di scl ai mer in question, for which the Appell ant
saw two justifications: (i) it was necessary in
order to exclude the anticipatory disclosure of
Conpar ati ve exanple 30 of D1, and (ii) this
anticipation was accidental, as eg defined in

T 1071/ 97 of 17 August 2000 (not published in QJ
EPO, referred to in point 2.2.2 of the reasons of
G 1/03) which said in 3.2 of the reasons: "what is
di sclosed in the prior docunent could accidentally
fall within the wording of the clainm(s) of the
application or patent to be assessed for novelty
Wi t hout there being a common or related technical
field, or a common technical problemor solution".

On this basis, it would have neither been decisive
whet her or not the technical field of DI was
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renmote fromthat of the patent in suit, nor
whet her both of these docunents dealt with a
common technical problem but that it was
sufficient that there was no common sol ution.

The argunents presented by the Respondents in their
letters of 12 July 2004 and 28 July 2004, respectively,

and in the oral proceedings held on 2 Septenber 2004

may be sunmarised as foll ows:

(d)

As regards Caim1l of the Main Request, the
additional technical features (g) and (h) and
their ranges, eg "6.4" taken from Exanple 8, were
arbitrary selections taken froma m ni num of three
separate, non-linked exanples. Furthernore, this
val ue of "6.4" had only been disclosed for an IS
at -40°C, but not for +23°C.

Mor eover, the individual values used to define the
new ranges of features (g) and (h) had been

di sclosed in conjunction with all the other
paraneters present in each exanple and could not,
therefore, be treated as discrete disclosures.
Figures 4 to 8 in the patent in suit showed the
interrel ati ons between these properties with other
properties of the polyners. The I1S and TIS val ues
of any one exanpl e were dependent on

pol ynerisation conditions as well as all of the

ot her product paraneters. Therefore, it was not
possi ble to single out these values and not be
bound by the values of S, Wetc. reported in the
sanme exanpl es.
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Furthernore, it was disputed that Exanples 11 to
13 and 22 were no |onger "appropriate exanpl es of

t he invention" as they had been when the original
application had been filed. According to the
patent in suit, the clainmed conpositions had
excel | ent nechani cal properties, especially at |ow
tenperature, good fluidity, w de nol ecul ar wei ght
di stribution and excellent nelt elasticity. It was
not understood why "6.4" was to be considered a
good IS, whilst "4.2" (Exanple 22) was not, or
why "120" represented an acceptable TI'S whereas
"100" (as in Exanple 13) did not. Moreover,
Exanples 11 to 13 and 22 showed a nunber of
further good, sonetines even better properties
than the preferred exanples. Thus, reference was
made to yield tensile strength "YTS", flexural
(Asen) strength "OS" and environmental stress
cracking resistance "ESCR' (cf. letter dated

31 Cctober 2002, itens 5 to 8, 11, 13, 14 to 18;
all quoted IS and TI'S val ues shoul d be under st ood
in ternms of "kgf-cnfcnt"). These facts denonstrated
that the selections nmade by the Appellant were
arbitrary.

Mor eover, whilst the data of the N-val ues were
defined in Caim1l for a tenperature of 170°C, the

measur enents of the apparent shear rates?:
necessary for the determ nation of these val ues,
had, however, been carried out in a nunber of
exanpl es including Exanple 8 at 210°C. Since
measurenents of a physical property obtained in
certain conditions, eg at a specific tenperature,
could not be translated into numerical val ues of

this property valid for different conditions
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wi t hout providing a clearly understandabl e

cal culation nmethod or at |least a calibration for a
transl ati on, no one even knew whet her these
exanpl es had conplied with the requirenents in
Claim1 as granted. Therefore, none of them

i ncluding Exanple 8 used to define feature (g),
could forma basis for any anmendnent of the clains
(letters of the Respondents, dated 12 July 2004:

t he paragraph bridging pages 1 and 2, and 28 July
2004: page 2, |ast paragraph, respectively, and
statenments at the oral proceedings, |eft
uncomment ed by the Appellant).

In summary, the definition of newrange limts by
generalisation of selected neasured val ues from

i ndi vi dual exanples contravened Article 123(2) EPC

As regards the first Auxiliary Request, the
Respondents referred to their argunments previously
presented with regard to the Main Request.

Concerni ng the second Auxiliary Request, the
Respondents argued that D1 as a whol e was not
remote fromthe clainmed subject-matter, which
could even be seen fromthe search report, wherein
D1 had been identified as a D, X-docunment. Nor was
its disclosure irrelevant for any further

exam nation of the clained invention. Noreover,
Conpar ati ve exanple 30 was only conparati ve,
because it did not fulfil the ratio of the short
chain branching paraneters of its two pol yner
conmponents, which, however, was not relevant to
the present question. Conponent A of that
conparative exanple conplied with all the
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requi renents of the high nol ecul ar wei ght
conponent | according to Claim1l of the patent in
suit. In any case, Conparative exanple 30 was part
of the disclosure of D1, which on its page 12
referred to the sane properties as ainmed at in the
patent in suit: ESCR, inpact strength, therm

resi stance. The inventor, when working on his

i nventi on woul d have taken into account all the
exanpl es of D1, including Conparative exanple 30,
whi ch was, in any case, also a disclosure in
itself.

The Appel l ant requested that the decision under appeal

be set aside and that the patent be maintained on the
basis of Clains 1 to 5 according to the Main Request as
submtted with the letter dated 8 Cctober 2003 or, in
the alternative, on the basis of Clainms 1 to 5 of the
first Auxiliary Request or of the second Auxiliary
Request as submitted with the sane letter, respectively.

The Respondents requested that the appeal be di sm ssed.

Reasons for the Decision

1

2335.D

The appeal is adm ssible.

Mai n Request

The anmendnent of Claim 1 consists of the incorporation
of further technical features of the final conposition,
ie feature (g) in terns of lzod inpact strength (11S)
nmeasured according to JIS K 7110 at 23°C and at -40°C
of at least 6.4, and feature (h) in ternms of tensile
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i npact strength (TI'S) nmeasured according to ASTM D 1822
with 2 mmthick test pieces of 120 to 2000 (section IV,
above; all quoted IS and TIS val ues shoul d be
understood in terns of "kgf-cnfcnt").

The above feature (g), in fact, relates to two separate
nmeasurenents of the I1S at different tenperatures. Thus,
apart fromthose sanples which did not break in one or
both of the above I1S tests (see eg Exanple 1), the
results of the exanples and conparative exanples in the
patent in suit as presented in Tables 5B, 6B, 7B, 8B,
13B and 14B clearly show that the 11S values of a given
pol ymer depend on the measuring tenperatures as
denonstrated by the significant differences in the
respective val ues of one pol yner neasured at different
tenperatures (ie at 23°C and at -40°C, respectively).
Thus, in Exanple 8 referred to as the basis for the
lower limt of feature (g), the I1S of conponent | was,
in fact, "6.4", when neasured at -40°C, the neasurenent
at 23°C gave, however, a value of "50". Further sanples
in other exanples, each having an I1S of "6" at 23°C,
showed quite different values at -40°C of "3.0"

(Exanple 11), "3.4" (Exanple 12) and "4.2" (Exanple 22),
respectively.

Hence, new features (g) and (h) of Cdaiml relate, in
fact, to three additional technical features of the
cl ai mred subject-matter, ie two IS values and one TIS

val ue.

The amendnment is thus an inconplete representation of
the data on which it is based and i ndeed i nconsi st ent
with those data to the extent that it refers tothe IS
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value at 23°C. In other words, there is no basis for
the lower limt of "6.4" with regard to an I1S at 23°C

Apart fromthis deficiency of Claim1, a question of
principle concerning the allowability of a
general i sation had arisen and had al ready been
addressed in the first Conmunication (section VI,
supra). This question concerned the allowability of a
formul ation of newrange limts of the additional
technical features (g) and (h) in Cdaim1 on the basis
of individual values of I1S and TIS neasurenents taken
from sel ected exanples (cf. section 2.2, above).

In other words, the allowability of this claimunder
Article 123(2) EPC depends at least and to a |arge
extent on the answer to the question of whether one
nmeasurenent of a sel ected characteristic or property of
a sanple disclosed only in an individual exanple can be
relevant to the generality of the clained subject-
matter, separately fromand irrespectively of the other
paraneters inherent to the sanme sanple.

I n support of the anmendnents concerning features (Q)
and (h), the Appellant referred to decision T 201/ 83
(above). In that decision, an anmendnent had been

all owed on the basis of a particular value described in
a specific exanple, provided the skilled person could
readi |y have recogni sed this value as not so closely
associated with the other features of the exanple as to
determ ne the effect of that enbodi ment of the
invention as a whole in a unique manner and to a
significant degree (point 12 of the reasons in that
decision). In that case, specific anmounts of two
conponents (Ca and My) were added to a | ead all oy, each
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conponent, however, playing therein a specific role on
its own, so that, in view of the | oose connection

bet ween the particular Ca and My contents, the expert
woul d have treated them as features of the design that
coul d be considered separately (point 9 of the reasons
in that decision).

In the present case, however, the situation is
different. Whilst in the case of T 201/83 (above), each
of the two netals (Ca and My) could be added to the

| ead alloy in an anobunt separately and freely chosen by
the skilled person within certain limts (points 6, 7,
9 and 12 of the reasons in T 201/83; cf. section 2.3.1,
above), each of the three technical features (g) and (h)
of the final conposition as presently clainmed is, |ike
its other properties, closely related to the specific
constitution of one blend disclosed in one of

Exanples 1 to 22 or of Conparative Exanples 1 to 17 in
the patent in suit, as denonstrated by the data
provided in its tables. Moreover, it is evident from
the tables that the polynerisation conditions
significantly affected the properties of each of the
conponents used in the exanples.

Thus, the TIS of "2000" is clearly correlated with and
only with the conbination of the particular conponents
| and Il (as referred toin Claiml; or A and B, as
referred to in the tables) in their respective anmunts
as disclosed in Exanple 10. Simlarly, the TIS of "120"
is the result of only the conposition of Exanple 17,
and the I'1S (-40°C) of "6.4" is that of only Exanple 8,
wher eby these conpositions differ fromeach other with
regard to the individual conponents used and their
respective amounts. In other words, these particul ar
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val ues were not disclosed in clear conjunction with any
ot her exanple disclosed in the tables of the patent in

suit.

Formul ati ng ranges of features (g) and (h) for Cdaim1l
on the basis of these particular itens of information
woul d, thus, nean a generalisation of each of the above
specific values by its application to the generality of
al | conpositions enconpassed by C aim 1.

The argunent of the Appellant that "the ranges of the
features (g) and (h) introduced into claim1l of the
mai n request were taken as the | ower and upper limts
di sclosed in all exanples of the present invention.
This nmeans that all exanples which belong to the
present invention were used as a basis for these ranges
(of 1'I'S and TIS) rather than the separate single
exanpl es as asserted by the Opponent." (letter dated

8 Cctober 2003, page 3, lines 13 to 20) is based on the
assunption that the term of disclosure would have the
sanme neaning as the scope of the disclosure.

By formulating a new range on the basis of individual
val ues taken from sel ected exanpl es, which are not at
all directly related to each other (section 2.3.2,
above), the reader is, however, confronted with new
information not directly derivable fromthe text of the
application as originally filed.

This situation is further conpounded by the facts that
(i) an exanple which does not clearly fulfil the
requirenents of a claim(here Claim1l as granted)
cannot serve to further anmend this claim (even if the
conditions as in T 201/83, supra, applied; sections
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2.3.1 and 2.3.2, above) and (ii) four exanples (ie
Exanples 11 to 13 and 22), all of which fulfilled this
requirenent (i), have been del eted, because they are no
| onger be considered by the Appellant as belonging to

the cl ai ned i nventi on.

As regards item (i) of the previous paragraph,
reference has to be nade to the first Commrunication
mentioned in section VI(b), above, and to the argunents
of the Respondents in section | X(d), above.

Thus, in the exanples listed in the communication, ie
Exanples 2 to 10 and 18 to 20, the N-val ue had been
cal cul ated from neasurenents at 210°C (see Tabl es 5B,
6B and 13B in conjunction with the explanation of the
determ nati on nethod on page 6, lines 25 to 39, in
particular, lines 28 to 30, of the patent in suit).

Thus, the extrusion of the clainmed final conposition
was carried out in these exanples at 210°C, in order to
obtain the apparent shear rates for the cal cul ati on of
the N-val ue. As pointed out by the Respondents (section
| X(d), above), no calibration nor cal culation nethod
was di scl osed whi ch woul d have enabl ed the skilled
person to directly transl ate nmeasurenents obtai ned at
210°C into values valid for 170°C (as defined in
Claim1). Nor is it clear whether or that the apparent
shear rate or the final N-value had indeed been
recal cul ated. Rather, the argunent of the Appell ant
presented at the oral proceedings, that the differences
in the extrusion tenperature would not have any
significant effect on the result obtained, indicates,

if anything, that no translation or recal cul ation, at
all, of either the neasurenents at 210°C or of the N
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val ue cal cul ated on the basis of such measurenents at
210°C into values in accordance with the definition in
Claim1 had been carried out.

Hence, nothing has been disclosed which would allow a
direct correlation of the N-values disclosed in
Exanples 2 to 10 and 18 to 20 of the patent in suit
with the definition of this feature in Caiml.

In view of these findings, of the argunents of the
Respondents (section |IX(d), above), and in the absence
of any evidence in its support, the above argunent of

t he Appellant at the oral proceedings is not convincing
and, therefore, cannot be accepted by the Board.

It follows that Exanple 8, on the basis of which
feature (g) had been redefined, cannot be considered as
bel onging to the cl ai med subject-matter within the
scope of Claim1l as granted, and, therefore, it cannot
formthe basis for any amendnent in this claim

Al t hough each of Exanples 11 to 13 and 22 nenti oned
with regard to the above item (ii) satisfied all the
requirenents of Caiml as granted, they were now
classified by the Appellant as not belonging to the
cl ai med subject-matter

As argued by the Respondents (section | X(d), above),
anot her selection of additional paraneters disclosed in
the sane way in the tables as a property of the
conponents and final conpositions, respectively, would
have required, in accordance with the Appellant's above
argunent, to exclude other exanples. Reference can be
made eg to the yield tensile strength (YTS) or the
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flexural (O sen) strength (OS), ie two further

mechani cal properties. Thus, for the purpose of exanple,
t he conpositions of Exanples 11 to 13 and 22 show
distinctly better results with regard to YTS (200, 240,
190 and 200, respectively) and OS (5800, 6200, 4700 and
5000, respectively) than a nunber of those exanples
mai nt ai ned by the Appellant, such as Exanple 1 (YTS =
110, OS = 1870) and Exanple 15 (YTS = 105, OS = 2100).

However, since the Appellant has not convincingly
explained why 1S and TIS within specific nunerical
ranges, rather than the above further properties, are
to be deenmed decisive, this deletion of Exanples 11 to
13 and 22 is considered arbitrary by the Board and
cannot, consequently, be accepted as supporting the
Appel I ant' s position.

Rat her, within the broad diversity of experinental data
presented in Exanples 1 to 22 of the patent in suit,

t he Board can discern neither a clear disclosure, nor a
clear teaching as to the appropriate selection of the
components | and Il fromw thin those conponents
fulfilling the definitions of features (a) to (f) of
Claim1 and as to the appropriate choice of weight
rati os of these conponents in order to arrive at a
final conposition show ng a specific conbination of
properti es.

Hence, upon reading Claim1l as anended, the skilled
person is confronted with additional information which
is not directly and unanbi guously derivable fromthat
previously presented in the patent application as
originally filed. This additional information presented
by the Appellant during these appeal proceedings in
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order to support the anmended wording of Claim1l, thus,
ext ends beyond the content of the application as
originally filed.

Consequently, Claim1 according to the Miin Request
contravenes Article 123(2) EPC.

Since a decision can only be nmade on a request as a
whol e, the Main Request nust be refused.

First Auxiliary Request

Wil st, in this request, no additional mandatory
paraneters have been added to Claim1, the ranges of
the intrinsic viscosities h;, h, and h, of the densities
di, d; and d and of the N-value in this claimhave been
narrowed on the basis of individual data extracted from
particul ar exanples as shown in the tables of the
patent in suit and referred to in section Vl(a), above.
However, for the reasons given in sections 2.3.2 to
2.4.1, above, none of Exanples 2 to 10 and 18 to 20 can
serve as a basis for anmending Claim1 as granted.

Therefore, the above considerations and findi ngs

sunmari sed in sections 2.5 to 2.7, above, are also

valid for this request.

Hence, the first Auxiliary Request nust also be refused.
Second Auxiliary Request

As nentioned in section | X(c), above, the Appell ant

conceded in view of D2 that Claim1l as granted had not
been novel over Conparative exanple 30 of D1, ie al
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its intrinsic (inherent) properties and paraneters had
been nmade (explicitly or inplicitly) available by the
product of that conparative exanple, whether or not

t here had been any reason for |ooking for them (cf.
Qpinion G 1/92: Q) EPO 1993, 277, in particular, points
1.4 and 2 of the reasons).

Thus, D1 provides the intrinsic viscosities and the
densities of both polymer conponents A8 and B8 and

their respective amunts (50:50 in ternms of % by weight)
used to provide the conposition according its
Conpar ati ve exanple 30, ie features (a), (b), (e) and

(f) of present Claim1l (see D1. Tables 28, 29 and 34).
Moreover, the intrinsic viscosity and the density of

the final conposition are shown in Table 35.

Features (c) and (d) of Caim1l are not explicitly
di sclosed in D1. However, these features have been
provi ded in D2.

According to the description in the patent in suit,
"Feature (c) refers toratio S, defining the

di stribution of branched chains in the conmposition (I)",
and "the content (d) (ie the quantity W... indicates
the quantity of conmponent which contains branched

chains of very large quantity" (page 4, lines 17 and
31/32), ie both features relate to the "conposition or
internal structure of the product”, which had becone
state of the art with the publication of D1, in the
sense of G 1/92 (above, point 1.4 of the reasons).

As regards the relevance of the N-value which m ght be
regarded as an extrinsic characteristic in the sense of
point 3 of the reasons in G 1/92 (above), the Board has,
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however, cone, on the basis of the above discussion
about this value (section 2.4.1, above), to the
conclusion that the N-value has not been defined in a
cl ear and unanbi guous way and, therefore, it cannot
provide a distinct definition of the clainmed subject-
matter. Consequently, the N-value cannot be taken into
account as a relevant feature of the conposition
claimed in Cdaim1 which could serve to distinguish it
from ot her conpositions.

Consequently, the Board accepts, as conceded by the
Appel I ant, that Conparative exanple 30 had anti ci pated
the subject-matter of Caim1 as granted and that,
therefore, the disclainmer was necessary to exclude its
di scl osure fromthe cl ai med subject-matter and, thus,
to inpart novelty to Claim1l over D1 (G 1/03, above,
Order: point 2.1, first sub-item and point 2.2).

In fact, it was not in dispute between the parties that
this first requirement for the allowability of the
disclaimer is fulfilled. Nor does the Board have any
reason to take a different viewin this respect.

Since D1 is conprised in the state of the art in the
sense of Article 54(2) EPC, the parties disputed,
however, whether or not the anticipation of the
subject-matter of Claim1l as granted by D1 had been
accidental and, thus, nmet the second requirenent as
established in G 1/03 (Order: point 2.1, second sub-

item

Wi | st the Appellant argued that the anticipation of
the clai ned subject-matter had been accidental and, to
this end, strictly distinguished between, on the one
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hand, the teaching of D1 and, on the other hand, its
Conpar ati ve exanple 30 (section |IX(c), above), the
Respondent s enphasi sed that the conparative exanple was
part of the disclosure of D1 and they referred to the
search report to show that the Appellant, itself, had
al ready considered D1 when drafting its application
(section I X(f), above).

In fact, reference is made on page 2, line 49 (and in
the application: page 4, lines 7/8) to JP-B-64-7096,

whi ch derived from Japanese patent application 14039/81
menti oned under item"(30) Priority" on the front

page of DL.

Whilst in T 1071/ 97 (above), the Board had used a
wordi ng "w thout there being a conmon or rel ated
technical field, or a conmon technical problem or
solution" to define what is to be understood as an
"accidental" anticipation, to which the Appell ant
referred in order to support its position (see section
| X(c), paragraph 5, above), the Enlarged Board of
Appeal used a different wording:

"... a disclosure is accidentally novelty-destroying,
if it was disregarded by the skilled person faced with
t he probl em underlying the application, either because
it belonged to a renpote technical field or because its
subj ect-matter suggested it would not help to solve the
probl em Thus, according to these decisions, the

di scl osure has to be conpletely irrelevant for
assessing inventive step. ... The fact that the
technical field is renpte or non-rel ated nmay be
important but is not decisive because there are
situations in which the skilled person would al so
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consult documents in a renote field. Even |ess decisive,
as an isolated elenent, is the lack of a common probl em
since the nore advanced a technology is, the nore the
probl em may be fornul ated specifically for an invention
in the field. Indeed, one and the sane product nmay have
to fulfil many requirenents in order to have bal anced
properties which make it an industrially interesting
product. Correspondingly, many problens related to
different properties of the product may be defined for
its further devel opment. Wen | ooking specifically at

i mproving one property, the person skilled in the art
cannot ignore other well-known requirenents. Therefore,
a 'different problem may not yet be a problemin a
different technical field. Wat counts is that froma
techni cal point of view, the disclosure in question

nmust be so unrelated and renote that the person skilled
in the art would never have taken it into consideration
when working on the invention. ..." (G 1/03, above:
nunber 2.2.2 of the reasons; enphasis added by the
Boar d) .

4.2.3 Therefore and in view of the above argunments and
findings (sections 4.1 to 4.1.4, above), the Board
takes the view that the conparative exanples in D1,
al t hough teaching what not to do, neverthel ess serve to
el uci date the teaching of the docunent as a whole, and
they are closely related to the other experinents
di scl osed in the docunment (cf. the nunmerous experinents
in the exanples and conparative exanpl es of the patent

in suit).

Whilst it can be said that a conparison exanple

contained in a docunent has a negative relevance, it is,

2335.D
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neverthel ess, neither renpte from nor unconnected with

the disclosure in this docunent.

Hence, the Board has cone to the conclusion that the
conpar ati ve exanples of D1, including Conparative
exanpl e 30, although providing a teaching not to be
foll owed, does not nmean that their information is not
part of the disclosure of D1 or would not be considered
by an inventor working on his invention (Decision

G 1/ 03, above: nunbers 2.2 to 2.2.2 of the reasons; cf.
section 4.2.1, above).

Consequently, neither D1, nor its Conparative Exanple
30 is an accidental anticipation and, therefore, the
disclaimer in Caiml of the second Auxiliary Request
contravenes the requirements of Article 123(2) EPC.
4.3 Since, a decision can only be made for a request as a
whol e, the second Auxiliary Request mnust al so be
ref used.
5. Thus, none of the requests of the Appellant on file

neets the requirenments of the EPC.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

2335.D
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E. Gorgnmaier R Young
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