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Summary of Facts and Subm ssi ons

3030.D

Mention of the grant of European patent No. 0 633 272
in respect of European patent application

No. 94 110 168.5 in the nane of SPHERILENE S.r.|. (now
BASELL TECHNCLOGY COVPANY B.V.), which had been filed
on 30 June 1994 claimng an IT priority of 7 July 1993,
was announced on 17 Septenber 1997 on the basis of

21 clainms, Caim1l reading as foll ows:

"1. A supported catalyst for the polynerization of

ol efins, conprising:

(A) a porous organic support functionalised with groups
havi ng active hydrogen at ons;

(B) at |east one organo-netallic conpound of al um nium
containing at |east one heteroatom sel ected from oxygen,
ni trogen and sul phur; and

(C at |east one conmpound of a transition netal
selected fromthose of groups IVb, Vb or VIb of the
Periodic Table of the Elenents, containing at |east one
I igand of the cycl opentadi enyl type."

Notice of Qpposition requesting revocation of the
patent in its entirety on the grounds of Article 100(a)
and (b) EPC was filed by Univation Technol ogies LLC on
17 June 1998.

The opposition was inter alia based on docunents

D1: EP-A-0 563 917 and

D2: EP-A-0 598 543.
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By its interlocutory decision announced orally on
20 June 2001 and issued in witing on 17 August 2001,
the Opposition Division held

(a) that the subject-matter of the (then) main request
did not conply with the requirenents of Article 54
EPC, but

(b) that the requirements of the EPC were net by the
pat ent as anended according to the clainms of the
(then) first auxiliary request.

Claim1l of the said nmain request differed fromits
granted version by two features in section (A) as
enphasised in the follow ng quotation:

"(A) a porous organic polynmer support functionalised
wi th groups having active hydrogen atons, having a
porosity (B.E. T.) higher than 0.2 cm/g;" (enphasis
added) .

In the Opposition Division’s view, the subject-matter

of this daiml was anticipated under Article 54(3) EPC
by docunents D1 (prior art for all designated
contracting states except for DK) and D2 (prior art for
t he designated contracting states DE, FR, GB, IT and NL)
because both docunents discl osed supported

nmet al | ocene/ al um noxane catal ysts conpri si ng porous
supports made from pol yam des and pol ycar bonat es whi ch
met all features of Claim1l of the main request
including, in particular, the feature "polynmer support
functionalised with groups having active hydrogen

at ons".
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This conclusion resulted fromthe fact that the afore-
menti oned feature was considered to enbrace polyners
whi ch (only) showed functional groups having active
hydrogen atons and thus included pol yam des conpri sing
"functional"” am de groups within the polynmer chain as
wel | as pol ycarbonates having term nal "functional™
hydr oxyl groups, because these "functional" groups
cont ai ned active hydrogen atons.

On 16 Cctober 2001 the Patentee (Appellant) | odged an
appeal against the decision of the Qpposition Division
and paid the appeal fee on the sane day. The Statenent
of Grounds of Appeal was filed on 19 Decenber 2001

Therewith the Appellant resubmtted as its nmain request
Clains 1 to 21 of the main request underlying the
deci si on under appeal (cf. sections | and |V above) and
additionally filed, as auxiliary request, a further set
of 21 clains identical to the main request but for the
following proviso in the definition of conponent (A) of
Claim1:

"(A) a porous organic polynmer support functionalised

wi th groups having active hydrogen atons, having a
porosity (B.E. T.) higher than 0.2 cn/g, polyam des and
pol ycar bonat es bei ng excl uded;" (enphasis added).

The argunents of the Appellant presented in the witten
subm ssions and at the oral proceedings held on
18 Novenber 2003 may be sunmarized as foll ows:
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(a)

(b)

(c)

(d)

(e)

- 4 - T 1131/01

In the Appellant’s view, the word "functionalised"
in the context of the feature of Claim1 "porous
organi ¢ pol ynmer support functionalised with active
hydr ogen atons" was to be regarded as a product-
by-process feature, i.e. was intended to
characterise a "standard" polynmer which had been
nodi fied to bear groups having active hydrogen
atonms alien to said "standard" pol yner.

" St andard” pol yam des and pol ycar bonates, |ike

t hose disclosed in D1 and D2, which only "showed"
functional groups having active hydrogen could not
therefore be regarded as polyners functionalised
wi th groups having active hydrogen.

This resulted fromthe chem cal structure of these
"standard" polyners as outlined in docunents

D33: Kirk-Q hner "Encycl opedia of Chem ca
Technol ogy", Vol. 19, pages 454 to 457, and

D34: Kirk-Q hner "Encycl opedia of Chem ca
Technol ogy", Vol. 19, pages 584 to 586.

I n support of the argunent that a functionalised
pol yner was a "standard" polynmer nodified in order
to conprise pending functional groups the
Appel I ant furthernore subm tted new docunments D35
to D44.

This interpretation of the word "functionalised"
was also in line with the follow ng disclosure of
the patent in suit:
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(i)

(iii)

(iv)
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The use in the statenents on page 2,
lines 53 to 58 of the term "functi onal
group” referring to groups which had been
i ntroduced by "functionalisation-

nodi fi cation";

The reference on page 3, lines 4 to 17 to

t he preparation nmethods of the preferred
functionalised, partially cross-Iinked
styrenic polyners, either by
"functionalisation-nodification" of a
precursor polyner nade froma styrenic
nononer and a cross-1|inkabl e conononmer or by
di rect copol ynerisation of styrenic nononers
wi th conmononers functionalised with groups
cont ai ni ng active hydrogen atons;

The indication on page 8, lines 29 to 31 of
nmet hods for the qualitative and quantitative
determ nation of functional groups, which

in the Appellant’s view, would be
unnecessary if the presence and anount of
functional groups having active hydrogen
atoms were known as intrinsic properties of

"standard" pol yam des and pol ycar bonat es;

The sane concl usion applied to the statenent
on page 3, lines 1 to 3 of the patent
specification which referred to a m ni num

amount of functional groups.
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(f)

(9)

(h)

(i)

(i)
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The Appellant denied the validity of the argunent
that, in view of the jurisprudence of the EPQ, the
pr oduct - by- process character of the word
"functionalised" made "standard" pol yam des and
pol ycar bonat es i ndi stingui shable from structurally
i denti cal polyam des and pol ycar bonat es whi ch had
been prepared by appropriate "functionalisation-
nodi fication" of "precursor” polyners, because, in
its view, the skilled person would not consider
such structurally identical polyam des and

pol ycar bonates as "functionali sed" pol yners.

Consequently, the subject-matter of the main
request was novel over docunents D1 and D2.

For the reasons given in the decision under appeal
for the allowability of the then first auxiliary
request the subject-matter of the main request

al so involved an inventive step.

In the event that the novelty objection of the
deci si on under appeal against the subject-matter
of the main request was maintained, novelty could
be established, in the Appellant’s view, by the
excl usion of polyam des and pol ycarbonates from

t he support materials to be used according to
Claim1 of the auxiliary request.

In view of the fact that the issue of the
allowability of a disclainer which was not based
on the application as filed was pending before the
Enl arged Board of Appeal, the Appellant agreed
that the present appeal proceedi ngs be stayed
until a decision is rendered by that body in the
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respective cases G 1/03 (referring to T 507/99, QJ
EPO 2003, 225) and G 2/03 (referring to T 451/99,
Q) EPO 2003, 334).

The argunents of the Respondent/ Qpponent submitted in
its letter dated 4 July 2002 and at the oral

proceedi ngs may be summari sed as foll ows:

(a)

(b)

(c)

The sol e question that needed to be decided with
regard to the issue of novelty vis-a-vis Dl and D2
was whet her the polyner supports disclosed in

t hese docunents nmet the feature of Caiml
"organi c polynmer support functionalised with
groups having active hydrogen atons”. Al other
features of Claim1l of the main request were
clearly anticipated by D1 and D2.

The interpretation of this feature was to be nade
on the basis of the content of the specification
of the patent in suit itself. Support in this
exercise contained in the newy cited textbook
excerpts D33 and D34 was accepted by the
Respondent, whereas the further newWy cited
docunents D35 to D44 should, in its view, be

excluded from consideration for |ack of rel evance.

Consi dering the standard rules of the English

| anguage the word "functionalised" in that feature
could only be interpreted to nean that the pol ymner
support possessed groups having active hydrogen

at ons.
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(d)

(e)

(f)

(9)
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There coul d be no doubt that the pol yam des and
pol ycar bonat es di scl osed as support materials in
D1 and D2 nmet this requirenent because their
active hydrogen atons could be quantitatively
determ ned by the nmethod suggested in the patent
in suit, i.e. by gas-volunetric neasurenent after

reaction with alumniumtriethyl.

This test could not, therefore, support the

Appel lant’ s assertion that the clained invention
only covered polynmer supports whose active
hydrogen atons were situated on pendant groups,
and excluded pol yners whose active hydrogen atons
were situated on the polynmer backbone or in

term nal position.

Since this could only lead to the concl usion set
out in sub-section (c) above, there was no need to
i nvesti gate whet her pol yam des and pol ycar bonat es
di sclosed in D1 and D2 could be conceived as
"functionalised" polyners, i.e. as polyners
resulting fromsonme nodification of, respectively,
a "standard" polyam de or "standard" pol ycarbonate
whi ch did not conprise functional groups other

t han those constituting the "genuine" polyner

structure.

However if this issue should becone decisive then
it was to be considered that even "ordi nary"

pol yam des and pol ycar bonates coul d, at | east
theoretically, be regarded as products of a

nodi fication of a precursor polyner, eg by
addition of further repeating units to a
"precursor” polyam de or end-capping of a
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(h)

(i)

(i)

(k)
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"precursor” polycarbonate with (possibly backbone-
identical) term nating nononers. A possible
product - by- process interpretation of the word
"functionalised" could not therefore provide

novel ty because its process character was not so
as to nmake the resulting pol ynmer distinguishable

from "non-functionalised" polyners.

The main request nust therefore be refused for
| ack of novelty of the subject-matter of daiml
over D1 and D2.

In the Respondent’s view, the auxiliary request
was not allowable (1) because the proviso in
Claim1l was not sufficiently strictly based on the
respective disclosures of D1 and D2 as was
required for a disclainmer, and (2) because it was
not supported by the application as filed and
therefore contravened Article 123(2) EPC as had
been held in T 323/97 (QJ EPO 2002, 476).

Moreover, until now it had not been established
that the subject-matter of Claim1l of the
auxiliary request wi thout the disclainer enjoyed
the clained priority; in the Respondent’s view, it
was i ncunbent on the Appellant to show that al
positive features of this anended claimfound
support in the clainmed conbination in the priority
docunent .

In view of the referral to the Enl arged Board of
Appeal of the issue of the allowablity of

di scl ai mers which are not based on the original
di scl osure, the Respondent agreed that, for a
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deci sion on the novelty of the subject-matter of
the auxiliary request, the case should be stayed.

I X. The Appel |l ant requested that the decision under appeal
be set aside and that the patent be maintained on the
basis of the clainms of the main request or of the
auxiliary request both filed on 19 Decenber 2001.

The Respondent requested that the appeal be dism ssed

or, if not, the proceedi ngs be suspended pendi ng

deci sion of the Enlarged Board of Appeal on disclainers,
and the Board consider submitting a question to the

Enl arged Board: "If in a claiman anendnent is nmade

whi ch does not find basis in the specification as filed
and in the priority docunent, is the claimto priority
then validly maintained for that clain®?", and if the
first auxiliary request is not refused, then the case

be remtted to the first instance for exam nation of

i nventive step.

Reasons for the Decision

1. The appeal is adm ssible.

Mai n request

2. Novel ty

2.1 Docunent D1 (prior art for all designated contracting
states except for DK)

3030.D
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Thi s docunent relates to a supported pol ynerisation
catal yst, which can be prepared by reacting a reaction
product fornmed from an al um noxane and at |east one

nmet al | ocene with a m croporous, polyneric support whose
pore volune is at |east 50% by vol une, based on the
total volune of the support material, possibly

consi sting of polyam de or polycarbonate (Clainms 1, 2,
4).

Exanpl e 6 (page 16) describes the preparation of a
catal yst by inpregnation of an ®Accurel - PA-6 powder

with a solution of zirconocene and net hyl al um noxane.

According to page 3, lines 29 to 32 the netal | ocenes
are conpounds of netals of the groups IVB, VB and VIB
of the Periodic Table and the exanples set out on
page 11, line 34 to page 12, line 28 all conprise

I igands of the cycl opentadi enyl type.

Docunment D2 (prior art under Article 54(3) EPC for the
designated contracting states DE, FR, GB, I T and NL)

Thi s docunent discloses a process for preparing
a-olefin polyners in the presence of a solid catalyst
conprising an organi c porous polymer (conmponent (i))
supporting certain organic alum ni um oxygen conpounds,
typi cally al um noxanes (conponent (ii)), and a conpound
of a transition netal of the groups IVB to VIB of the
Periodi c Tabl e having at |east one conjugated
5-nmenbered cyclic ligand, eg a cycl opentadi enyl group
(conponent (iii)), the polyner support having an
average particle diameter of 5 to 1,000 um in which
the total pore volune of all pores whose dianeter is
0.006 to 10 pmis no smaller than 0.3 cn¥/g, and the
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2.4

2.5
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total pore volune of all pores whose dianeter is 0.05

to 2 umis no smaller than 50% of the total pore vol une
of all pores whose dianeter is 0.006 to 10 um (Clains 1,
10; page 6, lines 27 to 37; page 4, lines 32 to 40;

page 7, line 7 to page 9, line 27).

Anmong the polyners to be used as support materials are
pol yam de and pol ycarbonate (page 4, lines 16 to 24).

The Appel |l ant has not contested the conclusions drawn
in sections 5.3.1 and 5.3.2 of the Reasons of the
deci si on under appeal with regard to the anticipation
by D1 and D2 of all features of Claim1l except for the
feature of Claim1 "organic pol yner support
functionalised with groups having active hydrogen

at ons".

Since the Board sees no reason to depart fromthis
finding, the only outstanding issue is that of the
al l eged anticipation also of the afore-nentioned
feature by the disclosure of DL and/or D2.

The resolution of this issue essentially depends on the
meani ng of this feature and in particular on the
interpretation of the word "functionalised" init.

In the Board’ s judgnent, this word is to be interpreted
according to its significance as a descriptive
participle. |I.e. the neaning of the feature
"functionalised with groups having active hydrogen
atons" is synonynous to the neaning of "polymer support
contai ning functional groups having active hydrogen

at ons".
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This interpretation is on the one hand in line with the
pl ain reading of the passage "organi c pol ymer support
functionalised with groups having active hydrogen
atons” and on the other hand also in agreement with the

statenent on page 2, lines 53 to 55 of the patent
specification "Supports which can be used ...are those
polynmers, ..., which show functional groups having

active hydrogen atons"”.

In view of the straightforwardness especially of the
|atter statement in the patent specification itself,
there is no need to resort to information outside this
specification for the interpretation of the passage
"pol ymer support containing functional groups having
active hydrogen atons". Docunments D35 to D44, newy
cited by the Appellant with the Statenent of G ounds of
Appeal , are therefore not considered in this decision.

The concl usion drawn in section 2.6 above is not
invalidated by the references in the specification
menti oned by the Appell ant.

There is no information in the specification suggesting
that the preparation nethods of the preferred
functionalised, partially cross-linked styrenic

pol ymers set out on page 3, lines 4 to 17 should be
considered as a nodel intended to illustrate the
meani ng of the word "functionalised".

Moreover, while the first functionalisation nethod
referred to in the afore-nentioned passage by
appropriate after-treatnent of a styrene/divinyl benzene
copolymer is in agreenent with the Appellant’s view
that a "functionalised" polyner support is a support
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prepared by "functionalisation-nodification" of a non-
functionalised polynmer, the second functionalisation
nmet hod by copol ynerisation of styrene with already
functionalised conobnoners is inline wth the
interpretation that the word "functionalised" covers
pol ymer supports just "show ng" functional groups by

t hensel ves.

Nor is the Appellant’s case supported by the references
on page 3, lines 1 to 3 of the patent specification to
a generally applicable m ni nrum anount of 0.2 neq of
functional groups and on page 8, lines 29 to 31 to

nmet hods for the qualitative and quantitative

determ nation of functional groups.

It is true that especially the | ow m ni nrum anount of
functional groups required points to pol yners whose
functional groups are different fromits repeating
units which constitute the pol yner backbone because the
amount of functional groups of such polymers, depending
on their nolecular weight, is normally nuch higher.

However, this does not contradict the interpretation of
the term "pol ymer support functionalised ..." as

"pol ymer supports showi ng functional groups ..." (see
section 2.5 above) because this interpretation also
conprises the variant that the pol ymer support is
constituted by a pol ymer backbone having eg pendant
functional groups which have been introduced into the
pol ymer by "functionalisation-nodification”
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There is thus no inconsistency between information in
the patent specification directed to sone preferred
"functionalised polymer supports” having a | ow degree
of functionalisation and the interpretation of the
passage in Claim1 "polynmer supports functionalised
wi th groups having active hydrogen atons" as "pol yner

supports showi ng functional groups ..

In view of the above considerations there is no need to
deci de the question whether the alleged interpretation
of this passage by the Appellant which attributes a

pr oduct - by- process character to the word
"functionalised" could provide novelty over D1 and D2.

The subject-matter of Claim1l1l is therefore anticipated
by the disclosures of, respectively, D1 and D2.

The main request is thus refused.

Auxi | iary request

3.

3030.D

The proviso in section (A) of CQaim1l of this request
"pol yam des and pol ycarbonat es bei ng excluded” is a

di scl ai mer whose content goes beyond the content of the
application as originally filed.

In view of the fact that the issue whether an anmendnent
to a claimby the introduction of a disclainer was
unal | owabl e under Article 123(2) EPC for the sole
reason that neither the disclainer nor the subject-
matter excluded by it fromthe scope of the claimhave
a basis in the application as filed is pending before

t he Enl arged Board of Appeal (G 1/03 and G 2/03), the
guestion whet her or not the disclainmer incorporated
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into Caiml of the auxiliary request neets the

requi renent of Article 123(2) EPC cannot be deci ded
until the decision of the Enlarged Board of Appeal in
cases G 1/03 and G 2/03 is known (cf. "Notice fromthe
Eur opean Patent O fice dated 1 August 2003 concerning
di scl ai mers", Q EPO 2003, 509).

Consequently, the proceedings will be continued in
witing and the next procedural step wll be taken by
the Board after resolution of the cases G 1/03 and

G 2/ 03 by the Enl arged Board of Appeal.

A deci sion concerning the Respondent’s request to
submt the question to the Enlarged Board if a
claimconprising a disclainmer [acking a basis in the
application as filed and in the priority docunent is
entitled to the clainmed priority is also postponed
until after the Enlarged Board' s decision in these
cases because the conclusions to be arrived at in these
referrals are very likely to have an inpact on the
endorsenent or not of this request.
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Or der

For these reasons it is decided that:

1. The main request is refused.

2. The proceedings will be continued in witing on the
basis of the first auxiliary request.

The Regi strar: The Chai r man:

E. Gorgnmaier R Young

3030.D



