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Summary of Facts and Subm ssi ons

1579.D

The appellant (applicant) filed an appeal against the
deci sion of the examning division to refuse the
application for lack of inventive step having regard to
t he docunents:

D1: WO- 87/ 01270, and

D2: US-A-4 235 238.

The search report further cites the follow ng
docunent s:

D3: US-A-3 699 969

D4: US-A-3 527 223

D5: DD-A- 233 303

D6: EP-A- 241 240.

On request of the applicant, oral proceedings were held
on 13 May 2003. At the end of the oral proceedings the
appel  ant requested that the decision under appeal be
set aside and that a patent be granted on the basis of
the clains 1 to 5 and an anended description (colums 1
to 9) both as filed during the oral proceedings, and
the figures as originally filed.

Claim1 as filed during the oral proceedings on 13 My
2003 reads as foll ows:

"An apparatus for mani pul ati ng and anchoring tissue
(60) during arthroscopic surgery conprising: a hollow
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needl e (14, 54) having a tip (26, 51) and a butt (27);
an el ongate anchor nenber (10, 50) insertable into and
t hrough tissue (60), the anchor nmenber (10, 50) having
sl anted ends (20, 22, 64, 65) to facilitate novenent of
t he anchor nenber through tissue and bei ng positionable
within the interior of the hollow needle (14, 54) and
expel l able fromthe needle (14, 54); and a flaccid
suture (12, 52) having one end attached to the anchor
menber (10, 50) at a location (24) proximate to the

m d- poi nt between the end faces (20, 22, 64, 65) and
the other end free (13, 57) for manipul ati ng and
anchoring the tissue (60), the free end (13, 57) of the
suture (12, 52) extending fromthe interior of the
needl e butt (27) when the anchor nenber (10, 50) is
positioned within the needle (14, 54), wherein the

hol | ow needl e has a bore within which the anchor nenber
(10, 50) and the end of the suture attached to the
anchor menber (10, 50) are | odged prior to expul sion
fromthe needle.”

The appel |l ant argued that the |last submtted amendnents
conmplied with Article 123(2) EPC, being supported by

t he description and the draw ngs. The cl osest prior art
was contained in docunment D1 which related to the sane
field of the invention. The skilled person in the field
of arthroscopic surgery would not elimnate the sl ot
and insert the suture in the needle bore in the
apparatus of docunment D1 without any inventive skill
bei ng i nvol ved because this would go agai nst the

t eachi ng of docunment D1 for the follow ng reasons. The
suture according to docunent D1 nust be resilient in
order to be able to turn the anchor nenber to a
position perpendicular to the suture itself after
ejection fromthe needle bore. This inplied that the
suture could not be flaccid and could not close-fit the
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anchor menber in the needle bore. Wuld the skilled
person in the field try to elimnate the slot in the
apparatus according to docunent D1, the bore should
have been made very broad to accommpdate the bul ge of
the joint between the resilient suture and the anchor
menber. As a consequence, the anchor nenber woul d adopt
a slanted position with respect to the |ongitudinal
axis of the bore, pressing against its walls. The
jiggering forward notion of the anchor nenber caused
thereby during ejection would inpede a snooth delivery.
Furthernore, for obvious topol ogical reasons, inserting
the suture in the needl e bore would not be possible for
t he enbodi nents of Figures 16 and 17 which di scl osed a
mul ti pl e anchor head.

Reasons for the Deci sion

1

1579.D

The appeal is adm ssible

Amrendnent s

Claim 1 has been nodified by explicitly stating that
the apparatus is specifically designed for arthroscopic
surgery, according to the description, see

EP- A-702 933, colum 1, fromline 11. The further
feature in claim1l specifying that the suture is
"flaccid" although not explicitly disclosed in the
original application, is clearly and unanbi guously
derivable fromthe Figures 8 and 9 of the application.
Fl accid means not self-supporting. The Figures 8 and 9
of the application clearly denonstrate that the suture
clings to the surface of the anchor nenber even at the
| ocation where it is fixed to. The | ast feature added
inclaiml that the suture is attached to the anchor
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menber at a position proximate to the m d-point between
its endfaces originates fromthe description as filed,
see EP-A-0 702 933, colum 2, lines 9 to 11, and

colum 4, lines 27 to 30.

The anmendnments to the description are nerely the
adaptation to the newy filed main claim

Accordingly the application as amended conplies with
Article 123(2) EPC

Novel ty

Docunent D1 represents the closest state of the art
because it belongs to the sanme technical field of the
invention (arthroscopic surgery).

Such docunment D1, in Figure 3, discloses an apparatus
for mani pul ati ng and anchoring tissue during
arthroscopi c surgery conprising a holl ow needl e (105)
having a tip and a butt; an el ongate anchor nenber (15)
insertable into and through tissue, the anchor nenber
havi ng slanted ends to facilitate novenent of the
anchor menber through tissue and bei ng positionable
within the interior of the holl ow needl e and expell abl e
fromthe needle, and a suture (10) having one end
attached to the anchor nenber at a | ocation proxinate
the m d-point between the end faces and the other end
free for mani pul ati ng and anchoring the tissue, wherein
t he holl ow needl e has a bore within which the anchor
menber and the end of the suture attached to the anchor
menber are | odged prior to expulsion fromthe needle.
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Claim 1 contains the additional distinguishing features
that the suture is flaccid and that the free end of the
suture extends fromthe interior of the needle butt
(27) when the anchor nenber is positioned within the
needl e.

In contrast thereto, Dl discloses a slot, starting from
t he distant end of the needle, which | odges the end of
the suture attached to the anchor nenber. The suture
extends al ong the outside of the needle.

Docunent D2 does not belong to the field of
arthroscopic surgery and it does not disclose an anchor
menber having sl anted ends.

There is no further docunent of the known state of the
art which appear to be detrinmental for the novelty of
claim1l. Docunent D3 concerns a nethod for inplanting
fibers into the skin - particularly the scalp - by
means of a two concentric needles, whereby the fibrous
material is threaded within the inner needl e. Docunent
D4 concerns a surgical instrunent for piercing ears by
means of a holl ow needl e and which delivers a stud with
curled ends by neans of a holl ow needl e. Docunent D5

di scl oses a fastening el enent for blood vessels to be
delivered by neans of a catheter. Docunent D6 discl oses
a suture anchor apparatus including a drill and

sci ssoring bl ades.

Accordingly claim11 is novel.

| nventive step

The apparatus according to docunent D1 suffers the
drawback that the suture, extending unrestrained



1579.D

.6 - T 1130/ 01

outside the needle, is difficult to be kept in place
and causes additional damage to the tissues during
insertion. Furthernore - after ejection of the anchor
menber - the | oose suture is not easy to handle. The
aimof the invention is therefore to provide an
apparatus rel atively conpact and easy to use for
mani pul ating cartilage and other fibrous tissues, see
description, colum 1, lines 37 to 58.

The di stinguishing features of claim1 identified above
provi de a solution for the above nentioned probl ens by
means of a flaccid suture, the free end of which
extends fromthe interior of the needle butt. The
feature that the suture extends fromthe interior of

t he needl e butt avoids the problens of the "flying"
suture and reduces the danage to the tissues during
insertion. Furthernore, the anchored tissue can be nore
easi |y mani pul ated. For exanple, by pulling the suture
t hrough the butt, the anchored tissue can be cl anped
bet ween the anchor nenber and the ejection tube (16),
see Figure 2, allowing the tissue to be pushed rather
than pulled, into a desired position, see colum 6,
fromline 44. A flaccid suture finally allows for a
suture which can lie close-fitted on the anchor nenber
in the needle hole, thereby reducing at a m ninumthe
di aneter of the needl e, keeping the anchor nenber
parallel to the |ongitudinal direction of the needle,
and thereby avoiding a jiggering forward notion during
ej ecti on.

Docunent D2, which refers to the different field of
endoscopi ¢ surgery, in its enbodi nent according to
Figure 11, discloses a coeliac (soft) tissue suturing
apparatus the anchoring nenber of which is not intended
to itself penetrate tissue but to be expelled fromits
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| ocation inside the needle in the free space behind the
penetrated tissue where it nmay easily adopt a
transverse anchoring position. Therefore the anchoring
menber of this known device does not have sl anted but

bl unt ends.

Al t hough this known device di scl oses the above
identified distinguishing features the person skilled
in the art would not envisage to nodify the device

di scl osed in docunent D1 by transferring these features
because this would be contrary to the basic teaching of
this docunent. This teaching requires a resilient
suture which is rigidly fixed to the anchor nmenber in
order to warrant that the anchor nenber after ejection
is forced into a position perpendicular to the suture
itself, see page 9 fromline 8.

Docunent D2 is not concerned with the exact positioning
of the tissue such as is required in arthroscopic
surgery.

The further docunments of the state of the art do not
give any further hint which can lead to the invention
in an obvious way. Accordingly the subject-matter of
claim1 invol ves an inventive step.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to grant a patent on the basis of clains 1 to 5
and an anended description (colums 1 to 9) both as

filed during the oral proceedings and the figures as
originally filed.

The Regi strar: The Chai r man:

V. Conmar e W D. Wi ld
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