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Summary of Facts and Subm ssi ons

Eur opean patent application 96 901 805.0 was filed as
i nternational patent application ES96/ 00023 on

7 February 1996, claimng a priority in Spain of

13 February 1995 (ES 9500281), and published on

22 August 1996 under the No. WD 96/ 25550.

The application as originally filed conprised 2 clains,
readi ng as foll ows:

"1. Procedure for the stanping of textiles with |aser
copi es on normal copier paper using a spray based
textile fixing base, essentially characterized for
using a fluid spraying textile fixing base, as well as
nor mal photocopi er paper, in a |aser photocopier, in
whi ch a paper copy is first obtained (1) upon which is
extended, using a spray, a textile fixing base (2) that
absorbs the toner, being this copy (1) later placed
upon any kind of light colored fabric (4), proceeding
then to stanp the drawing (3) or the signs or marks
upon the fabric (4) through the use of a, nmanual,
pneumatic o hydraulic clothes iron (5), heated up to a
tenperature of approximtely 200 °C, transferring then
the toner absorbed by the spray to the textile,
penetrating into it deeply into the fabric, reason for
which it shall offer a high |level of resistance to
successive washing, as a function of the resistance to
washi ng of the own fixer fluid, being then w thdrawn

t he copy paper (1) previously placed upon the

fabric (4)."
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"2. Procedure for the stanping of textiles with |aser
copi es on normal copier paper using a spray based
textile fixing base.™

By a decision of the Exami ning Division, posted on
29 March 2001, the above application was refused.

That deci si on was based on the anended cl ai m and
description filed with letter dated 16 May 2000,
Claim1 reading as foll ows:

"1. Procedure for the stanping of textiles with |aser
copi es on normal copier paper which conprises the steps
of vaporising a solvent mxture upon a nornma

phot ocopi er paper, placing the inpregnated paper in
contact with textile and applying hot iron under
pressure to transfer the draw ngs upon the textile,
characteriszed in that the solvent used is a textile
fixing base, the drawing to transfer can be obtained in
a | aser photocopier, and for stanping the drawing is
used a pneumatic o hydraulics clothes iron, heated up
to a tenperature of 200°C, transferring themthe toner
absorbed by the spray to the textile penetrating into
it deeply into the fabric, reason for which it shal
offer a high |l evel of resistance to successive

washi ng. "

Having regard to the requirenents of Article 84 EPC,
t he Exam ning Division held that:

(1) Beyond the term"textile fixing base” in Caiml,
certain informati on on the conpounds concerned was
avai lable fromtheir functions indicated in the
description. Their use had been acknow edged as
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bei ng "ingenious". Therefore, that termwas

anbi guous to the skilled person, who, in the
present case, was a practitioner being famliar
with inmage transfer from paper copies to textiles
by fluid-based stanping, not with the chem stry of
the fluid base however

(2) Since daiml, in view of that anbiguous term did
not contain all of the essential features of the

invention, its scope was not clear either.

(3) The conpositions provided by the applicants as
further information on the nature of the textile
fixing base had not been disclosed initially and
could not be used to interpret the clains. The
fact that this informati on was successful in
overcom ng certain objections during the US
exam nation procedure was irrelevant to the

proceedi ngs before the EPO

(4) Therefore, the present application had to be
refused.

| V. The applicants | odged an appeal against that deci sion,
received on 24 May 2001, and paid the prescribed fee on
28 May 2001. In their statenent of grounds of appeal,
received on 19 July 2001, the appellants encl osed a new
Claim1, as the sole request, an anended description
and copies of the abstracts of further docunents
(D8 (US-A-5 948 586), D9 (EP-A-0 754 798) and D10 (WO
A- 89/ 02835) .

1784.D
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New Claim1l reads as foll ows:

"1. Procedure for the stanping of textiles with |aser
copi es on normal copier paper using transfer fluid,
where said procedure conprises the steps of spraying
transfer fluid upon a normal photocopi er paper, placing
the inpregnated paper in contact with textile and

appl ying hot iron under pressure to transfer the

drawi ngs upon the textile, characterised in that the
transfer fluid is sprayed, the drawing to be transfer
can be obtained in a | aser photocopier, for stanping is
used a pneumatic or hydraulic clothes iron heated at a
tenperature of 200°C, transferring then the toner
absorbed by the spray to the textile penetrating deeply
into the fabric, reason for which it shall offer a high

| evel of resistance."”

In a communication in preparation for oral proceedings,
dated 21 May 2003, the Board detailed the points to be
dealt with, inter alia in relation to the requirenments
of Article 84 EPC.

Oral proceedings were held on 1 July 2003, attended by
one of the appellants, M H J. Giebl.

During the discussion, the appellant explained the gist
of the invention underlying the application in suit and
how the invention was to be seen in the |ight of the
prior art acknow edged in the description.

The Board elucidated its objections, doubts and
guestions, in particular regarding the clarity of the
expressions "textile fixing base" and "transfer fluid".
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The argunents of the appellants in support of the
clarity of the clainmed subject-matter can be summari sed
as foll ows:

(1) A great nunber of patent specifications contained
expressions simlar to the contested terns
"textile fixing base" and "transfer fluid", used
for identifying image transfer products, eg D8 to
D10.

(2) The contested term"textile fixing base" was not
an essential feature of the invention, indeed it
only had been used to identify products for inmge
transfer, which were commercially avail abl e.
Therefore, that term had been w t hdrawn from new
Claim 1 and the anmended description and repl aced
by the term"transfer fluid".

(3) The conpositions submtted with the reply dated
16 May 2000 had been provided for overcom ng the
objections in the communi cati on of the Exam ning
Di vi sion. Although these conpositions could not be
used to interpret the clains, they were however
known.

The appel l ants requested that the decision under appeal
be set aside and that a patent be granted on the basis
of Claiml as filed with letter dated 19 July 2001.
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Reasons for the Decision

2.2

2.3

2.4

1784.D

The appeal is adm ssible.

Clarity

The present invention concerns a procedure for the
stanping of textiles, in which a particular product,
termed "textile fixing base”, in the text of the
application underlying the decision under appeal, or
"transfer fluid", in the text as anended in appeal
proceedi ngs, serves, in formof a liquid spray, the
pur pose of permtting the transfer of an inmage froma
first support (normal photocopier paper) to a second
support (a textile) by application of heat and pressure
via a pneumatic or hydraulic clothes iron heated

at 200°C.

In Aaim1l, the particular product is now identified by
the term"transfer fluid", which replaces the contested
term"textile fixing base" present in the clains as
filed, to overcone the ground of refusal in the

i mpugned deci si on.

Hence, the question is whether or not the |ack of
clarity held to be caused by the presence of the
anbi guous feature "textile fixing base" has been

overconme by the newterm"transfer fl uid".

To answer that question it is necessary to establish
whet her or not that term either per se or in the |ight
of the description, is unanbiguous for a person skilled
in the art using commopn general know edge (Article 84
EPC) .
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2.5 As to the clarity of the termper se, the term
"transfer fluid" enconpasses any fluid which transfers
sonething and it has not been shown to be well
recognised in the art of textile stanping procedures.
Anmong the cited docunents, only D10 nentions a
“"transfer fluid" in the context of textile stanping
procedures. However, in its description, D10 gives the
meani ng of that term by specifying the conposition of
such fluids in the given context.

Apart fromthis individual, particular docunent, the
appel l ants have not shown by any general information
source that this termhas a well recognised neaning in
the art. Therefore, the term"transfer fluid", as well
as the term"textile fixing base", are not clear per se
for the skilled person.

2.5.1 The description of the application in suit gives the
follow ng informati on on the neaning of the terns
"textile fixing base" or "transfer fluid":

- it is a chemcal product, a liquid spray (page 1
line 14; page 2, line 24; page 3, lines 11 to 12);

- it absorbs the toner on the copy, and the liquid
thus inpregnated is ready for its transfer
upon any textile (page 1, lines 18 to 21; page 2,
line 31);

- it inpregnates paper (page 2, lines 33 to 34);
- it can be transferred, by application of heat and
pressure, and penetrates deeply into the fabric to

be stanped (page 3, lines 7 and 8);

1784.D
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- its fixing base chem cal product has a resistance
to washing, which is inparted to the stanped
garnent (page 3, lines 8 to 12).

On the basis of the above information, it is however
not possible to establish which type of chem cal
conmpound i s suitable for the nentioned purposes, ie
what the chem cal composition of the "textile fixing
base" or "transfer fluid" could be. In other words, it
is not possible to establish whether or not a chem cal
conposition falls under the term"textile fixing base"
or "transfer fluid". In particular, fromthe above
information, it is not possible to derive the
conpositions submtted with letter dated 16 May 2000
and included in US patent No. 6 060 120.

The appel | ants have argued that the conpositions
falling within the term"textile fixing base" and
"transfer fluid" were known and conmmercially avail abl e.
However, no evi dence therefor has ever been provided.

Summing up, the terns "transfer fluid" and "textile
fixing base" do not have a well recognised neaning in
the art and the indications in the description are not
sufficient to give a concrete idea as to which

i ndi vi dual conpound or conposition m ght be covered by
them Therefore, these ternms are not clear for the
skilled person (Article 84 EPC)

From the above, it is apparent that the grounds for
refusal of the application have not been overcome by
t he amendnents nade.
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4. Therefore, the subject-matter as clainmed is not clear,
as required by Article 84 EPC.

5. Consequently, the grounds for refusal under Article 84
EPC (lack of clarity) do prejudice the further
prosecution of the application in suit.

6. In view of the above, the Board need not consider
whet her or not the amendnents in Claim1, addressed in
t he communi cation in preparation of the oral

proceedi ngs, fulfil the requirenents of Article 123(2)
EPC.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

C. Ei ckhoff R. Teschemacher

1784.D



