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Summary of Facts and Subm ssi ons
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Eur opean patent application No. 97 939 019.2
(PCT/ B 97/ 02364) was refused by a decision of the
Exam ning Division posted 14 May 2001.

The reason given for the decision was that independent
clainms 1 and 6 did not conply with Article 84 in
conjunction with Rule 29(1) and (3) EPC, because they
did not conprise all the essential features necessary
to define the invention.

More specifically the Exam ning Division argued that
three rolls are essential to define the invention
clearly; that the apparatus nust conprise a nmeans for
advancing the strip transversely to its length in order
for the claimto be clear and that the flexible
supporting nmenber conprises a web-1like nenber.

On 5 July 2001 the appellant (applicant) |odged an
appeal against this decision and paid the prescribed
appeal fee in due tine.

The statenment of grounds of appeal was filed on
1 Septenber 2001.

In reply to a communi cation of the Board the appell ant
filed on 21 May 2002 anended clains 1 to 5 and a new
page 3 of the description which replaces previous
page 3.

It requested that the decision under appeal be set
asi de and a patent be granted on the basis of the
fol |l ow ng docunents:



2005.D

- 2 - T 1069/ 01

Cl ai ns: 1to5 as filed 21 May 2002 (with letter

dated 16 May 2002),

Descri pti on: page 3 filed 21 May 2002, and pages 1,

2, 4to 8 as originally filed,

Dr awi ngs: Figures 1 to 3 as originally filed.

Anended clainse 1 and 5 read as fol |l ows:

"1.

Apparatus for concave shaping netal strip adapted
to pass the strip transversely to its length

t hrough a shaping set of rolls (8, 9, 11) at which
t he concave shape is applied to the netal strip,
characterised in that it conprises a flexible belt
or web-Ilike nenber (4) adapted to support the
strip in its passage through the shaping set of
rolls (8, 9, 11), whereby to ensure that the strip
is subject to the shaping process along the total
passage thereof through the shaping set of rolls
(8, 9, 11)."

A nmethod for concave shaping netal strip including
passing the strip transversely to its length

t hrough a shaping set of rolls (8, 9, 11) at which
t he concave shape is applied to the strip,
characterised in that the strip is supported in
its passage through the shaping set of rolls

(8, 9, 11) by neans of a flexible belt or web-Ilike
menber (4), whereby to ensure that the stripis
subj ect to the shaping process along the total
passage thereof through the shaping set of rolls
(8, 9, 11)."
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Reasons for the Decision

1
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The appeal is adm ssible.

Procedural nmatters

In the sole comuni cation dated 23 Septenber 1999, the
Exam ning Division inforned the applicant, that the
deficiencies nentioned in the international prelimnary
exam nation report gave rise to identical objections
under the correspondi ng provisions of the EPC. The
appel l ant was therefore invited to file anmendnents in
order to remedy these deficiencies.

Inits letter dated 30 Decenber 1999 the applicant
presented detail ed argunments why in its viewthe

obj ections raised by the Exam ning Division as to

i ndependent clains 1 and 6 were not well founded. It
filed an anended set of clains, where independent
claims 1 and 6 renai ned unchanged.

According to Article 96(2) EPC, the Exam ning Division
shall invite the applicant "as often as necessary" to
file observations. The expression "as often as
necessary" indicates that the Exam ning D vision has a
di scretion which has to be exercised objectively in the
light of the circunstances of each case.

In the Board' s view, that discretion was exercised
properly, since clainms 1 and 6 had not been anended and
the argunents put forward by the applicant still failed
to convince the Exam ning Division. Consequently there
is no procedural violation in this respect.
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According to the jurisprudence of the Boards of Appeal
the clarity requirenment of Article 84 EPC has to be
interpreted as nmeaning not only that a claimnust be
conprehensi ble froma technical point of view but also
that it nust define clearly the subject-matter of the
invention that is to say specify all the essenti al
features thereof. As essential features have to be
regarded all features which are necessary to obtain the
desired effect or differently expressed which are
necessary to solve the technical problemwth which the
application is concerned (see T 32/82, QJ EPO 1984,

354, point 15).

In the present case, the nearest prior art is that
stated on page 2 of the description which relates to an
apparatus for concave shaping a netal strip adapted to
pass the netal strip transversely to its length through
a shaping set of rolls at which the concave shape is
applied to the netal strip.

According to the patent application, an apparatus of
this kind suffers fromthe problemthat the lateral end
areas of the bent strip tend to end up planar because
the rolls are unable to subject the lateral ends to a
curve-creating force, (see page 2, second ful

par agr aph of the description).

Therefore the technical problemto be solved by the
present invention is to overcone or at |east
substantially reduce the above-nenti oned drawback.

In an apparatus of the type stated in the prior art
portion of claim1, this problemis solved according to
the invention by a flexible belt or web-1ike nenber
adapted to support the strip in its passage through the
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shapi ng set of rolls.

I n accordance with the process aspect of the present
invention, this problemis solved in a nethod as
defined in the prior art portion of claim5 by
supporting the strip in its passage through the shaping
set of rolls by neans of a flexible belt or web-1ike
menber.

| ndependent clains 1 and 5 as at present drafted both
specify that the strip is passed transversely to its

| ength through the shaping set of rolls. The clai ned
apparatus need not conprise neans for advancing the
strip into the shaping set of rolls in order to solve

t he above problem It is also observed that the clained
flexible belt or web-like nenber is "adapted to support
the strip in its passage through the shaping set of
rolls". This necessarily inmplies that the flexible belt
or web-Iike nenber which supports the strip is part of
the neans for advancing the strip into the shaping set
of rolls.

The feature that the shaping set of rolls conprises "at
| east three rolls" is also not essential to solve the
above problemor to define the invention clearly. As
rightly stated by the appellant (applicant) it is

i medi ately apparent to a skilled person that these
rolls could e.g. be replaced by two lower rolls and an
over head non-rolling beam which is adapted to nove into
t he gap defined by the two underlying rolls. To add
such feature as required by the Exam ning D vision
woul d therefore unduly restrict the claim

The Board is thus satisfied that taking into
consi deration the amendnents made to the independent
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claims 1 and 5 the objection of |ack of clarity cannot
be sust ai ned.

The Exam ning Division has only raised an objection of
| ack of clarity and accepted that the clai ned subject-
matter is novel and inventive over the cited prior art
docunents.

It is evident fromthe statenents in point 3 above that
t he apparatus according to claim1 and the nethod
according to claim5 differ fromthe nearest prior art
acknow edged in the patent application by the features
stated in the characterising portion of these clains.

The subject-matter of the clainms is al so novel having
regard to the prior art docunents cited in the search
report, due to the fact that they i.a. all fail to

di scl ose the step of passing the strip transversely to
its length through a shaping set of rolls.

Furthernore, there is nothing in the cited prior art

whi ch could have led the skilled person to arrange a
flexible belt or web-like nmenber for supporting the
strip in its passage transversely to its |ength through
t he shaping set of rolls, in order to ensure concave
shapi ng across the whole width of the strip.

Therefore the subject-matter of independent clains 1
and 5 involves an inventive step (Article 56 EPC)
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to grant a patent on the basis of the docunents
indicated in point |V above.

The Regi strar: The Chai r man:

G Magouliotis F. Gunbel

2005.D



