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Summary of Facts and Subm ssi ons

1521.D

This appeal is fromthe decision of the Opposition
Division to revoke European patent 0 534 395 relating
to high tabularity high chloride enul sion of
exceptional stability.

The patent contained a set of 17 clains of which the
i ndependent clains 1 and 10 read as foll ows:

"1. A radiation sensitive enulsion containing a silver
hal i de grain popul ation conprised of at |east 50 nole
percent chloride, based on total silver formng the
grain popul ati on projected area, in which greater than
50 percent of the grain population projected area is
accounted for by tabular grains having a nean thickness
of less than 0.3 nm and wherein the tabul ar grains have
paral l el major faces lying in {100} crystall ographic

pl anes. "

"10. A process of preparing silver halide enulsions
cont ai ni ng tabul ar grai ns bounded by {100} nmjor faces
of which the tabul ar grains bounded by {100} nmjor
faces a portion accounting for 50 percent of total
grain projected area selected on the criteria of

adj acent mmj or face edge ratios of less than 10 and

t hi cknesses of |ess than 0.3 nm and havi ng hi gher aspect
rati os than any remaining tabul ar grains satisfying
these criteria (1) have an average aspect ratio of
greater than 8 and (2) internally at their nucleation
site contain iodide and at | east 50 npl e percent

chl oride, conprised of the steps of
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(1) introducing silver and halide salts into a

di spersing nedium so that nucl eation of the tabul ar
grains occurs in the presence of iodide with chloride
accounting for at least 50 nole percent of the halide
present in the dispersing nmediumand the pd of the

di spersing nmedi um bei ng mai ntained in the range of from
0.5to 3.5 and

(2) follow ng nucleation conpleting grain growh under
conditions that nmaintain the {100} major faces of the
t abul ar grains.”

In the notice of opposition based on |ack of novelty
and inventive step (Articles 100(a), 54, 56 EPC), the
foll owi ng docunents were cited, inter alia:

(1) US-A-4 946 772 and

(3) US-A-4 063 951.

During the opposition procedure the opponent, now the
respondent, raised a further objection under
Article 100(c) EPC.

In its decision the Qpposition Division held that the
patent in suit did not sufficiently disclose (1) the
definition of tabular silver halide grains present in
the emul sion and (2) the nmethod used to determ ne the
per centage of grain popul ati on projected area accounted
for by tabular grains. Therefore, the invention was not
di sclosed in a manner sufficiently clear and conplete
for it to be carried out by a person skilled in the art
(Article 83 EPC)
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V. The proprietor, now the appellant, |odged an appeal
against this decision; its argunents are sunmari zed as
fol | ows:

- the term"tabular” in "tabular silver halide grains"
is defined in the specification and has a well
accepted nmeaning in the photographic art;

- regardl ess of what calibration nmethod m ght be used
for measuring the grains of an enul sion sanple, a
skilled person is able to identify an enul sion
satisfying the requirenents of the clainms of the

patent in suit;

- therefore, the patent in suit conplied with the
requi renents of Article 83 EPC

VI . The respondent refuted the argunents of the appell ant
as follows:

- there is no definition of the term"tabular"
generally accepted in the art;

- there is no standard nmet hod of neasuring the
projected area forned by the grain population in the

emul si on;
- therefore, the clainmed invention was not sufficiently
di scl osed to be carried out by a person skilled in

the art.

VI, During the oral proceedi ngs, which took place on
29 March 2004, the appellant requested that the

1521.D
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deci si on under appeal be set aside and that the patent
be mai ntained in anended formon the basis of

claims 1 to 16 according to the main request, or

claims 1 to 16 according to the first auxiliary request,
or

claims 1 to 7 according to the second auxiliary request,
all requests having been submtted at the oral
proceedi ngs before the Board, or, auxiliarily, that the
case may be remitted to the first instance with the
order to continue opposition proceedings on the basis

of the clains of any of these requests.

The respondent requested that the appeal be dism ssed.

At the end of the oral proceedings the Chairnman
announced the decision of the Board.

Reasons for the Decision

1521.D

Article 123 EPC

Mai n request

Claim1l of the main request, consisting of 16 clai ns,
differs fromCaim1l as originally filed in that

"30 percent of the grain population” is replaced by

"50 percent of the grain population”, and that the term
"characterized in that" is replaced by "and wherein".

The words "50 percent of the grain population” find
their basis in the population as originally filed
(page 15, lines 7 to 8).
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Claim 10 has been redrafted by referring to claim4
i nstead of repeating the wording of C aimA4.
Claim14 as originally filed has been del eted and
Clains 15 to 17 as originally filed have been
renunbered clainms 14 to 16.

Auxi liary request 1

Claim1l1l of auxiliary request 1, consisting of 16 clains,
differs fromCaim2l of the main request in that the
passage "further characterized in that of the tabular
grai ns bounded by {100} major faces, a portion
accounting for 50 percent of total grain projected area
selected on the criteria of adjacent major face edge
rati os of less than 10 and thickness of |ess than 0,3 nm
and havi ng hi gher aspect ratios than any remaining
tabul ar grains satisfying these criteria have an

average aspect ratio of greater than 8" is added at the
end of Caiml. This passage finds its support in the
description as originally disclosed (page 10, lines 14
to 21).

Auxi |l iary request 2

Auxiliary request 2, consisting of 7 clainms, differs
fromauxiliary request 1 in that Cains 1 to 9 have
been deleted, and Clains 10 to 16 have been renunbered
Claims 1 to 7. CQaim4 of auxiliary request 1 has been
incorporated into Claim1l of auxiliary request 2.

The Board is satisfied that the clains of all the three
requests neet the requirenents of Article 123(2) (3)
EPC.
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Article 83 EPC

Tabul ar grain and neasuring net hod

According to Article 83 EPC the patent application nust

di scl ose the invention in a manner sufficiently clear

and conplete for it to be carried out by a person

skilled in the art.

Claim1l of the main request requires that tabul ar

grains have a nean thickness of less than 0.3 mm and

have parallel major faces lying in {100}

crystal |l ographi c pl anes.

The respondent contests that the term"tabular"” has

been sufficiently defined in the patent in suit and

that there is a standard nmet hod of neasuring the

projected area forned by the grain population in the

enul si on.

It concluded that, therefore, the patent in suit did

not conply with the requirenents of Article 83 EPC

The Board does not agree.

(a)

As far as the definition of tabular silver halide
grains is concerned the patent in suit addresses
the art accepted characteristics as foll ows:

"Al though varied definitions have been adopted in
defining tabular grain enulsions, there is a
general consensus that the functionally
significant distinguishing feature of tabular
grains lies in the large disparity between tabul ar
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grain equivalent circular dianeter (ECD, the

di aneter of a circle having an area equal to the
projected area of the tabular grain) and tabul ar
grain thickness (t, the dinmension of the tabul ar
grain normal to its opposed parallel major faces).
Aver age tabul ar grain aspect ratio (ECD/'t) and
tabularity (ECD/t? where ECD and t are each
measured in pum are art accepted quantifiers of
this disparity.” (page 2 line 19 to 24).

Therefore it is clear that the "tabul ar grains" of
Claim1 are silver halide grains displaying a

| arge disparity between ECD and t and the issue of
sufficiency of disclosure boils down to the
qguestion whether or not the patent in suit
contains all the information required by a person
skilled in the art to produce the clained

radi ation sensitive enul sion containing the

speci fied popul ati on of such tabul ar grains.

The Opposition Division correctly stated in its
deci sion that neither a m nimumvalue for the
average tabul ar grain aspect ratio nor for the
tabularity was given in the patent in suit. It
further found that the information on the
calibration nmethod used to determ ne the

per centage grain popul ation projected area was
insufficient. For these reasons, the Qpposition
Di vision concluded that the patent in suit did not
di scl ose the clainmed invention in a manner
enabling a skilled person to carry out the

i nvention without an undue anount of
experinmentation (see the reasons of the appeal ed
decision, points 2.1 al-1 to 2.1 al-3).
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(c) The Board cannot accept this concl usion.

(i)

As already indicated, the patent in suit

di scl oses that "tabul ar grains" show a | arge
di sparity between ECD and t. This
characterization of tabular grains was not
created for the first time in the patent in
suit but can be found, although with
different words, in citations (1) and (3),
both not originating fromthe appellant:

"Tabul ar grains are fornmed with a pl anar
spread in tw dinmensions with respect to the

t hi ckness of the grains..." (docunment (1),
colum 1, lines 31 to 33)
and

"These crystals are of tabular habit bounded
by (100) cubic faces and whi ch have an
aspect ratio of from1l.5:1to 7:1."
(docunent (3), colum 1, lines 19 to 21).

Docunent (1) contains a further significant

i nformati on:

"Emul si ons contai ning tabul ar halide silver
crystal grains of which the aspect ratio
defined as the ratio of the edge length to
the thickness of the grainis from1.5:1 to
7:1 and which are bounded by (100) pl anes,
and a nethod for the preparation of these
enmul si ons has been di sclosed in US Pat ent
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No. 4,063,951...." " ...it is clear fromthe
title and the published photographs that the
grains which are forned in practice are
really tabul ar grains and certainly not rod-
i ke or needle-like grains.” (colum 2,
lines 10 to 22). It is noted that

docunent (1) is assigned to the respondent.

Al'l these passages do not only denonstrate that
those skilled in the art had no difficulty to
under stand the nmeani ng of "tabular grains" but
also that the latter could be identified by visual
i nspecti on.

(it) The mssing of a lower Iimt of the average
tabul ar grain aspect ratio and of the
tabul arity cannot change this finding of the
Board. It rather raises an issue of clarity
insofar as the degree of tabularity may not
be clear and may require interpretation or,
in the words of the patent in suit, the
| arge disparity between ECD and t may
require appropriate construction. However
any possible lack of clarity in this
connection does not result from an anmendnent
of the clains, and thus, cannot be an issue
in these appeal proceedings.

(d) The patent in suit also teaches howto
differentiate between tabul ar and non tabul ar
grai n enul si ons.

"To distinguish tabular grain enulsions from
those that contain only incidental tabular

1521.D



1521.D

(e)

(f)

(9)

- 10 - T 1053/ 01

grain inclusions it is also the recognized
practice of the art to require that a
significant percentage (e.g., greater than
30 percent and nore typically greater than
50 percent) of total grain projected area be
accounted for by tabular grains.”

(page 2, lines 24 to 27).

In respect of the method of neasuring the
projected area forned by the grain population in
the emul sion, the patent in suit discloses in
detail how in an appropriate photom crograph of
carbon grain replicas of a representative emul sion
of the invention the projected area is to be

eval uated (page 4, lines 39 to 55).

Then the patent in suit points to the necessity of
a grain-by-grain exam nation of the
phot om crograph to establish the percentage of the
total grain projected area accounted for by the
tabul ar grains (page 4, line 56 to page 5,

line 18).

Figures 1 to 5 of the patent in suit illustrate
this eval uati on nethod.

It follows fromthe above that neither the feature
“"tabul ar grain" nor the feature "greater than

50 percent of the grain popul ation projected area"
can result in a convincing objection of

i nsufficient disclosure.

The assessnent of structures of silver halide
crystals by evaluating el ectron m crographs was



2.2

2.2.1

2.3

1521.D

- 11 - T 1053/ 01

common practice in the art. This is shown by
docunents (1) and (3).

Figures 1 to 37 and 39 to 48 of docunent (1) are
el ectron m crographs which show the structures of
silver halide crystals in the enulsions of that

i nvention or conparative enul sions. Wen filing

t he opposition, the respondent had eval uat ed
itself figures 15 and 16 of docunent (1). Taking
into account that this citation is silent on how
to evaluate the el ectron m crographs, the Board
concludes that a skilled person had no difficulty
to avail itself of an appropriate eval uation

met hod. This conclusion is confirnmed by docunent
(3) stating that the aspect ratios of the crystals

are determned from el ectron mcrographs (colum 1,

lines 27 to 28) without giving further details
whi ch was obvi ously deenmed to be unnecessary.

Preparation of the clainmed radiation sensitive enul sion

The patent in suit discloses also the formation of the
tabul ar grains on page 2, lines 41 to 49. It contains
14 exanples. There is no evidence on file that any of
t he exanpl es could not be reproduced.

Concl usi on

For these reasons the Board concl udes that the skilled
person was able to put the invention into practice and
to evaluate the obtained products and that the patent
insuit fulfils the requirenments of Article 83 EPC
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Si nce, however, the Qpposition Division has not yet
deci ded on novelty and on inventive step, the Board
exercises its discretion under Article 111(1) and
remts the case to the first instance for further
prosecuti on.

Under these circunstances it is not necessary to deal

with appellant's first and second auxiliary request.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to continue opposition proceedings on the basis
of the clainms of the main request submtted at the oral
pr oceedi ngs.

The Regi strar: The Chai r man:

G Rauh P. Krasa
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