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Summary of Facts and Subm ssi ons

0118.D

The appellant | (opponent) and the appellant 11
(patentee) | odged appeal s against the interlocutory
deci sion of the opposition division, despatched on
26 July 2001, nmaintaining the European patent

No. 0 453 761 in anended form

The opponent filed the notice of appeal on 17 Septenber
2001 and paid the prescribed fee on the same day. The
correspondi ng statenent of grounds of appeal was

recei ved on 30 Novenber 2001

The patentee's notice of appeal was received on

4 October 2001 and the prescribed fee was paid on the
sane day. The correspondi ng statenment of grounds of
appeal was received on 5 Decenber 2001

The opposition had been filed against the patent as a
whol e and based on the grounds of Articles 100(a) and
(c) EPC.

In the contested decision, the opposition division held,
inter alia, that the subject-matter of claim1 of the
patentee's mai n request was adm ssi bl e under

Article 123(2) EPC but it did not involve an inventive
step within the neaning of Article 56 EPC.

At the request of both parties, oral proceedings were
hel d on 9 Decenber 2004.

The opponent requested that the decision under appeal
be set aside and the patent be revoked.
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The patentee requested that the decision under appeal
be set aside and that the patent be maintained on the
basis of the follow ng:

Main Request: Clains 1 - 10 filed on 5 Decenber 2001,

First Auxiliary Request: Clainms 1 - 10 filed on
5 Decenber 2001

Second Auxiliary Request: Clains 1 — 6 filed on
5 Decenber 2001

Third Auxiliary Request: Clains 1 — 10 filed on

5 Decenber 2001 and corresponding to the clainms as
al l oned by the opposition division.

Claim 1 according to the patentee's Miin Request reads

as foll ows:

"An inplantabl e heart treatnent system having anti -
arrhyt hm a pacenaki ng, cardioversion, and
defibrillation capabilities for maintaining proper
function of the heart, said system conprising:

an i npl antabl e pul se generator neans (18) for
produci ng an anti-arrhythm a wavef orm

a pul se generator housing (10,10') enclosing and
cont ai ni ng said pul se generator neans (18), said
generator housing (10,10") including a conductive
surface (14,14') electrically connected to said pul se
generator nmeans (18) for delivering electrical energy
to the heart, said housing (10,10') being inplantable
proxi mate the heart with said conductive surface facing
t he heart;
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a first electrode (28) being inplantable in or
about the heart and being electrically connected to
sai d pul se generator (18);

a second el ectrode (29) being inplantable in or
about the heart and being electrically connected to
sai d pul se generator (18);

characterised in that programmable sw tching neans
(16) are provided for directing said anti-arrhythm a
wavef orm

(i) upon a first condition of said heart, to at
| east one of said first (28) and second (29) el ectrodes
and to said conductive surface (14,14") of said pul se
generator housing (10, 10");

(ii1) upon a second condition of the heart
directing said anti-arrhythma waveformto said first
(28) and second (29) electrodes and to said conductive
surface (14, 14') of said pul se generator housing
(10,10'), said second condition being indicative of
rapid ventricular tachycardia or fibrillation; and

(iii) upon a third condition of the heart to said
first and second el ectrodes.”

Claim 1l according to the First Auxiliary Request

differs fromclaiml of the Main Request in that it
further conprises the follow ng features:

" and further characterised in that upon said second
condition the pul se generator neans (18) and the
programmabl e swi tching nmeans (16) are operable to apply
a |l ower energy cardioverting waveform between the first
and second el ectrodes (28,29) and said conductive
surface (14,14') of said pul se generator housing
(10,10') and, if the heart does not revert back to

normal sinus rhythm subsequently to apply a higher
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energy defibrillation waveform between the first and
second el ectrodes (28,29) and the conductive surface
(14,14') of said pul se generator housing (10,10")."

| ndependent claim 7 according to the First Auxiliary

Request differs fromclaim1 of the Main Request in
that the portion of the preanble relating to the first
and second el ectrodes reads as foll ows:

"a transvenous |lead (30) which is inplantable in the
heart and having first and second el ectrodes (28, 29),
said first and second el ectrodes (28,29) being

el ectrically connected to said pul se generator (18),
wherein the first and second el ectrodes (28, 29) are
arranged on the transvenous |ead (30) such that the
first electrode (28) is located at a distal position so
as to be located in the right ventricle of the heart
and the second el ectrode (29) is |ocated at a proxi nmal
position so as to be located in the atriumor vena cava

region of the heart,"

Claim 1 according to the Second Auxiliary Request

corresponds to claim7 of the First Auxiliary Request.

Claim 1 according to the Third Auxiliary Request

corresponds to claim1l of the First Auxiliary Request.

The argunents of the opponent nmay be sunmmarised as
fol |l ows:

The independent clainms of all the patentee's requests
related to an inplantable heart treatnent system
conprising switching neans for switching three
different el ectrode configurations upon the occurrence



0118.D

- 5 - T 1038/ 01

of three different heart conditions. The application as
originally filed, however, neither disclosed nor
suggested a three-stage switching operation. In fact,
both clains 1 and 18 and the enbodi nents specified in
the description (colum 4, lines 7 to 42 of the
publ i shed application) identified two possible heart
conditions and explicitly referred to the sel ection of
the appropriate el ectrode configurations on the basis
of a first or a second heart condition.

As the independent clainms of all requests were based on
subj ect-matter which extended beyond the content of the
originally filed application, they violated

Article 123(2) EPC

The patentee argued essentially as foll ows:

The switching neans specified in the i ndependent cl ains
of all requests were progranmed to sel ect one of the

el ectrode configurations explicitly disclosed in
claiml and claim 18 of the application as originally
filed. The opposition division found that these clains
did not relate to different enbodi nents and that it was
perm ssible to conbine their features.

In any case, the description fromline 28 of colum 3
to line 24 of colum 4 disclosed to a skilled person
the three el ectrode configurations specified in the
clainms. As to the disclosure of corresponding
conditions of the heart, there was anple evidence in
the originally disclosed application docunents that the
gi st of the invention was to provide a progranmabl e
system whi ch sel ected an appropriate el ectrode
configuration in response to the detection of heart
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signals indicative of a certain heart condition. The
fact that the switching neans could sel ect one of three
el ectrode configurations necessarily inplied the
detection of one of three heart conditions.

Furthernore, the "Summary of the Invention" at l|ines 48
to 52 of colum 1 indicated that the present invention
i nvol ved switching between different el ectrode
configurations for different conditions of the heart.
It did not indicate that only two different el ectrode
configurations were possible. The skilled person
readi ng the whol e disclosure would "seriously
contenplate” utilising three or nore el ectrode
configurations upon the occurrence of correspondi ng
heart conditions. According to Decision T 187/91 a
specific exanple which the skilled reader woul d
seriously contenplate as a possible practical

enbodi nent of the described invention was part of the
content of the application as filed. In summary, the
switching neans recited in the i ndependent clains of
all requests did not constitute added subject-matter
and therefore did not violate Article 123(2) EPC.

Reasons for the decision

1. The appeal is adm ssible.

2.1 The i ndependent clains of all requests are directed to
an "inplantabl e heart treatnent systent conprising,
inter alia, programmble sw tching neans for directing
an anti-arrhythm a waveform as foll ows:

0118.D
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(1) upon a first condition of the heart, to at |east
one of a first (28) and a second (29) el ectrode
and to a conductive surface of the pulse
gener at or housi ng;

(i) upon a second condition of the heart, to said
first (28) and second (29) electrodes and to said
conductive surface of said pul se generator
housi ng, said second condition being indicative
of rapid ventricular tachycardia or fibrillation;
and

(iii) wupon a third condition of the heart, to said
first and second el ectrodes.

It is uncontested that the application as originally
filed does not explicitly disclose switching nmeans for

sel ecting one of three electrode configurations in
response to one of three conditions of the heart. Thus,
t he essential question to be considered in the present
appeal is whether this subject-matter finds inplicit
support in the originally filed docunents.

Claim1l as originally filed recites the second (ii) and
third (iii) electrode configurations specified in the

i ndependent clains of all requests, whereas independent
claim 18 of the original application covers the first
(1) and the second (ii) electrode configurations.

As pointed out by the patentee, the opposition division
found that the two enbodi ments identified in the
specification of the original application differed only
in features relating to the pul se generator housing

el ectrodes (see Figures 2 and 4), and that, since
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original clainms 1 and 18 did not specify these

di stinguishing features, they had to relate to both
enbodi nents. A conbi nation of the features of these
clainms was therefore permssible.

Regarding the three conditions of the heart referred to
in the independent clains of all requests, in the
patentee's view, it was inplicit fromthe whol e

di sclosure that a certain el ectrode configuration had
to be switched when a predeterm ned condition of the
heart was detected. Even if there was no direct
reference to a particular heart condition triggering
the selection of a particular electrode configuration,
it was inplicit to the person skilled in the art that
t he whol e point of having different el ectrode
configurations was the possibility of treating
different heart conditions. Thus, it was i mediately
clear to the skilled person that the disclosure of
three el ectrode configurations in the original
application docunents inplied the determ nation of
three conditions of the heart.

The features at issue are specified as follows in
claiml of the application as originally filed
(enmphasi s added);

"switching nmeans for directing said anti-arrhythm a
wavef orm on the one hand, to said first and second

el ectrodes upon a first condition of said heart, and on

the other hand directing said anti-arrhythm a waveform
to said first and second el ectrodes and to said

conductive surface of said pul se generator housing upon

a second condition of the heart."”
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Thus, the claimidentifies "a first condition of said
heart" and "a second condition of said heart" and two
possi bl e el ectrode configurations, whereby both
configurations involve the first and second el ectrodes
28 and 29, but only one additionally includes the
conductive surface of the pul se generator housing. As
shown in Figures 2 and 4, an el ectrode configuration
conprising or excluding the conductive surface of the
pul se generator requires selective activation of the
switch 16 which connects this surface to the pul se
generator circuitry 18 (see colum 3, lines 2 to 4 and
lines 37 to 39).

Claim18 as originally filed specifies the sw tching
means as follows (enphasis added):

"switching nmeans for directing said anti-arrhythm a
waveform on the one hand, to at | east one of said first

and second el ectrodes and to said conductive surface of

sai d pul se generator housing upon a first condition of

said heart, and on the other hand directing said anti-

arrhythm a waveformto said first and second el ectrodes

and to said conductive surface of said pul se generator

housi ng upon a second condition of the heart."

Thus, this claimidentifies also two heart conditions
and specifies two correspondi ng el ectrode
configurations, both involving the conductive surface
of the pul se generator housing. In other words, the
swi tching neans of the enbodi ment covered by claim 18
has only to switch between the first and second

el ectrodes |ocated in or about the heart. It does not
have to selectively activate a switch for connecting
t he pul se generator circuitry 18 to the conductive
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surface of the pulse generator, since this surface is
al ways included in the two sel ected el ectrode
configurations. Though the clai mdoes not nmake use of
reference signs, it is apparent that the only sw tching
means di sclosed in the application which can perform
the function of selecting one of the two clained

el ectrode configurations is the "progranmable switch
18" (see colum 4, lines 33 to 37 of the application as
originally filed).

In other words, an essential difference between the two
enbodi ments covered by clains 1 and 18 is that the
former requires only a progranmable swtch 16 for

sel ectively connecting the conductive surface of the
pul se generator housing to the pul se generator
circuitry 18, whereas in the latter the programmuable

switch 18 is programmed to sel ect one of the el ectrodes
28 and 29. In this enbodinent, the switch 16 is not
required for delivering the anti-tachycardi a waveform
to the selected el ectrode configuration because it is
al ways active and, in effect, it could be replaced by a

di rect connecti on.

Thus, in the opinion of the Board, claim1l and claim 18
of the originally filed application are indeed directed
to different enbodinments and thus do not recite
different features of the same enbodi ments which, in
principle, it would be perm ssible to conbine into a
single claim as argued by the patentee and the

opposi tion division.

As the originally filed clains do not provide
sufficient support for the subject-matter under
consi deration, the question nust be addressed whether a



4.2

0118.D

- 11 - T 1038/ 01

person skilled in the art could derive this subject-
matter directly and unanbi guously fromthe description

and drawi ngs of the application as originally filed.

Figure 6 of the application as published shows a system
conprising a lead inplanted transvenously in the heart
with a first electrode 28 in the right ventricle and
second el ectrode 29 proximate the right atrium Wen an
arrhythma is sensed and it is appropriate for an

el ectrical shock to be delivered to the heart, the
programmuabl e switch 18 determ nes which el ectrodes are

energi sed under control of circuitry 18. If the heart
activity is slower or faster (bradycardia or
tachycardia) than nornmal, "the switch 16 is triggered
so that the pul se generator circuitry 18 selects only
el ectrode 28" (see application as published: colum 4,
line 6 to line 14). As pointed out by the patentee,
this electrode configuration, which relates to unipol ar
paci ng, woul d necessarily involve the conductive
surface of the pul se generator housing.

On the other hand, if the sensed activity is indicative
of rapid ventricular tachycardia or fibrillation

requi ring higher energy stinmulation, swtch 16 is
triggered so that the pul se generator circuitry selects
both distal and proxi mate el ectrodes 28 and 29 as wel |

as the el ectrode discharge surface 14 to di scharge
energy fromthe conductive walls of the housing 10 or
10" for generating a defibrillating electric field
across the heart (ibid: colum 4, lines 14 to 24).

In another alternative form the programmable switch 18
may be programmed to sel ect one of the el ectrodes 28

and 29 and the electric discharge surface 14 of the
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pul se generator housing 10, whereby the choi ce between
the el ectrodes 28 and 29 may be based on certain
cardiac conditions (ibid: colum 4, lines 33 to 42).

I n other words, when describing in detail an
enbodi nents, the application as originally filed
di stingui shes between a first condition of slow or

faster heart activity (bradycardia or tachycardia),
which is treated by pul ses applied to one el ectrode
| ocated in the heart, and a second condition of rapid

ventricular tachycardia or fibrillation, which requires
delivery of electrical energy across the heart and thus
t he application of an electrical discharge between the
cardi ac electrodes 28 and 29 and the conductive surface
of the pul se generator housing.

As to the "alternate forni' referred to in the
description at lines 33 to 42 of colum 4, which

i nvol ves the selection of one of the el ectrodes 28 and
29 and the delivery of the charge between one of these
two el ectrodes and the housing, it is open to question
whether it is suggested as an alternative to a first

el ectrode configurations ("only el ectrode 28" and the
conductive wall of the pulse generator housing) or to
t he second el ectrode configuration ("both distal and
proxi mal el ectrodes 28 and 29" and the conductive wal l
of the pul se generator housing). In any case, also this
alternative enbodi nent involves the pul se generator
housi ng as el ectrode and therefore does not identify
the third el ectrode configuration specified in the

cl ai s under consi derati on.
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According to the patentee, the third el ectrode
configurations finds support not only in claim1l of the
application as originally filed but also in the passage
of the description which specifies that the switch 16
"is selectively activated to include or exclude the
conductive surface of side wall 12 fromthe di scharge
sequence" (application as published: colum 3, |ines 37
to 39). As argued by the patentee, the fact that the
swi tch may exclude the conductive surface of the
housi ng necessarily inplies for the skilled person that
t he di scharge sequence nust be applied to the two

el ectrodes |ocated in the heart. The description,
however, does not specify that this el ectrode
configuration should be adopted when "a third condition
of the heart"” is detected. On the contrary, the wording
of the originally filed claim1 appears to suggest that
t he bipolar stinulation provided by this electrode
configuration constitutes an alternative to the

uni pol ar stimulation according to claim 18, which
shoul d al so be sel ected upon detection of "a first
condition of the heart".

In summary, though the application as originally filed
may be interpreted as covering three possible electrode
arrangenents, it does not necessarily suggest to the
skilled reader an inplantable heart treatnment system
with a programmabl e switching nmeans for selecting one
of the three electrode configurations in response to

the detection of one of three heart conditions.

The patentee referred to T 187/91 (QJ 1994, 572) and
argued that the present case was simlar and that the
present Board should also arrive at the sane

concl usi ons.
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According to T 187/91 (see headnote), "A specific
exanple within a generic disclosure form ng part of the
description of the invention in an application as filed
is part of the content of the application as filed for
t he purpose of Article 123 (2) EPC if the skilled
reader woul d seriously contenplate such specific
exanpl e as a possible practical enbodi nent of the
descri bed invention, having regard to its context in
the remai nder of the application as filed, and subject
to any understanding of the skilled reader to the

contrary".

Since the skilled reader of the present application
woul d seriously contenplate, as a possible practical
enbodi nent of the described invention, an enbodi nent
havi ng switching nmeans for selecting three different

el ectrode arrangenents upon the occurrence of
correspondi ng heart conditions, the independent clains
on file did not infringe Article 123(2) EPC.

In the opinion of the Board, however, the case
considered in T 187/91 is essentially different from
t he present one.

In T 187/91 the appellant requested the grant of a
patent for a fibre optic anplifier. The clains in the
application as filed referred to "a plurality of punp
light sources", ie two or nore |ight sources; the

anended clains referred to "a punp |ight source" and,
t hus, sought protection for a fibre optic anplifier

i ncluding one or nore |ight sources. The invention and

its preferred enbodi ment were described throughout the
application as filed as having nore than one |ight
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source. However, in one occasion, it was stated in the

description that "Further, while the draw ngs show

t hree such |Iight sources 60 nmounted on the cone-shaped

rod 50, it will be understood that nore or |ess sources
60 may be utilised" (see item 3.3 of the decision). The
board noted that, in the absence of such sentence,

there woul d be nothing in such content to indicate
expressly the possibility of using only one |ight
source when getting out of the invention (see item4.)
However, this sentence was a generic statenent that the
preferred enbodi nent of the invention m ght include any
nunber of |ight sources either nore or |ess than three,
including only one light source. In the board' s view,
this sentence indicated that the witer of the
application as filed was aware of the fact that the
invention could be carried out with only one |ight

source.

In the present case, however, there is no generic
statement to the effect that each one of the possible
el ectrode configurations should be selected in response
to a corresponding different condition of the heart and
that an inplantable heart treatnent system could be
provi ded with sw tching nmeans whi ch operates
accordingly. On the contrary, there is a clear

i ndication that the switching neans are intended to
respond only to two different heart conditions: ie to a
first heart condition demandi ng uni pol ar or bipol ar
electric stinmulation and to a second heart condition
requiring the delivery of an electric shock across the
heart. Furthernore, there is no indication that the
swi t chi ng neans should be programred to automatically
sel ect between unipol ar and bipolar stinmulations in
response to different heart conditions. As far as the
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di scl osure is concerned, such unipolar or bipolar
paci ng could i ndeed be pre-selected in accordance to
t he general pathology of the patient's heart.

Summari sing, the Board sees no reason to assune that a
person skilled in the art would seriously contenpl ate,

as a possible practical enbodi nent of the described
invention, a heart treatnent system conprising the

swi tching nmeans specified in the i ndependent clains of
all the patentee's requests.

In the result, the Board finds that all the independent
clainms of the patentee's requests conprise subject-
matt er extendi ng beyond the content of the application
as originally filed (Article 123(2) EPC)

As none of the patentee's requests is adm ssible under
Article 123(2) EPC, the patent has to be revoked.



Or der

For these reasons it is decided that:

1. The appeal of the patentee is dism ssed.

2. The deci sion under appeal is set aside.

3. The patent is revoked.

The Regi strar: The Chai r man:
R Schumacher G Davi es
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