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Summary of Facts and Subm ssi ons

0559.D

Wth decision of 26 March 2001 t he exam ni ng division
refused European patent application 96 118 398.5 in
the light of:

(D1) PATENT ABSTRACTS OF JAPAN, vol. 017, No. 252
(M1412), 19 May 1993 & JP 04 371 373 A (IsSuzuU
MOTORS LTD), 24 Decenber 1992;

(D2) CHEM CAL ABSTRACTS, vol. 99, No. 26,
26 Decenber 1983 Col unbus, Chio, US; abstract
No. 216925, SKOROKHOD, V.V. ET AL: "Sintering of
t ungst en- copper conpositions of various origins"
XP002063729 & POROSHK. METALL. (KIEV) (1983), (9),
9-13 CODEN: PMANAI; | SSN:. 0032-4795, 1983, and

(D3) JP 01078684 A (24 March 1989) and correspondi ng
PAJ abstract.

The witten decision was posted on 23 April 2001.

Claim1 underlying the above decision reads as foll ows:

"1. A tungsten-copper conposite powder conprising
i ndi vi dual particles having a tungsten phase and a
copper phase wherein the tungsten phase
substantially encapsul ates the copper phase.™

Agai nst the above decision of the exam ning division
the applicant - appellant in the follow ng - | odged an
appeal on 21 May 2001 paying the fee on the sane day
and filing the statenment of grounds of appeal on

30 August 2001 requesting to grant a patent on the
basi s of above claim 1l as main request.
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Fol | owi ng the board's Conmuni cati on pursuant to
Article 11(2) RPBA in which the board gave its
provi si onal opinion the appellant filed two new
auxiliary requests 1 and 2, clains 1 thereof read as
fol |l ows:

(a) first auxiliary request:

as claim1l of the main request plus the follow ng
feature: "and the copper content of each conposite
particle is 2-25 w % .

(b) second auxiliary request:

as claim1l of the main request plus the follow ng
feature: "and said conposite particles have a Fisher
Sub- Si eve Sizer (FSSS) particle size ranging from
0.5 pmto 2.0 pm"

Thereafter oral proceedings before the board were held
in which the appellant submtted a further claiml
according to his third auxiliary request in which the
features according to his first and second auxiliary
request are added to claim11 of the main request.

In the oral proceedings the appellant essentially
argued as fol |l ows:

- according to Article 69(1) EPC an i ndependent
claim see for instance claim1l of the main
request, has to be interpreted on the basis of the
description making it clear that in contrast to
t he teaching of (Dl) the tungsten particles are
not only bound to the copper particles by
el ectrostatic forces but rather by forces created



VII.

0559.D

- 3 - T 1027/ 01

during the production process by rendering the
copper particles liquid and thereafter cooling the
conposite powder;

- since claiml of the main request is based on a
pseudoal | oy the deficiencies of the prior art with
respect to binding of particles are clearly
overcone so that bleeding out of copper is
obvi at ed;

- in contrast to what is clained (Dl) and (D3)
relate to agglonerates with small binding forces
bet ween the particles of the conposite powder;

- with respect to the third auxiliary request it has
to be pointed out that claim1l thereof is limted
in its copper content and the diameters of its
particles so that the objects to be solved, nanely
enhanced thermal and el ectrical conductivity
wi t hout bl eedout of copper, however, with a high
degree of dinensional control of the conposite
powder, are clearly achieved rendering the
teaching of claim1 novel and inventive; wth
respect to the particle' s dianeter between 0.5
and 2.0 pymit has to be observed that subm cron
particles were achieved by a spraying and a quick
cooling process as prelimnary steps to sintering;

- summari sing, the subject-matter of claim1 of the
third auxiliary request is seen as being novel and
not rendered obvious by the available prior art.

The appel | ant requested that the decision under appeal
be set aside and that a patent be granted on the basis
of either his:
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Main request: wth clains 1 to 9 dated 3 July 2000;

First auxiliary request: wth claim1 filed on
19 Decenber 2002 and clainms 2 to 9 dated 3 July 2000;

Second auxiliary request: with claiml filed on
19 Decenber 2002 and clainms 2 to 9 dated 3 July 2000;

Third auxiliary request: wth clains 1 to 7 filed
during the present oral proceedings; Description:
page 2 as anended during the oral proceedings.

Reasons for the Decision

1

2.2

2.3

0559.D

The appeal is adm ssible.

Arendnent s

Claim1l of the main request corresponds to claim1l as
originally filed. In clains 2, 3, 5 and 9 the words
"about" are deleted rendering the clainmed paraneters
narrower w thout extending the teaching of the
originally filed documents.

Claim1 of the first auxiliary request is based on a
copper content of each conposite particle between 2
and 25 wt % being disclosed in EP-A2-0 774 315, page 4,
line 3.

Claim 1l of the second auxiliary request is based on
conposite particles ranging fromO0.5 pmto 2.0 pum
according to Fisher Sub-Sieve Sizer (FSSS) as disclosed
on page 4, line 3 of the published patent application.
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Claim1 of the third auxiliary request is a conbination
of features according to above remarks 2.2 and 2. 3.

Sunmmari sing, the above requests are not open to an
obj ection under Article 123(2) EPC.

Mai n request

3.2

3.3

0559.D

In claim1 thereof a conposite powder is defined
conprising individual particles having a tungsten phase
and a copper phase wherein the tungsten phase
substantially encapsul ates the copper phase.

In the Communi cation pursuant to Article 11(2) RPBA the
board set out in remarks 3 to 5 that the system WCu
exhibited only a very small intersolubility, which
excludes the creation of an alloy, but |eads rather to
a pseudoalloy with clearly defined phases of Wand Cu.
The appel | ant agr ees.

The board's findings in remark 4 of the above

conmuni cation are based on (D1) and its English
translation (D1-EN) underlying the decision under
appeal. Wth letter of 19 Decenber 2002 the appel | ant
filed a further English translation (D1-EN-A) of (Dl)
and pointed to differences in remark [0012] thereof.
Even if (Dl-EN-A) was considered, a skilled person
woul d be taught that a copper particle would be
encapsul ated inter alia by tungsten to exclude the
effect of bleed out. Since claim1 is not limted to
one single particle of copper and tungsten, see
"conprising individual particles having a tungsten..

and a copper phase" (stress added) the docunent (D1)
and its English translation according to (D1-EN A) has
to be seen as a novelty destroying prior art read by a
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skill ed person.

3.4 The appel |l ant defended claim 1l by referring to
Article 69(1) EPC and contending that claim1 had to be
interpreted in the Iight of the description. This means
not hing el se than relying on features not clearly
conprised by claim1l itself, for instance the process
step(s) in which the conposite powder was generat ed.

3.5 In contrast to the appellant the board expressed the
opinion that in an ex parte case (refusal of an
application) it is clearly not all owable nor
appropriate to turn to Article 69(1) EPC since in an ex
parte case the scope of protection can be changed by
nodifying the claims wording. It follows therefore
that claim1 has to be read as it is conparing feature
by feature with the prior art. This conparison results
in the finding that the conbination of features laid
down in claiml is conpletely anticipated by (Dl1) so
that its subject-matter is not novel, Article 54 EPC.
The main request is therefore not allowable.

First and second auxiliary request

4.1 Wth respect to claim1l of the main request features
with respect to the copper content of each conposite
particle and to the particle size range (FSSS) are
added to claim1 in the first and second auxiliary
requests respectively.

4.2 A copper content of 20% falling within the clained
range can, however, be seen from (D2) fifth line from
t he bottom of the cover sheet (Abstract) or from
page 696, second paragraph, so that the subject-matter
of claiml1l of the first auxiliary request cannot be

0559.D Y A
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seen as inventive since (D2) originating fromthe
technical field of WCu pseudoal | oys woul d be directly
conbined with (D1) by the person skilled in the art to
achi eve the clained conposite powder, Article 56 EPC.

The subject-matter of claim1 of the second auxiliary
request is based on small conposite particles (0.5 pm
to 2.0 un) without, however, setting out the way in

whi ch these particles are obtained, in which ratio the
starting materials are present (nore copper or nore
tungsten?) and for what purpose they are used. (D1)
clearly deals with a conposite powder, see its English
version and its page headed "WPI", with tungsten
particles of "ca. 1 micron or less in dia." (stress
added) and with copper particles preferably cirka 40 pm
in dianmeter. Under these circunstances it can be
followed that (Dl) is not restricted to big copper
particles rather enbraces snaller copper particles
depending on the individual requirenments of the article
to be formed fromthe clainmed conposite powder - not
defined in claiml1 of the second auxiliary request.

Summari sing, the subject-matter of this independent
claimhas to be seen as novel, however, not inventive
within the nmeaning of Article 56 EPC so that the second

auxiliary request is also unallowable.

Third auxiliary request

5.2

0559.D

Claim1 thereof is based on a specific ratio of
copper/tungsten, nanely nore tungsten than copper, and
on the range of sizes of the conposite particles.

Starting from (Dl) the objects to be solved by the
invention are to produce a conposite powder w thout
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bl eedout of copper, however, with an enhanced thernma
and el ectrical conductivity and a high degree of

di mensi onal control of the conposite powder, see new
page 2 submitted during the oral proceedings before the
boar d.

The objects are solved by the conbination of features
laid down in claim1, nanely that the conposite powder
is rich in tungsten and poor in copper (only 2

to 25 wt % of copper) and is extrenely fine, nanely
havi ng conposite particles in the range of 0.5 pum

to 2.0 pum ( FSSS-val ue).

In contrast to the clainmed subject-matter (D1)

di scl oses a conposite powder which is rich in copper,
see particle size of 40 um conpared with tungsten
particles of 1 pymor less and the disclosure in (D1)
that the coating grains account for 1 w%or |ess of
t he base copper grains (see page headed "WPI", second
paragraph). It follows therefromthat the subject-
matter of claiml is novel and could not be rendered
obvi ous by the teaching of (D1).

(D2), see page 696, fourth paragraph, cannot |ead a
skilled person to the subject-matter of claim1 either,
since already the starting materials (tungsten and
copper) are by far too big, nanely 12.5 and 30 pmin
dianeter so that it is inpossible to achieve a
conposite powder on this basis having conposite
particles as defined in claim]1.

(D3) is conpletely silent about the rati o between
tungsten and copper to be used and about the particle
si ze of the conposite powder produced fromthese
starting material s.
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5.6 Under these circunstances (D2) and (D3) singly or in
conbination with (D1) could not render obvious the
subject-matter of claim1 either so that claim1l is
al | owabl e.

5.7 Clains 2 to 7 relate to enbodi nents of the conposite
powder of claiml and are |ikew se all owabl e.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to grant a patent with the foll ow ng docunents:

- claims 1 to 7 of the third auxiliary request filed
during the oral proceedi ngs held on
23 January 2003,

- description: page 2 filed during the oral
proceedi ngs held on 23 January 2003 and pages 3

to 17 of the published application;

- Figures 1 to 9 of the published application.

The Regi strar: The Chai r man:

A. Counillon C T. WIson
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