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Summary of Facts and Submn ssions

1341.D

Eur opean patent no. 0 762 935 was granted in response
to European patent application no. 95 921 830.6 which
resulted frominternational application no.

PCT/ EP95/ 02131. The nention of the grant of the patent
was published on 15 April 1998.

Noti ce of opposition was filed on 15 January 1999. In a
| etter dated 27 January 1999, the Cpponent's
representative requested inspection of files in respect
of docunents arising fromthe international prelimnary
exam nation. On an earlier request, he had already
received a copy of the international prelimnary

exam nation report (IPER) established by the EPO In
addi tion, he requested copies of all other letters
submtted by the Applicant as well as communi cati ons
fromthe International Prelimnary Exam ning Authority
(IPEA). In particular, he nmentioned the first witten
opi nion of the |IPEA under Rule 66.2 PCT and any further
correspondence.

In a decision, dated 27 Septenber 1999 and al | owi ng
separate appeal, a formalities officer acting for the
Qpposition Division rejected the request for file

I nspection. The reason given was that the rel evant
docunents were not part of the public part of the file
of the European patent application accessible by file

I nspection under Article 128(4) EPC. Nor was file

i nspection avail able under the PCT. In the present case
Rule 94 PCT as in force before 1 July 1998 applied

whi ch did not oblige the elected Ofice to all ow access
to the docunents relating to international prelimnary
exam nati on
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On appeal, this Board, in its decision T 1101/99 of
10 April 2001, set the contested decision aside since
rejecting a request for file inspection exceeded the
conpetence of a formalities officer.

In a decision, dated 23 April 2001, the first instance
again rejected the request for file inspection. The
deci sion was signed by the three nenbers of the
Qpposition Division in its conposition under

Article 19(2), first sentence, EPC. For the rest, the
deci sion was identical to the previous decision of the
formalities officer.

On 25 June 2001, a notice of appeal was filed, the
prescribed fee being paid on the sane day. A statenent
of grounds of appeal was filed on 16 August 2001.

The argunents in support of the appeal can be
summari zed as foll ows:

The application had been filed as an internationa
application which, under Article 150(3) EPC, was deened
to be a European application. Furthernore, the
Applicant's reply to the witten opinion was cited in
t he conmuni cati on under Rule 51(4) EPC and, also for
this reason, was part of the file of the European
patent application. In addition, the Proprietor had
agreed to the use of the test reports contained in the
reply as the basis of proceedi ngs before the EPO as

el ected O fice when using EPO Form 1200 ( Section 6. 2,

| ast pre-crossed box) for entering into the regiona
phase. Thus, Article 128(4) EPC applied w thout
restriction and the possible exclusions in Rule 93 EPC
were not applicable to this reply. If the reply had
been renoved fromthe file this was contrary to Rule
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95a EPC which obliged the EPO to preserve the conplete
file.

Even if access was not justified on this basis, the
principle of legal certainty required the EPO to give
third parties an opportunity to ascertain on the basis
of which technical information the patent had been
granted. Such information was of crucial inportance

al so for appeal proceedings and proceedi ngs before
national courts relating to the patent. Article 128(4)
EPC i npl enented t he above general principle and obliged
the EPO to make all relevant docunents avail able. The
Applicant's reply to the witten opinion was cited in
the | PER. Therefore, a copy of this letter should be
requested by the EPO on the basis of Article 36(4) PCT
and be nade available to the public under

Article 128(4) EPC. In addition, the EPO had access to
the conplete file of the international prelimnary
exam nation, including all comrunications and replies,
under Article 38(1) PCT. Rule 94 PCT as anmended only
confirmed the Appellant's right of inspection since it
had to be regarded as a clarification of what had been
possi bl e al ready before. There was nothing in the PCT
whi ch prevented the EPO from such course of action.

At the outset of the oral proceedings before the Board,
the Appell ant objected to the participation of the
Proprietor of the patent. He argued that inspection of
files had to be granted in ex parte proceedi ngs w t hout
hearing the Proprietor who had not been a party to the
first instance proceedi ngs either.

In reply, the Proprietor argued that he had to be given
the opportunity to coment in order to defend his right
i n keeping information confidential which was not
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accessi ble by the public under the applicable
provi sions and that this had not been contested until
the oral proceedings.

The Board gave the prelimnary ruling that the
Proprietor was a party to the proceedi ngs.

In substance, the Respondent (Proprietor) argued
essentially as foll ows:

The reply to the first comuni cation of the |IPEA had
not become part of the file of the European
application. Its citation in the comuni cation under
Rul e 51(4) EPC only identified the clains foreseen for
grant and did not relate to the substance of the
letter. Nothing in the I PER coul d be understood as
referring to test reports in the letter. If the

exam ner of the | PEA had been of the view that the

| etter contained test reports he would have stated so
as foreseen in the Guidelines for Exam nation in the
EPO, E-1X, 5.3, which he had not done. The file of the
Eur opean application did not reveal anything show ng
that the Exam ning Division had used the content of the
file of the IPEA. Therefore, it had to be assuned that
the Examining Division, on the basis of the file of the
Eur opean application, had taken the position that the
cl ains as anended before the | PEA were ready for grant.

The EPO as elected Ofice could not nake use of Rule 94
PCT as anended since the anended provision only applied
to applications filed since 1 July 1998. Therefore, it
could not make information, which it had received under
Articles 36(4) or 38(1) PCT, available to the public.

The Appel |l ant requested that the witten opinion



- 5 - T 1022/ 01

according to Rule 66.2 PCT and the responses thereto as
well as further witten opinions and responses be nade
avai |l abl e for inspection. Auxiliarily, and in case the
request ed docunents were not part of the file of the
patent, he requested the EPO to inspect the files of
the | PEA according to Article 38(1) PCT and to nake
avai |l abl e the obtainable information.

As a further auxiliary request the Appellant requested
that the follow ng questions be referred to the
Enl arged Board of Appeal:

1. Does legal certainty for third parties require
that the EPOin its function as elected Ofice, at
the request of a third party, nmakes avail abl e any
docunents of the international phase of a European
pat ent application or European patent which was
filed before July 1, 1998 with exception of the
docunments nentioned in Rule 93 EPC?

2. If the answer to the first question is no, are
al so docunents excluded which are explicitly
mentioned in the | PER that contain test reports?

3. If the EPOin its function as elected Ofice does
not keep certain docunents of the internationa
prelimnary exam nati on of a European patent
appl i cation or European patent which was filed
before July 1, 1998 in its files, does |ega
certainty for third parties require that the EPO
inits function as elected Ofice inspects the
files of the I PEA at the request and the expense
of a third party and nakes avail able the
obt ai nable information to the third party?

1341.D Y A
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The Respondent requested dism ssal of the appeal.

Reasons for the Deci sion

1341.D

The Appellant's request is based on Article 128 EPC

Al so the reasons for the request make cl ear that the
request is not directed to the I PEA but to the EPO
acting, after grant of the patent, outside its PCT
functions. Hence, the provisions of the EPC apply.
Accordi ngly, the decision under appeal was not given by
the | PEA but by the Opposition Division with which
opposi tion proceedi ngs are pendi ng (Singer/ Stauder,
2nd ed., Kol n 2000, Art. 128 EPC, note 14). The

OQpposi tion Division' s decision, although not

term nating proceedings, is subject to appeal (Article
106(1) and (3) EPC), on which a Board of Appeal inits
conposition according to Article 21(4)(a) EPCis
responsi bl e to deci de.

The appeal fulfils the formal requirenents and is,
t herefore, adm ssible.

The Proprietor of the patent is a party to these
proceedings. It is true that inspection of files under
Article 128(4) EPCis normally granted w thout
inform ng the applicant or proprietor. This is
justified because the grant of file inspection after
publication nornmally does not require consideration of
the facts of the individual case. The present case is,
however, different because additional docunents are
requested to be included into the file and the extent
of file inspection is contested between the requester
and the proprietor. The proprietor is a party concerned
within the neaning of Article 113(1) EPC because he has
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a legitimte interest in keeping the contested
docunents confidential and the grant of file inspection
woul d affect his rights. In this situation, the
proprietor's right to be heard requires that he can
take part in the proceedings before a decision is
taken. The situation is simlar to the case in which
the Legal Division has rejected a request for
suspensi on of proceedi ngs wi thout having heard the
applicant. Al so here the applicant is entitled to
defend his interests as respondent if the requester
appeal s (J 28/ 94, QJ EPO 1997, 400).

Mai n request

The main request starts fromthe assunption that the
docunents the inspection of which is requested are part
of the file of the European patent application or of

t he European patent under Article 128(4) EPC. This is,
however, not the case.

The EPO as an elected Ofice received the IPER in
accordance with Article 36(3)(a) and Rule 73 PCT. In
this function the EPO was expected to consider the
results of the international prelimnary exam nation
(Article 31(4)(a) PCT). Accordingly, the I PER was taken
into the file of the Euro-PCT application as foreseen
in the Guidelines for Exam nation in the EPO E-1X
6.4, 2nd para. The | PER was established on form
PCT/ | PEA/ 409 as prescribed in Rule 70 PCT in
conjunction wth Section 102(a)(v) of the

Adm ni strative Instructions under the PCT. It did not
contain the docunents the inspection of which is
request ed.

The Appellant's subm ssion that the Applicant's reply
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to the witten opinion has been nentioned in the
comruni cati on under Rule 51(4) EPC and, for this
reason, fornms part of the European patent application
I's not convincing. The reply is only nentioned for
identifying in the usual manner the version of the
clains, submtted with that letter, foreseen for grant
of the European patent. Corresponding information is
given on sheet 1 of the IPER for identifying the sane
clainms which are the basis for and annexed to the
report which is contained in the file. Hence, only the
clains filed with the reply to the witten opinion are
part of the file of the European patent application.

The Applicant's use of Form 1200 has not nade the above
letter part of the file of the European application.
There is no need to speculate, on the basis of the
vague statenments in the | PER, what exactly the content
of the letter was. In any case, the exam ner has not
made a clear reference in the IPER to any conparative
test reports; this would have been the proper course of
action if the letter had contained such reports in case
they were not annexed to or extensively referred to in
the I PER (CGuidelines for Exam nation in the EPO E-IX,
5.3).

Even nore inportant is the fact that the declaration in
the pre-crossed box in Form 1200 does not have the

i mmedi at e consequence that any test reports submtted
during the international prelimnary exam nati on becone
part of the file of the European application. The
declaration only says that test reports nay be used as
a basis for the proceedings. This neans that the EPO as
elected Ofice may or may not use the test reports. The
file does not give any hint that the letter actually
has been used and considered as relevant in the
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exam nation of the European application. In the present
case the European patent was granted w thout any
precedi ng conmuni cati on under Article 96(2) EPC. The
only official action in substance was the conmuni cation
under Rul e 51(4) EPC proposing an adaptation of the
description to the clains as anended in the
international prelimnary exam nation and an indication
of additional prior art. In the absence of any dial ogue
bet ween the Applicant and the Exami ning Division, there
was no di scussion of the requirenents for patentability
fromwhich it could be derived why the patent was
granted. If the Exam ning Division considered

suppl enentary technical information like test reports
as relevant for assessing patentability it could have
been expected that such information would be nentioned
on the cover page of the patent specification
(Guidelines for Exam nation in the EPO C VI, 5.7b

| ast sentence).

The Appellant's reference to Article 150(3) EPC does
not help his case. It is true that, according to this
provi sion, an international application, for which the
EPO acts as a designated or elected Ofice, shall be
deened to be a European patent application. This does,
however, not convert the file of the internationa
application into the file of the European patent
application. On the contrary, the file of an
international application rests within the

responsi bility of the authorities responsible for the
application in the international phase (Rule 93 PCT)
with the effect that the file of the international
exam nation remains with the I PEA, with the exception
of docunents transmitted to other authorities (see
Rules 61, 71 and 73 PCT) and with the proviso that
access may be allowed under Article 38 in conjunction
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with Rule 94 PCT. Therefore, Article 128(4) EPC does
not apply in the present case. But even if the EPO had
taken docunents fromthe file of the internationa
prelimnary exanm nation into the file of the European
application, the nore restrictive provisions of the PCT
(see pt. 5 below) would prevail and continue to apply
(Article 150(2), third sentence, EPC).

It follows fromthe precedi ng observations that the
Appel  ant's argunent that Rule 93 EPC contai ns an
exhaustive |ist of possible exclusions of file

I nspection is not pertinent. Any docunent arising from
the international prelimnary exam nation received by
the EPO as elected Ofice is part of the file of the
Eur opean patent application and as part of this file
open to public inspection in accordance with Article
128(4) EPC. Therefore, the Appellant's main request
must fail.

Auxi liary request

According to the auxiliary request the EPO is asked to
i nspect the file of the I PEA and to nmake the obtainable
i nformati on avail able to the Appellant.

In a first line of argunment, this request is based on
t he submi ssion that the Applicant's reply to the
witten opinion was cited on sheet 2 of the I PER and
was, for this reason, part of the IPER In this
respect, the Appellant refers to Article 36(4) PCT in
conjunction with Article 20(3) PCT. Wereas it is true
that on the basis of these provisions the el ected

O fice may request to be provided with "copies of any
docunent which is cited in the I PER and whi ch was not
cited in the international search report”, Article
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36(4) PCT does not support the Appellant's claim
because any right under Article 36(4) PCT is given to
the elected O fice but not to third parties.

The Appell ant invokes the principle of Iegal certainty
which in his viewrequires giving third parties an
opportunity to ascertain on the basis of which
technical facts presented by the proprietor the patent
has been grant ed.

As set out above (pt. 4.3), the file of the European
appl i cation does not contain any discussion of the
requirenents for patentability fromwhich third parties
coul d derive why the patent was granted. However, the
same situation exists in all those cases in which an
Exam ni ng Di vi sion does not raise any objections and
proceeds directly to grant.

In the absence of information to the contrary, it may
be assuned that the Exam ning Division agreed with the
positive result of the IPER drawn up by the first

exam ner of the Exam ng Division. Thus, the | PER nay be
consi dered as a source of information for assessing the
requi renents of patentability. The explanations in the
| PER refer twice to the Applicant's reply to the I PEA s
witten opinion. In respect of novelty, structura

di fferences between the cl ai ned subject natter and the
di sclosure in two pieces of prior art are explicitly
identified, also referring to argunents in the
Applicant's letter. In respect of inventive step, the
report states that none of the three docunents of the
prior art teaches or suggests the problem as described
in the prior art and that one skilled in the art would
not have conbi ned the teachings of any two of these
docunents. For further considerations in favour of
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acknow edgenent of inventive step the explanations in
the IPER refer again to the Applicant's letter.

Al t hough the expl anations can be considered to contain
a formal reasoning for the acknow edgenment of inventive
step, the reference | eaves roomfor specul ati on whet her
the further information in the Applicant's letter nmay
have i nfluenced the exam ner's judgnent. For the
persuasi ve force of the IPER it would have been
preferable either to repeat in the explanations facts
and argunents fromthe rest of the file if they were
essential for the statenents under Article 35(2) PCT or
not to cite themif they were not essential.

In any case, in the proceedi ngs before the el ected

O fice, the Exam ning D vision has not seen the need to
suppl enent the file of the European patent application
by maki ng use of Article 38(1) PCT or by inviting the
Applicant to file docunents in order to cone to its
decision to grant the patent. The |latter decision is
not subject of these proceedings and it is not the task
of this Board to review whet her the Exam ning Division
shoul d have nmade any further investigations.

Furt hernore, exam ning proceedi ngs are no | onger
pendi ng and the EPO is no |onger active in its role as
el ected Ofice. A decision of the Opposition Division
concerning the proper content of the exam nation file
cannot change the basis for the Exam ning Division's
deci sion retrospectively. Therefore, the principle of

| egal certainty as devel oped by the Appellant is not a
| egal basis to force the Opposition D vision to inspect
the files of the | PEA

Since access via Article 36(4) PCT is not at the
Appel  ant' s di sposal, the question nmay renmai h undeci ded
whet her "any docunent ... cited in the IPER" within the
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meani ng of Article 36(4) PCT may be understood as
covering docunents which have not been published, as
argued by the Appellant. Rather the contrary may be
suggested by the fact that the instructions on howto
identify citations in the IPER only deal wi th published
docunents (Rules 70.7 and 43.5 PCT in conjunction with
Sections 611 and 503 of the Adm nistrative Instructions
under the PCT referring to WPO Standard St. 14,
publ i shed i n Handbook on Industrial Property

I nformati on and Docunentation, |oose-leaf ed., Ceneva).

In support of his auxiliary request, the Appellant also
cites Rule 94.3 PCT as in force from1 July 1998 which
allows the elected Ofice to give access to any
docunent relating to the international prelimnary
exam nation contained inits file. The Appellant is of
the opinion that Rule 94 as anended is only a
clarification of what was al |l owed before.

The Board cannot share this view Article 38 PCT is
entitled "Confidential Nature of the Internationa
Prelimnary Exam nation". In order to inplenent the
principle of confidentiality, the provision stipulates
that neither the International Bureau nor the | PEA
shall, w thout agreenent of the applicant, allow access
to the file of the international prelimnary

exam nation by any person or authority at any tine,
except by the elected Ofice once the | PER has been
established. Wien Article 38(1) PCT is interpreted in

i solation, the unlimted duration of the above
restriction for the International Bureau and the | PEA
presupposes that the elected Ofice is only recipient
but not distributor of the information obtai ned under
Article 38(1) PCT. It would nmake no sense to forbid
access at the International Bureau and the | PEA "by any
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person” and "at any tine" if the elected Ofice could
al | ow access to anybody after issuance of the I PER
Thus, the access to the file of the internationa
prelimnary exam nation for the elected Ofice is an
exception to the principle of confidentiality in
Article 38(1) PCT. Hence, it was the position of the
I nternational authorities under the PCT that the
provi sion precluded elected Ofices from maki ng

avai lable to third parties copies of the internationa
exam nation file (European Patents Handbook, 2nd ed.

| oose-leaf, note 16.28.23).

This situation has substantially changed as a result of
the entry into force of anended Rule 94 PCT. Whereas
the previous version of the provision dealt only with
the furnishing of copies fromthe file of the
international application with the agreement of the
applicant, anended Rule 94 PCT was introduced "with a
view to adopting a nore liberal interpretation of
Article 38(1). In particular, the exception provided
for in Article 38(1) allow ng access to the file of the
i nternational prelimnary exam nation by el ected

O fices would no longer be interpreted as limting that
access to the elected Ofices thensel ves. Consi stent
with this interpretation, elected Ofices whose

nati onal |aw makes application files publicly
accessi bl e should no I onger be required to renove the
international prelimnary examnation file when

al l owi ng such access to their files." (Doc.
PCT/ Al XXI' VI 7, dated 7 August 1997, Twenty-Fourth
Session of the PCT Assenbly, Proposed anendnents of the
Regul ati ons under the PCT, note 24: "Access to files").
Accordingly, pursuant to Rule 94.3 PCT as anended the
el ected O fice may all ow access to any docunent
relating to the international prelimnary exam nation
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to the sane extent as provided by the national |aw for
access to its own exam nation file. As stated above,
this conpetence was not derivable fromthe PCT in its
previ ous text and Rul e 94.3 cannot be applied
retrospectively.

6.3 The view of the Appellant is not only in contradiction
to the legislative history as indicated above, to the
position taken by the Organi sations adm nistering the
PCT (WPO s PCT Applicant's Cuide, |oose-I|eaf ed.

Vol . I/A note 476; Cuidelines for Exam nation in the
EPO, E-1X, 6.5), and to the opinions expressed in
specialist literature (Singer/Stauder, supra, note 53
on Art. 155 EPC, @Gl |/ Ri ppe/ Wi ss, Di e européische

Pat ent annmel dung und der PCT in Frage und Antwort, 6th
ed. 2002, p. 330), it is also contrary to the decision
of the PCT Assenbly, taken when adopting the anended
Rule, that Rule 94 in its previous version would
continue to apply after 1 July 1998 in respect of
applications filed before that date (Doc.
PCT/ Al XXI V/ 10, dated 1 October 1997, Report of the
Twenty- Fourth Session of the PCT Assenbly, note 16(ivV),
reproduced in WPO s PCT text as editor's note to

Rule 94). Finally, the same practice is prescribed in
the PCT Prelimnary Exam nati on Qui delines, Chapter
VI-13 (PCT Gazette, Special |ssue 07/1998, Section |V,
1). The transitional provision takes into account the
i nterests of those applicants who during the
international prelimnary exam nation had filed

i nformati on which they could at that tine have expected
on the basis of consistent practice of the

i nternational authorities under the PCT to remain
confidential. A retrospective departure fromthis
practice could violate the principle of protection of

| egiti mate expectati ons as recognised in the case | aw

1341.D Y A
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of the Boards of Appeal (see Case Law of the Boards of
Appeal, 4th ed. 2001, VI.A 1 and 4).

It follows fromthe precedi ng observations that the
Board does not see any reason to depart fromthe |egal
authorities cited above. Thus, there is no need to dea
Wi th the question whether Rule 94.3 PCT as anended
woul d oblige the Cpposition Division to supplenent the
files of the application or the patent with any

addi tional docunents. Therefore, also the Appellant's
auxiliary request nust fail.

7. The Board has been in a position to find clear answers
to the questions of |aw relevant for this decision in
applying the provisions of the EPC and the PCT.
Therefore, there is no reason for referring a question
of law to the Enl arged Board of Appeal as requested by
t he Appel | ant.

1341.D Y A
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O der

For these reasons it is decided that:

1. The request for referral of questions of law to the
Enl arged Board of Appeal is refused.

2. The appeal is dism ssed.
The Regi strar The Chai r man:
C. Ei ckhoff R. Teschemacher
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