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Summary of Facts and Subm ssi ons

0670.D

The appeal is fromthe decision of the Exam ning

Di vi sion posted on 19 April 2001 to refuse the European
pat ent application No. 91 901 923.2, filed as

PCT/ US90/ 07159 on 7 Decenber 1990 and published on

27 June 1991 under No. WD 91/08779.

The Exam ning Division held that the application as
filed did not disclose the feature that the vagi nal

di scharge col |l ector was di sposed of after a single use
and therefore claiml of the main request (filed with
letter dated 6 October 2000) did not neet the
requirenents of Article 123(2) EPC. In respect of the
first auxiliary request (filed with |letter dated

6 COctober 2000), the Exam ning Division held that
claiml1 was not novel over the prior art disclosed by
docunent

D5: US-A-2 915 065.

Furthernore, the Exam ning Division considered that
claiml of the second auxiliary request (filed with
letter dated 6 October 2000) did not neet the

requi renents of Articles 123(2) and 84 EPC, and that
claiml of the third auxiliary request (filed with
letter dated 9 February 2001) did not involve an

i nventive step having regard to the disclosure of
docunents D5 and

D9: US-A-2 616 426.
On 18 June 2001 the Appellant (applicant) | odged an

appeal against this decision and sinultaneously paid
the prescribed appeal fee. Wth the statenent setting
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out the grounds of appeal, received at the European
Patent Ofice on 10 August 2001, the appellant filed
new docunents for the grant of a patent according to a
main and first to sixth auxiliary requests.

Fol l ow ng a tel ephone call on 15 Novenber 2001 with the
Rapporteur of the Board, the Appellant filed, with
letter dated 11 April 2002, a new main request.

In an annex to the sunmmons for oral proceedings
pursuant to Article 11(2) Rules of Procedure of the
Boards of Appeal the Board expressed its prelimnary
opinion that it would appear that claim1l of the main
request did not neet the requirenents of Article 84 EPC
because it was not clear whether the reservoir space
was part of the collection space or whether these two
spaces were separate el enents of the vagi nal discharge
collector. Furthernore, the Board stated that it would
appear that the subject-matter of claim1l | acked an
inventive step (Article 56 EPC) in view of the

di scl osure of docunment D9. Objections were al so raised
in respect of the auxiliary requests.

Oral proceedi ngs took place on 9 January 2003.

The appel | ant requested that the decision under appeal
be set aside and a patent granted on the basis of the
claims 1 and 2 filed during oral proceedings, with the
description and drawi ngs as filed during the oral

pr oceedi ngs.

Caim1l reads as foll ows:

"A nmet hod of collecting vagi nal discharge
(10; 30; 40; 50; 70; 80; 90; 150) conprising the steps of:
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(a) providing a vaginal discharge collector including
body means (14; 34; 44; 54; 74; 84; 94; 154) for providing a
col | ection space (19;29;39; 49;59; 79; 89;99; 159) and
wherein said collector includes a reservoir space

(12; 32;42;52;62;72;82;92; 152) fornmed as part of said
col l ection space for the collection of discharge and
said coll ector having an opening for the passage of
said discharge into said collection and reservoir
spaces, and rimneans (11;31;41;51;71;81;91;151) for
providing resilient outward hol ding force sufficient
for holding said collector in position within a woman's
vagi nal canal (201) during use, said body neans
conprising a top, a generally cup-shaped main wall
portion and a bubble-like protrusion, with said
general |y cup-shaped main wall portion including said
top of said body neans of said collector, and with said
bubbl e-1i ke protrusion being integrally formed with
said generally cup-shaped main wall portion along a
generally annular inwardly directed edge, and wherein
said generally cup-shaped main wall portion and said
bubbl e-1i ke protrusion formsaid collection space of
said collector, and wherein said bubble-like protrusion
forms said reservoir space of said collector, and
wherein said bubble-like protrusion is substantially
smaller in depth and dianeter than said generally cup-
shaped wal |l portion, said rimnmeans having a | eadi ng
portion and a trailing portion, said rimnmeans being
affi xed to said body neans proxi mte said top of said
body neans;

(b) positioning said discharge collector in said

posi tion such that said | eading portion of said rim
nmeans is |ocated at a rearward | ocation (203) behind
the woman's cervix (202), such that said trailing
portion of said rimnmeans is |located at a forward

| ocation (204) behind the woman's pel vic bone (205),
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and such that the woman's cervix is |ocated between
said leading and trailing portions of said rimnmeans;
(c) holding said collector in said position by applying
said resilient outward hol ding force against the walls
of the woman's vagi nal canal

(d) while holding said collector in said position,
collecting said discharge in said collection and
reservoir spaces w thout absorbing said discharge by
all owi ng said discharge to flow through said opening
and into said spaces; and

(e) disposing of said vaginal discharge collector”

In essence, the Appellant's argunents in support of the
request are as foll ows:

Claim1l was anmended to address the clarity objections
rai sed by the Board in the comunicati on acconpanyi ng
the summons to oral proceedi ngs and now net the

requi renents of Article 84 EPC

Its subject-matter al so involved an inventive step
Contrary to the Board' s opinion expressed in its

of ficial communication, D9 did not disclose a generally
cup-shaped main wall portion because the apron 12 shown
in Figure 1 of D9 was not generally cup-shaped, this
expression inplying that the main wall portion had the
shape of a bow of a drinking vessel or of a cupped
hand. The generally cup-shaped structure of the main
wal | portion was an inportant feature of the invention
because it provided for a sinple and unconpli cated
construction of the annular inwardly directed edge.
Furthernore, D9 failed to disclose or suggest a bubbl e-
i ke protrusion substantially smaller in depth and

di anmeter than said generally cup-shaped wall portion.
In the context of the D9 disclosure, it made sense that
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the cup 10 was deeper than the apron 12 because it was
the cup that operated as the pouch to hold the
collected fluid and the apron served nerely to direct
di scharge to flowinto the cup. In contrast thereto, in
the clained invention fluid was collected in the

col l ecti on space which included the reservoir space.
The reservoir space, being visually set off fromthe

| arger collection space by the inwardly directed edge,
was able to function as a small vol une nmeasur enent
device. It made the product easier to use and nore
efficient, because it conveniently allowed the user to
gauge how nuch fluid accunul ated over a known tine
period during a certain part of the cycle. This was

i nportant because it was easier and | ess nessy to
change the product when it was not over full and
additionally the user did not want to change the
product nore often than necessary. Moreover, D9 failed
to disclose or suggest the step of disposing of the
vagi nal collector, since it clearly taught to re-use it
after enptying and cl eani ng.

Reasons for the Decision

0670.D

The appeal is adm ssible.

Amrendnent s

In respect of the present European patent application
the Board of Appeal 3.2.6, in a different conposition,
has al ready issued decision T 1165/97. In this decision
(see point VIl, points 2.3 and 5.1) it is stated that
claiml of the third auxiliary request, which is
identical to claim1l of the main request formng the
basis for the decision under appeal in the present
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appeal proceedings, did not give rise to objections
under Article 123(2) EPC. Therefore, pursuant to
Article 111(2) EPC, the Exam ning Division had no
powers to reject claiml of the main request for
infringenment of Article 123(2) EPC as it did,
erroneously, in the decision under appeal. Neither is
the Board in its present conposition enpowered to
qguestion the above-nentioned finding of the Board of
Appeal in the earlier decision T 1165/97 (see eg

T 153/93).

In contrast to claim1 of the third auxiliary request
deci ded upon in T 1165/97 present claim 1l defines, in
met hod step (a), the follow ng additional features of
t he col |l ector used:

- a reservoir space forned as part of the collection
space;

- a generally cup-shaped main wall portion and a
bubbl e-1i ke protrusion, the body means conpri sing
a generally cup-shaped main wall portion and a
bubbl e-li ke protrusion, wth said generally cup-
shaped main wall portion including the top of said
body neans of said collector, and with said
bubbl e-1i ke protrusion being integrally forned
with said generally cup-shaped main wall portion
along a generally annular inwardly directed edge,
and wherein said generally cup-shaped main wal l
portion and said bubble-like protrusion form said
col | ection space of said collector, and wherein
sai d bubble-like protrusion forns said reservoir
space of said collector, and wherein said bubble-
like protrusion is substantially smaller in depth
and di ameter than said generally cup-shaped wal |
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portion.

Support for the use of a collector having these
additional features can be found in original claim49;
on the paragraph bridging pages 11 and 12 of the
application as filed; on page 14, second paragraph; and
on Figures 1, 2.

Furthernore, claiml1, in step (e) stipulates that the
vagi nal di scharge collector is disposed of, rather than
di sposed of after a single use as in claim1l of the
third auxiliary request decided upon in T 1165/97. The
feature that the collector can be - sinply - disposed
of, is supported eg by the disclosure on page 7, second
par agraph, of the application as fil ed.

Therefore, on the basis of the previous decision of the
Board and on the basis of the cited passages of the
application as filed, the conpliance of claim1 with
Article 123(2) EPCis to be accepted.

Support for the features of claim2 is found on page 3,
second par agraph, second sentence.

The description was anended to adapt it to the present
clainms and to cite the docunents reflecting the
rel evant background art.

In view of the above, the anmendnents to the application
do not give rise to objections under Article 123(2)
EPC.

The grounds of non-conpliance with the requirenments of
Article 84 EPC given in the comunication of the Board
acconpanyi ng the summons to oral proceedi ngs no | onger
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apply to claim1 as anended, since the latter
stipulates that the reservoir space is fornmed as part
of the collection space, which corresponds to the

di scl osure on page 11, |ast paragraph, of the
application as filed, that the collection space

i ncludes the reservoir space.

Mor eover, since the Board is satisfied that the clains
are clear and conci se and supported by the description,
it concludes that claim1 neets the requirenents of
Article 84 EPC

Novel ty

Using the wording of claim1, docunment D9 discloses a
nmet hod of collecting vagi nal discharge (see colum 1,
lines 1 to 4) conprising the steps of:

(a) providing a vaginal discharge collector (see
Figure 1) including body neans for providing a
col | ection space and wherein said collector
i ncludes a reservoir space (11) formed as part of
said collection space for the collection of
di scharge and said coll ector having an opening for
t he passage of said discharge into said collection
and reservoir spaces, and rimneans (13) for
providing resilient outward hol ding force
sufficient for holding said collector in position
within a woman' s vagi nal canal (see Figure 2)
during use, said body neans conprising a top, a
general ly cup-shaped main wall portion (12) and a
bubbl e-1i ke protrusion (11),with said generally
cup-shaped main wall portion including said top of
sai d body neans of said collector, and with said
bubbl e-1i ke protrusion being integrally fornmed
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with said generally cup-shaped main wall portion
along a generally annular inwardly directed edge,
and wherein said generally cup-shaped main wal |
portion and said bubble-like protrusion form said
col | ection space of said collector, and wherein
sai d bubble-like protrusion forns said reservoir
space of said collector, said rimneans having a
| eading portion and a trailing portion, said rim
means being affixed to said body neans proxi nate
said top of said body neans;

positioning said discharge collector in said
position such that said | eading portion of said
rimmeans is |located at a rearward | ocation behind
t he woman's cervix, such that said trailing
portion of said rimnmeans is |located at a forward
| ocati on behind the woman's pel vic bone, and such
that the woman's cervix is | ocated between said

| eading and trailing portions of said rimneans
(see Figure 2; colum 2, lines 9 to 21);

hol ding said collector in said position by
applying said resilient outward hol ding force
against the walls of the woman's vagi nal canal
(see colum 2, lines 32 to 35);

whil e holding said collector in said position,
collecting said discharge in said collection and
reservoir spaces w thout absorbing said discharge
by allow ng said discharge to flow through said
opening and into said spaces (colum 1, lines 1
to 4).

D9 does not disclose that the bubble-like protrusion is

substantially smaller in depth and di aneter than said
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general ly cup-shaped wall portion, and that the vagi nal
di scharge collector is disposed of. On the contrary, it
appears fromFigure 1 that the bubble-Ilike protrusion
(pouch 11) is greater in depth and also partially
greater in diameter than the wall portion (apron 12).
Furthernore, D9 discloses (see colum 2, lines 36

to 40) that the vaginal collector device is w thdrawn,
enptied, cleaned and replaced each day during a
nmenstrual period, and is silent about disposal thereof.

The appel |l ant argued that D9 did not disclose a
general |y cup-shaped main wall portion because the
apron 12 shown in Figure 1 of D9 was not generally cup-
shaped.

In the Board's view, however, also the frusto-conical
apron 12 shown in Figure 1 of D9 (see also colum 1,
lines 36 to 40) can be designated as generally cup-
shaped, because the term"generally"” inplies that the
obj ect in question mght be only approximately cup-
shaped.

Docunment D5 di scl oses a nethod of collecting vagi nal
di scharge conprising the steps of:

(a) providing a vaginal discharge collector (Figure 4)
i ncl udi ng body nmeans (113) for providing a
col l ection space for the collection of discharge
and havi ng an opening for the passage of said
di scharge into said space, and rimmeans (111) for
providing resilient outward hol ding force
sufficient for holding said collector in position
within a woman' s vagi nal canal (Figure 1) during
use, said body neans having a top and a generally
cup-shaped main wall portion (the funnel shaped



0670.D

(b)

(c)

(d)

(e)

- 11 - T 1012/01

portion between the tubular nenber 113 and the
rim1l11l; see reference 15 in Figure 2), said rim
nmeans having a | eading portion and a trailing
portion, said rimneans being affixed to said body
means proximate said top of said body neans;

positioning said discharge collector in said
position such that said | eading portion of said
rimmeans is |located at a rearward | ocati on behind
t he woman's cervix, such that said trailing
portion of said rimnmeans is |located at a forward
| ocati on behind the woman's pel vic bone, and such
that the woman's cervix is | ocated between said

| eading and trailing portions of said rimneans
(colum 2, lines 52 to 58);

hol ding said collector in said position by
applying said resilient outward hol ding force
agai nst the walls of the woman's vagi nal canal
(colum 3, lines 3 to 5);

whil e holding said collector in said position,
collecting said discharge in said collection space
wi t hout absorbing said discharge by allow ng said
di scharge to fl ow t hrough said opening and into
said space (colum 3, lines 6 to 8);

di sposi ng of said vagi nal discharge collector
(colum 3 lines 13 to 15).

Docunent D5 does not disclose that the vaginal
di scharge collector used in the nethod includes a

bubbl e-1i ke protrusion integrally forned with said

general |y cup-shaped main wall portion along a

generally annular inwardly directed edge, which
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protrusion forns a reservoir space of the collector and
is substantially smaller in depth and di aneter than
said generally cup-shaped wall portion.

The ot her avail abl e docunents do not disclose the
subject-matter of claim1. They relate either to
contraceptive devices (EP-A-247 837, EP-A-129 271

US- A-4 261 352, DE-C- 256 410, DE-C-553 547,

US-A-3 169 522), insem nation devices (US-A-3 037 508),
devices for preventing infections (AU A-5471/31) or use
devices of a different kind for collecting nenstrual
fluids (DE-C- 620 530, AU B-15818/70).

It follows that the subject-matter of claiml1l is nove
(Article 52(1), 54(2) EPC) over the prior art docunments
on file.

| nventive step

Docunent D9 represents the closest prior art because it
di scl oses a nethod having the sane general purpose of
the method of claim1l to collect vaginal discharge
using a collector (see page 5, |ast paragraph, of the
application as filed) and has the nost techni cal
features in common with the cl ai med net hod.

The subject-matter of claim1 is distinguished
therefromin that:

(1) the bubble-like protrusion is substantially
smal l er in depth and dianeter than the generally

cup-shaped wal |l portion, and

(ii1) the vaginal discharge collector is disposed of.
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During the proceedings, the applicant submtted that

di stinguishing feature (i) provides a technical effect
inthat it allows the user to gauge in a sinple and
direct manner how nuch fluid is accunul ated over a
known tinme period during a certain part of the cycle.
In the Board's view, this effect is indeed obtainable
when the nethod of claim1 is carried out. Moreover, if
t he user can predict how nmuch fluid accunul ates over a
known tinme period during a certain part of the cycle,
the collector can be renoved before it is over full,
wher eby renoval thereof becones easier and | ess nmessy.

Di stinguishing feature (ii) results in that cleaning of
the collector is not necessary.

Therefore, when conpared to D9, the objective technical
probl em sol ved by the claimed nethod may be seen in the
provi sion of a method of collecting vagi nal discharge
using a collector which allows the user to gauge how
much vagi nal di scharge accunul ates over a known tine
period during a certain part of the cycle and which
renders unnecessary the cleaning of the collector.

The avail abl e prior art does not disclose the provision
of a collector having a bubble-like protrusion which is
substantially smaller in volunme of the remaining
col l ecting space of the collector (this is inherent in
the collector used in the nethod of claim1 because the
bubbl e-1i ke protrusion is smaller in depth and di aneter
than the cup-shaped wall portion), in order to allow

t he user to gauge how nuch vagi nal di scharge

accunul ates over a known tine period.

D9 does not suggest the provision of a bubble-Iike
protrusion which is substantially smaller in vol une of
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the remai ning collecting space of the collector.
According to the teaching of D9, the bubble-Ilike
protrusion is formed by the pouch or cup 10 which has
the function to collect and hol d the vagi nal discharge
(see colum 2, lines 13 to 21), whilst apron 12 serves
only to direct the discharge into the cup 10. Since it
does not serve to hold vagi nal discharge, there would
be no reason for a skilled person to provide, in the
coll ector of D9, an apron having a volune greater than
that of the pouch. D5 does not suggest such
nodi fi cation of the collector of D9, since it clearly
t eaches the provision of a collecting and hol di ng space
(tubul ar portion 113 in Figure 4) having a vol une
greater than the funnel shaped collecting portion

(15 in Figure 2).

Neither is such nodification suggested by the remaining
avai l abl e prior art.

It follows that the subject-matter of claim1l1, and of

dependent claim2, is found to involve an inventive
st ep.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to grant a patent on the basis of the follow ng
docunents filed during the oral proceedings of
9 January 2003:

0670.D
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