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Summary of Facts and Subm ssi ons

2876.D

This is an appeal against the decision of the
opposition division to reject the opposition against
Eur opean Patent No. 0 679 038.

The patent as granted contained five clains. Clains 1,
4 and 5 read as foll ows:

"1. A television receiver conprising:

a receiving circuit (5, 11);

a nonvolatile nenory (15);

means (13) for reading out data fromthe nonvol atile
menory;

adj ust ment sections for adjusting variable paraneters
of said receiving circuit such as sound vol une or

bri ghtness of the television receiver operating in at
| east two different adjustnment conditions;

control |l ed changi ng neans (13) for changing said

adj ustment conditions of said adjustnent sections of

the television receiver between first and second

adj ust ment condi ti ons;

a power supply;

characterized by

means for turning on the power supply in response to

t he data of the nonvolatile nmenmory (15) representing

one of said first and second adjustnent conditions."

"4. The television receiver of claim1 further
conprising a CRT (17) and neans for automatically
changing the CRT (17) into an ageing state when data of
t he nonvol atile nmenory (15) represents one of the first
and second adj ustnent conditions and the power supply

is turned on."
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"5. The television receiver according to claiml
further conprising neans (15, 13) for automatically
setting the receiving circuit (11) and a CRT (17) into
agei ng states when the power supply is turned on and
means for setting the receiving circuit (11) and the
CRT (17) out of the ageing states in response to a node
change signal . "

According to the decision under appeal, the patent

di scl osed the invention in a manner sufficiently clear
and conplete for it to be carried out by a person
skilled in the art (cf Article 100(b) EPC), and the

i nventi on was new and involved an inventive step over
the closest prior art as represented by D1 (US-A-

4 858 006) (cf Article 100(a) EPC)

The opponent appeal ed this decision, requesting that it
be set aside and the patent revoked. In the statenent
of grounds it was argued that the invention as defined
inclaiml was not new over D1, or at l|least did not

i nvol ve an inventive step. In the context of the

obj ection based on Article 100(b) EPC it was
furthernore argued for the first tinme that the

i nvention according to clains 4 and 5 was not
sufficiently disclosed since the patent did not define
what an "ageing state" was or how this node differed
fromthe "normal node" al so nmentioned in the

descri ption.

On 12 August 2004 the Board issued an invitation to
oral proceedings. In the Board's prelimnary opinion
the reasoning in the decision with respect to novelty
and inventive step was convinci ng. However, the
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respondent (patent proprietor) was infornmed that unless
it could be shown, eg by reference to a handbook

refl ecting general know edge, that the skilled person
knew what was neant by "ageing state", the patent m ght
not fulfil the requirenments of Article 83 EPC

By letter of 8 October 2004, the respondent requested

t hat the appeal be dism ssed or, as first and second
auxiliary requests, that the patent be maintai ned as
amended in accordance with clains filed with the sane
letter. The clains of the first auxiliary request were
identical wwth clainms 1 to 3 as granted. The only claim
of the second auxiliary request corresponded to claim?2
as grant ed.

Oral proceedings were held on 16 Novenber 2004.

The appel l ant argued that the term "ageing state”
enployed in clains 4 and 5 was not explained in the
opposed patent and that it was not known whether it had
any generally accepted conventional neaning. The

appel lant had failed to furnish evidence on this point
al t hough this should have been easy if the expression
was well known. The invention according to claim1l was
ei ther not new over D1 or did not involve an inventive
step. This view was supported by the fact that the
patent (EP-B-0 468 356) corresponding to the parent
application of the patent-in-suit had been revoked by
the EPO (cf T 229/99). The appellant referred in
particular to the eighth auxiliary request in that case.

The respondent argued that the skilled person would
know what was neant by "ageing state" and that the

invention in any case did not concern this feature,
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whi ch only appeared in dependent clainms. The subject-
matter of claiml1l was new and invol ved an inventive
step since the automatic activation of the main power
supply in response to stored data according to the

i nvention was not at all known from D1.

The appel | ant requested that the decision under appeal
be set aside and that the European patent be revoked.

The respondent requested that the appeal be dism ssed
and that the patent be maintained as granted (main
request), or in the alternative, in anmended formon the
basis of claims 1 to 3 (first auxiliary request) or of
claim1 (second auxiliary request) submtted with the

| etter dated 8 Cctober 2004, the description and

drawi ngs as grant ed.

At the end of the oral proceedings the Board announced
its deci sion.

Reasons for the Decision

1

The appeal neets the requirenents referred to in
Rul e 65(1) EPC and is therefore adm ssible.

The respondent’'s main request

2876.D

Sufficiency of disclosure

In the appeal proceedings, the appellant has argued
that the invention as defined in dependent clains 4

and 5 of the patent as granted was not disclosed in the
patent in a manner sufficiently conplete for it to be
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carried out by a person skilled in the art (cf

Article 100(b) EPC). These clains referred to an
"ageing state" which was nowhere expl ai ned. Fromthe
patent specification it was only clear that the ageing
state (or "ageing node") was different fromthe
"normal " and "factory" nodes, but not in what way it
was different. Factory ageing could also be achi eved by
normal operation of the apparatus, but apparently
sonet hing different and undefi ned nust be added to the
normal use. Conpetitors had to be informed what was
meant by the term since otherw se they m ght

i nadvertently infringe the patent.

The respondent, referring to paragraph [0024] of the
pat ent specification, has argued that in the ageing
node all sections of the receiver were put under
greater strain and a reference i mage was di spl ayed on

t he cathode ray tube. The skilled person was generally
wel | aware of ageing techniques, and anyway the

i nventi on was not about this node but about the way the
power supply could be automatically turned on as set
out in claiml. Since the expression was not present in
claim1 the scope of protection conferred by the patent
was not influenced by its neaning.

It follows fromArticle 100(b) EPC that a European

pat ent nust disclose an invention in a nmanner
sufficiently clear and conplete for it to be carried
out by a person skilled in the art. According to

T 226/ 85 (QJ EPO 1988, 336, point 2 of the reasons),
"substantially any enbodi nent of the invention, as
defined in the broadest claim nust be capabl e of being
realised on the basis of the disclosure”. This inplies
in particular that an objection of insufficiency can be
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rai sed agai nst the subject-matter of any claim

i ndependent or dependent (cf Rule 29(3) EPC). From a

| egal point of view, therefore, it is irrelevant

whet her or not the feature objected to is essential or
to what degree the scope of protection conferred by the
pat ent depends on the claimin question. In the present
case it nust thus be exam ned whether the skilled
person is able to work the invention according to
clainms 4 and 5.

Al'l what a skilled person |earns fromthe application
docunents about the ageing node is that in this node
all receiver sections are active and a "reference

i mge" is displayed (cf paragraph [0024] of the patent
specification and colum 7, lines 6 to 15 of the
correspondi ng A-publication). This, however, is not a
fundanmental difference fromthe other nodes, especially
considering that the inmage di splayed is not specified.
In the invitation to oral proceedings the Board warned
the respondent that it m ght be necessary to
denonstrate, eg by reference to a handbook refl ecting
general know edge, what a skilled person woul d
understand by this expression. The respondent however
nerely referred to the passages in the specification

i ndi cated above and stated that the skilled person
woul d know what was neant by "agei ng node". The
appel l ant, on the other hand, does not admt that this
i s comon know edge.

In principle, the burden of proof for an objection
under Article 100(b) EPC falls on the opponent (see eg
Si nger/ St auder, The European Patent Convention, Third
edition, Volune I, Col ogne 2003, Commentary on

Article 83, note 8). On the other hand, only the
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applicant is responsible for the contents of a patent
application (cf Article 113(2) EPC) and therefore only
t he applicant can ensure that what is clainmed is al so
expl ained. In the present case the appellant can be
regarded as having relieved hinself of the burden of
proof by pointing out the inconplete definition of the
"ageing node" in the patent-in-suit. It nust then be
expected of the respondent to try to denonstrate that

t he expression has a conventional neaning fitting the
present context. This is all the nore so since it would
be virtually inpossible for the appellant to prove that
such a neani ng does not exist. If the respondent fails
to contribute to the clarification of the issue it nust
bear the consequences.

The Board thus concludes that a skilled person would
not know what is nmeant by the expression "ageing state"
inclains 4 and 5, or howit is distinguished fromthe
ot her two operation nodes. It follows that the main
request nust be refused.

The respondent’'s first auxiliary request

2876.D

According to this request, clains 4 and 5 are del et ed.
Consequently, there is no objection against the patent
under Article 100(b) EPC since the invention as now
clainmed is sufficiently disclosed.

Construction of claim1, novelty

A main issue at the oral proceedings before the Board
was whet her the wording of claim21 enconpasses the
recei ver known fromDl, the sole piece of prior art the
appellant has relied on in connection with this claim
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The issues of claimconstruction and novelty wll

t herefore be treated together.

D1 di scloses a television receiver operative in two
nodes, the normal node and the servicing node. In the
servi cing node, standardi sed values for contrast, hue,
bal ance etc can be entered into nonvolatile nenory. A
user selects the servicing node by giving in a code and
then, within a predetermned tine wi ndow, actuating the
mai n power supply switch. If the code is correct, which
is checked against a "secret nunber" stored in non-

vol atile nmenory, and the switch is actuated in tine,

t he apparatus goes into servicing node. Oherwise it
enters the normal node (cf for exanple the abstract).

Claim1 further contains a "power supply” wthout
however specifying to what circuits it provides power.
The description suggests that the feature corresponds
to the mai n power supply, which serves all sections of
t he receiver (cf paragraph [0024]). Even with such a
[imted reading the feature is known fromDl (cf switch
16 in Figure 1). Hence, the pre-characterising features

of claim1 are all known from D1.

According to the characterising feature of claim1,
means are provided "for turning on the power supply in
response to the data of the non-volatile nmenory (15)
representing one of said first and second adj ust nent
conditions”". In the appellant's opinion, this covers
the situation in DL where the code is entered by the
user and conpared with the stored secret nunber.

This crucial question was already considered by the
opposi tion division, which concluded that the secret
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nunber in Dl was not data representing a first or
second adjustnent condition, and that there was in D1
no mechani smfor turning on the power supply "in
response to" such data (cf point 5 of the appeal ed
decision). The Board agrees with this opinion for the

reasons set out bel ow

| f an event B happens "in response to" another event A,
this usually neans in everyday | anguage that the event
A may occur or not, and only if it does, B occurs (cf
one of the definitions of "response” in Wbster's Third
New | nternational Dictionary, principal copyright 1961
"the output of a transducer or detecting device
resulting froma given input"). According to claiml
the power supply is turned on "in response to the
data... representing” a certain condition. This wording
is not ideally clear since the response is not to an
event but to a state. The description, however, reveals
that an event is in fact intended. According to the
flow diagramin Figure 3 the node data are read

(step 31) after which it is decided (step 32) "whether
or not the 1-bit node data represents a factory node"
(cf paragraphs [0022] and [0024]). The meaning is thus
that the power supply is turned on in response to the
detection of the value of the data. The Board is of the
opinion that the skilled person would interpret the
claimas referring to such an event since this
corresponds to the normal neaning of "in response to"
and is supported by the description. Furthernore, since
"in response to" only nmakes sense if the triggering
event m ght al so not occur, the "data" in claim1l nust
be variable, ie capable of assum ng different val ues.
The description supports also this readi ng since,
during the life-tinme of the receiver, the 1-bit data
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initially represents the factory node and, after

shi ppi ng, the normal node, and only in the factory node
is the main power supply turned on by the clainmed neans
(cf Figure 3). This is also confirnmed by claim1l itself
which attributes to the two possible val ues different
"adj ust ment conditions".

In D1, however, the data allegedly corresponding to the
"data" in claiml are the secret nunmber stored in non-
volatile nmenory. This nunber is predeterm ned and

t herefore not hing can happen in response to it. The
variable data in D1 are instead the code entered by the
user and used for conparison with the secret nunber.
This code is never stored in non-volatile nenory, as
required by claim11. Thus, Dl does not disclose neans
for turning on the power supply in response to (the
detection of the value of) the data stored in the non-
volatile nmenory. The difference is fundanental since
the entire password procedure in D1 has no
correspondence in the patent-in-suit, nor has the
automati c detection of different operation nodes
according to the invention any correspondence in D1.

In this connection the appellant has referred to
decision T 229/99 concerning the parent application of
the patent-in-suit and by which the Board (in a

di fferent conposition) upheld the opposition division's
decision to revoke the patent, and in particular to the
Board's rejection of the patent proprietor's eighth
auxiliary request for lack of inventive step. Caim1l
of this request defines the television receiver in the
way that it conprises a main power supply sw tch which
is changed to an on position for activating all the
sections of the television receiver "when the control -
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node determ ning data represents an agei ng node of
operation”. The Board concluded that this switch could
sinply be "the normal relay switch which causes the

tel evision receiver to change from stand-by operation
to normal operation" (point 5.6). It should however be
noted that claim1l1l in this case did not contain the
expression "in response to", found above to inply a
[imtation on the subject-matter clainmed in the patent-

in-suit.

It follows that the subject-matter of claiml is new
(Article 54 EPC)

| nventive step

The appel | ant has suggested that even if the subject-
matter of claiml were newit followed in a straight-
forward way fromDl since it was a nere matter of
automati sation. In other words, the skilled person
woul d see that after the code had been successfully
entered the power supply could be activated
automati cal l y.

The Board agrees on the general principle that normally
no inventive step is involved in performng
automatical ly what was previously done manually. The
present case is however not such a straight-forward
automatisation. First, it is in fact an essenti al
feature of D1 that the user activates the main power
switch 16 (within a certain tinme wndow) since this
serves to confirmhis intention to select the service
node (see colum 7, lines 30 to 42). Second, and nore
important, even if the power were automatically applied
this would still not be in response to the data in the
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nonvol atile menory (the secret nunber) but to the code
entered, as explained above.

The appel | ant has not suggested any ot her credible
probl em whi ch the skilled person would recogni se from
D1 and solve in an obvious manner to arrive at the
present invention as clained, nor can the Board see
t hat such an argunent exists. Thus, the subject-matter
of claim1l involves an inventive step (Article 56 EPC)

The respondent's first auxiliary request being
all owabl e, there is no need to consider the second

auxiliary request.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to nmaintain the patent as anended in the

foll owi ng version

- description: colums 1 to 5 of the patent
speci fication;

- claine 1 to 3 filed with the letter of 8 Cctober
2004 ("first auxiliary request");

- drawi ngs: Figures 1 to 6 of the patent
speci fication.

The Regi strar: The Chai r man:

M Ki ehl S. Stei nbrener

2876.D



