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Summary of Facts and Subm ssi ons

0956. D

The appeal |odged on 25 April 2001 lies fromthe
deci sion of the Exam ning D vision posted on 2 Apri
2001 refusing European patent application

No. 97 106 254.2 (European publication No. 805 188).

The deci si on under appeal was based on ori gi nal

claims 1 to 14 according to the then pendi ng request
submtted on 15 June 2000. The Exam ning Division found
that the subject-matter clained | acked sufficient

di sclosure (Article 83 EPC) and inventive step

(Article 56 EPC) in view of docunent

(1) DE-B-1 151 081

The Exam ning Divi sion based the objection of
insufficient disclosure on the term"derivative"
conprised in claim1 of the then pending request since
this termincluded not only any substituent but al so
any chem cal nodification of the dihydroterephthalic
acid, thus leading to a | arge nunber of conpounds

wi t hout making available their preparation. In respect
of inventive step the Exam ning Division held that
docunent (1) represented the closest state of the art.
The probl em underlying the application was the

provi sion of a process for the preparation of

gui nacri done pignents being deeper and brighter with

i nproved transparency and rheol ogi cal properties.
However, conparative test showi ng an effect over the
cl osest prior art, here docunment (1), were m Ssing.
Therefore the problem underlying the application would
be considered in providing an alternative process to

t he one disclosed in that docunment. Although the anobunt
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of the aromatic polycyclic conpounds used in all the
exanpl es of docunent (1) was higher than the anount
claimed in the application, the content of that
docunent could not be limted to its exanples. Since

t he amount of the aromatic polycyclic conmpounds was not
l[imted in docunent (1) the specific anount clainmed was
a nmere arbitrary selection wi thout involving an

i nventive step.

The Appellant (Applicant) argued that the clai ned

i nventi on was not obvious. Starting form docunent (1)
as closest prior art the problemwas seen in providing
a further process for the preparation of quinacridone
pi gnents. This docunent taught to use 1 to 15 parts by
wei ght, corresponding to 60%to 900% by wei ght, of an
aromati c polycyclic conmpound based on 2, 5-

di anilinoterephthalic acid. Docunent (1) did not give
any suggestion or incentive to use the aromatic

pol ycyclic conmpound in a substantially smaller anount,
in particular in an amunt of 0.1%to 15% by wei ght as
claimed. Therefore the process of claim1l was inventive.

On 19 April 2004 the Appellant submtted a fresh set of
14 clainms in order to renove the deficiencies under
Article 83 EPC of the clains then on file. Fresh
claim1 read as follows.

"1l. A process for the preparation of quinacridone
pi gnents conpri sing
(a) heating, at a tenperature of 80°C to 145°C, a
reaction m xture conprising
(1) 2,5-dianilinoterephthalic acid or a 2,5-
di ani l i no-6, 13-di hydrot erephthalic acid
ester, both optionally having one or nore
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substituents in at |east one aniline ring,
or a m xture thereof,

(1i) 3 to 15 parts by weight, per part of
conponent (a)(i), of a dehydrating agent,
and

(iii) 0.1 to 15 percent by weight, based on
conponent (a)(i), of one or nore non-
pi gnentary aromati c pol ycyclic conpounds
and/ or derivatives thereof,
with the proviso that if conmponent (a)(i) is
a 2,5-dianilino-6,13-di hydroterephthalic
acid ester as defined above, reaction step
(a) additionally conprises an oxidation step;

(b) drowning the reaction mxture fromstep (a) by
adding said reaction mxture to 3 to 15 parts by
wei ght, per part of conponent (a)(i), of aliquid
in which the quinacridone pignent is substantially

i nsol ubl e;

(c) isolating the quinacridone pignent;

(d) optionally, conditioning the quinacridone pignent;
and

(e) optionally, blending the quinacridone pignent with

one or nore quinacridone derivatives."

The Appel |l ant requested that the decision under appeal
be set aside and a patent be granted on the basis of
claims 1 to 14 submtted on 19 April 2004, and
subsidiarily that oral proceedings be appointed.

Reasons for the Decision

1

0956. D

The appeal is adm ssible.
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Amrendnents (Article 123(2) EPC)

Amended claim 1 specifies four alternative conpounds as
conponent (a)(i), namely 2,5-dianilinoterephthalic acid,
a 2,5-dianilino-6,13-di hydroterephthalic acid ester, a
particularly substituted 2,5-dianilino-6, 13-

di hydroterephthalic acid ester and a particularly
substituted 2,5-dianilinoterephthalic acid. Wile the
first three alternatives are found in original claim1,
the last alternative is disclosed on page 5, lines 23

to 25 of the application as filed. The | anguage of the
provi so has been adapted to that anmendnent.

For these reasons, the Board concl udes that anended
claiml neets the requirenents of Article 123(2) EPC.

Sufficiency of disclosure (Article 83 EPQC)

The objection of insufficient disclosure raised by the
Exam ning Division in the decision under appeal has
been based exclusively on the term "derivative"
conprised in conmponent (a)(i) and the proviso of the

t hen pending claim11. However, the anendnent nade to
present claiml1, in particular by deleting the term
"derivative" in both parts objected to of the claim
has the effect that the reason given in the decision
under appeal for objecting to insufficient disclosure
of the application in suit no | onger applies.

Thus, the Board is satisfied that the application

di scl oses the invention in a manner sufficiently clear
and conplete to be carried out by a skilled person

t hereby conplying with the provisions of Article 83 EPC
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| nventive step

It remains to deci de whether or not the subject-matter

of the clains as anended involves an inventive step.

The present application is directed to a process for
preparing qui nacri done pignents by heating 2, 5-

di anilinoterephthalic acids in the presence of a
dehydrating agent and a non-pignentary aromatic

pol ycyclic conmpound, precipitating the quinacridone
pi gments by addition to a non-solvent and finally

i sol ating the pignents.

A simlar process already belongs to the state of the
art in that docunent (1) discloses inits claim1l a
process for preparing quinacridone pignents by heating
2,5-dianilinoterephthalic acids in the presence of

sul fur trioxide, which is a dehydrating agent in the
sense of the present application, and of an aromatic
conmpound having up to three rings, such as napht hal ene
(colum 4, lines 17 and 42; exanples 1 to 4), which is
a non-pignmentary aromati c polycyclic conmpound in the
sense of the present application. The reaction m xture
of the dehydrating agent and the non-pignmentary
aromati c polycyclic conmpound is used in an anmount of 1
to 15 parts by weight, corresponding to an anmount of
60% to 900% by wei ght of the non-pignentary aromatic
pol ycyclic conmpound per se, based on 2, 5-

di anilinoterephthalic acid (colum 4, lines 40 to 48).
The qui nacri done pignent is precipitated by addition to
t he non-sol vent water and then isolated (exanple 2).
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For these reasons, the Board considers, in agreenent

wi th the Exam ning Division and the Appellant, that the
di scl osure of docunment (1) specified above represents
the cl osest state of the art and, hence, the starting
point in the assessment of inventive step.

In view of this state of the art, the problem
underlying the present application as submtted by the
Appel I ant i n appeal proceedings consists in providing a
further process for preparing quinacridone pignments.

As the solution to this problem the present
application proposes a process as defined in claiml
which is characterised by using 0.1 to 15% by wei ght,
based on 2,5-dianilinoterephthalic acid, of a non-

pi gnentary aromati c pol ycyclic conpound.

The specification of the present application
denonstrates in exanples 1 to 11 that the clained
process yields quinacridone pignments. This finding has
never been challenged in the proceedings. Thus, the
Board is satisfied that the problem underlying the
present application has been successfully sol ved.

Finally it remains to be decided whether or not the
proposed solution to the problemas defined in
point 4.2 above is obvious in view of the prior art
cited.

Docunent (1), i.e. the closest prior docunment (see
point 4.1. above), teaches to use the reaction m xture
of the non-pignentary aromatic polycyclic conpound at a
mandat ory anmount of 1 to 15 parts by weight,
corresponding to an amount of 60%to 900% by wei ght of
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t he non-pignentary aromatic pol ycyclic conpound per se,
based on 2,5-dianilinoterephthalic acid (colum 4,

line 45) in that particular process for preparing

qui nacri done pignents. That docunent does not give any
hint or even incentive to nodify this process by
reduci ng the anount of the non-pignentary aromatic

pol ycyclic conmpound to the substantially smaller anmount
clainmed of 0.1 to 15% by weight in order to provide a
further preparation process for quinacridones. Thus,
docunent (1), on its own, does not render obvious the
sol uti on proposed by the clainmed invention.

Furt hernore, docunment (1) indicates at colum 4,

line 46 specifically that the process is preferably
carried out in the presence of 5 to 10 parts by wei ght
of the reaction m xture of the non-pignentary aromatic
pol ycyclic conmpound, corresponding to an anount of 300%
to 600% by wei ght of the non-pignentary aromatic

pol ycyclic conmpound per se. Thus, this preferred

t eachi ng advi ses the skilled person agai nst perform ng
the process at such rather mnor amounts of non-

pi gnentary aromati c pol ycyclic conpounds as now cl ai ned,
i.e. at an amount of 0.1 to 15 % by wei ght.

For these reasons, the Board concl udes that the person
skilled in the art would have been deterred from
contenplating to reduce the anobunt of non-pignentary
aromati c polycyclic conmpounds down to the range now
claimed. The skilled person, hence, was di scouraged
frominvestigating that route as appearing unprom si ng
when trying to solve the problemunderlying the
invention as defined in point 4.2 above. It follows

t hat reduci ng the anount of non-pignmentary aromatic
pol ycyclic conpounds to the range of 0.1 to 15 % by
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wei ght, which is indeed the solution proposed by the
cl ai med i nvention, cannot be regarded as obvi ous.

The Exam ning Division not relying on further docunents
in the decision under appeal in order to challenge

obvi ousness, the Board is, thus, satisfied that the
state of the art addressed so far in the proceedi ngs
does not render the clainmed invention obvious.

For these reasons, the Board concludes that the
subject-matter of claim1, and by the sanme token, that
of dependent clainms 2 to 14 involve an inventive step
wi thin the neaning of Articles 52(1) and 56 EPC.

Since the Appellant's request succeeds there is no need
for the Board to consider its subsidiary request for
oral proceedings.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to grant a patent on the basis of clains 1 to 14
as submtted on 19 April 2004 and a description yet to

be adapt ed.
The Regi strar: The Chai r man:
N. Maslin J. Jonk
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