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Summary of Facts and Subm ssi ons

3211.D

In the oral proceedings of 8 February 2001 the
exam ni ng division refused European patent application
No. 97 950 205.1. The witten decision was issued on
28 March 2001. The exam ni ng division argued that the
subject-matter of the independent claimdoes not neet
the requirements of Article 56 EPC in the |ight of

D1: EP-A-0 577 119.

Agai nst the above decision of the exam ning division
the applicant - appellant in the follow ng - | odged an
appeal on 25 May 2001 paying the fee on 29 May 2001 and
filing the statement of grounds of appeal on 30 July
2001 together with two new clains 1 according to the
main and the first auxiliary request.

These clainms read as fol |l ows:

(a) Main request:

"A nmet hod of produci ng honbgeneous stable glass by
melting in a furnace a vitrifiable feedstock conposed
of a mxture of dry ash fromthe conbustion of solid
urban waste in an incinerator, conprising the follow ng
st eps:

- selecting, as a starting material, ash which contains
silica, soda and/or magnesia in the follow ng
proportions by weight relative to the feedstock:

Si O,: 30- 40%
Na,0 + K,O 7- 8%
CaO + MyO  10- 15%
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- the ash containing nmetal oxides in proportions
sufficiently low that they can be ignored,

- renoving any netallic residues fromthe ash before
the nelting,

- before or during the nelting, adding to the
feedstock, as the sole additive, a flux constituted by
any of the follow ng conpounds: Na,0, K),0, Li,0. Na,CO,
K2m3a LI sta

- the flux being added in a proportion of between 2%
and 15% by wei ght of the total feedstock such as to
give a conposition of the bath of vitreous materi al
whi ch has a pour point of the order of 145C°C,

- subjecting the bath to a refining step during which
it is kept at a tenperature equal to said pour point
for a predetermned tinme, and

- upon conpletion of the refining step, casting the
vitreous material at the said tenperature equal to the
said pour point, so that a solidified glass is obtained
whi ch can be re-used to produce useful products such as
cullet.”

(b) First auxiliary request:

"1. A nethod of produci ng honmbgeneous stable glass from
a vitrifiable feedstock conposed of a m xture of dry
ash fromthe conbustion of solid urban waste in an
incinerator, in which the ash contains silica, soda
and/ or potash, linme and/or magnesia, and in which the
conposition of the feedstock is such that, when it is
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nelted in a furnace, it gives a bath of vitreous

mat eri al having a pour point |ower than 1600°C, which
is then cast and solidified into a glass which can be
re-used to produce products such as cullet,

characterised in that

- the nethod starts with ash containing silica, soda
and/ or magnesia in the follow ng proportions by wei ght
relative to the feedstock

Si 0,; 30- 40%
Na,0+K,0: 7- 8%
CaO+MyO  10- 15%

- the ash containing netal oxides in proportions
sufficiently low that they can be ignored,

- before the nelting any netallic residues are renoved
fromthe ash

- a flux is used which is constituted by any of the
foll owi ng conpounds: Na,O K),0, Li,0, Na,C0; K,CO
Li ,CGO,,

- before or during the nelting, said flux is added as
the sole additive to the feedstock, in a proportion of
bet ween 2% and 15% by wei ght of the total feedstock,

- the flux being added in such a proportion as to give
a conposition of the bath of vitreous material which

has a pour point of the order of 1450°C,

- the bath is subjected to a refining step during which
it is kept at a tenperature equal to said pour point

3211.D Y A
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for a predetermned tinme, and

- upon conpletion of the refining step, the vitreous
material is cast at the said tenperature equal to the
said pouring point, so that a solidified glass is
obt ai ned whi ch can be re-used to produce useful
products such as cullet.”

| V. Fol | owi ng the board's Conmuni cati on pursuant to
Article 11(2) RPBA in which the board gave its
provi sional opinion of the case with respect to the
requi renents of Articles 84 and 56 EPC the appel | ant
submtted two further auxiliary requests (second and
third auxiliary requests) the independent clains
t hereof read as foll ows:

(a) Second auxiliary request:

the feature "the ash containing...can be ignored" of
the main request is replaced by:

"the ash containing heavy netal oxides and oxygenated
inorganic salts of heavy netals in proportions
sufficiently |low that they can be ignored".

(b) Third auxiliary request:

t he above feature of the main request is replaced by:
"the ash containing, in proportions sufficiently |ow
that they can be ignored, the following netals in the
formof their oxides or their oxygenated inorganic
salts: nickel, copper, |ead, zinc, chrom unt

V. Oral proceedings were held before the board on

19 Novenber 2002 in which the appellant filed a fourth
auxiliary request, claim1l of which reads as foll ows

3211.D Y A
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with respect to the above feature of claim1l of the
mai n request:

"the ash containing the followi ng netals in the form of
their oxides or their oxygenated inorganic salts and in
the followi ng anobunts: nickel 54 ppm copper 480 ppm

| ead 0.52% zinc 0.14% chrom um 0. 092%

VI . In the oral proceedings the appellant essentially
argued as fol |l ows:

- Table 1 of the originally filed docunents is seen as
a basis for claimng little ambunts of heavy netals
whi ch can be ignored when carrying out the clained

nmet hod to produce honbgeneous stable glass fromash as
a starting material;

- with respect to the third auxiliary request it is
observed that the heavy netals are defined and
according to the fourth auxiliary request are
restricted to specific amobunts laid down in Table 1 of
the originally filed docunents;

- (D1) and (D2), nanely US-A-5 041 398, are seen to be
contradictory to the teachings of claim1l of the fourth
auxiliary request in that according to DI any heavy
netals are separated fromthe ash, however, are |ater
recycled to the ash, and in that according to the
teaching of (D2), see colum 2, lines 41 to 43, 10 to
16% of cullet is added to the product to be vitrified;

- in the prior art it was not recognised that in

i nci nerator ashes heavy netals can be m ssing thereby
enabling the application of standard gl ass technol ogy
for directly vitrifying this ash w thout being forced

3211.D Y A
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to carry out separation and recycling steps as in (D1);

- summarising, the teaching of claim1 of the fourth
auxiliary request is seen to be both novel and
i nventive.

The appel | ant requested that the decision under appeal
be set aside and that the patent be granted on the
basis of the main or first auxiliary requests filed

wi th the grounds of appeal on 30 July 2001 or on the
basis of the second or third auxiliary requests filed
on the 24 August 2002, or on the basis of the fourth
auxiliary request filed during the present oral

pr oceedi ngs.

Reasons for the Decision

1

2.2

3211.D

The appeal is adm ssible.

Mai n request and first auxiliary request

I n the Communi cation pursuant to Article 11(2) RPBA
preparing the oral proceedings before the board the
appel l ant was infornmed that the clains 1 of these
requests do not neet the requirenents of Article 84
EPC, in respect of the feature "netal oxides...that
they can be ignored” which is clearly inconsistent with
the definition of the starting material, as containing
nmetal oxides up to 15% see contents of CaO and MyO,

whi ch are not ignored.

Al t hough the board inforned the appellant in the oral
proceedi ngs of this deficiency of clains 1 of the main
and first auxiliary request the appellant upheld these
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requests w thout producing argunents whi ch convinced
the board with respect to the issue of clarity.

Under these circunstances the main and first auxiliary
request are not allowable for the reasons detailed in
t he board's above Communi cati on pursuant to

Article 11(2) RPBA, Article 84 EPC

Second and third auxiliary requests

In both requests it is clainmed that heavy netals
(second auxiliary request) and that nickel, copper,

| ead, zinc and chromium (third auxiliary request) have
so little anbunts "that they can be ignored”

The appellant relied on Table | of the originally filed
docunents as a basis for the above feature of clainms 1
of the second/third auxiliary request.

Table I in suit is clearly an analysis of one specific
exanple of the originally filed docunents according to
"Test |I" wi thout, however, providing support for a
generalisation of this exanple so that all heavy netals
present in the ash (second auxiliary request) and

ni ckel, copper, lead, zinc and chromum (third
auxiliary request), "can be ignored” when carrying out
the clainmed nethod to vitrify an incinerator ash into a
honogeneous st abl e gl ass.

Summarising, the originally filed docunents cannot
serve as a cl ear and unanbi guous source for the feature
of clainms 1 of the second/third auxiliary requests with
respect to the anounts of heavy netals to be ignored so
that the requirenments of Article 123(2) EPC are not

met. For reasons of added subject-matter the
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second/third auxiliary requests are not allowabl e,
Article 123(2) EPC

Fourth auxiliary request

The features of claim1 thereof are clearly based on
the disclosure of Table | as originally filed w thout
i nal | onabl e cl ai m broadening so that the requirenents
of Article 123(2) EPC are net.

Since no docunent is avail abl e which discloses al
features of claiml its subject-matter is novel, within
t he meaning of Article 54 EPC. The crucial issue to be
decided is therefore the issue of inventive step.

Claim1l is based on an ash free from substanti al
anounts of heavy netals, see the | ow anbunts set out in
the claimfor nickel, copper, |ead, zinc and chrom um
which ash is vitrified by applying standard gl ass
technol ogy, nanmely by adding a flux in order to obtain
a honobgeneous, non-crystalline product and to define a
w shed pour point, for instance in the order of 1450°C.
The direct use of standard glass technology in the

cl ai mred nmet hod was not disputed by the appellant, see
al so i npugned deci sion, page 4, second paragraph ("The
inventor also stated..."). In the absence of renarkable
amounts of heavy netals in the ash it is not surprising
that only flux needs to be added, since there is no
necessity to deal with heavy netals or to choose any
addi ti onal substances to separate themfromthe ash
before vitrifying or to make them harmnl ess.

General |y speaking, the clainmed nethod is the result of
i nvestigating the conpositions of incinerator ashes by
anal ysing themw th respect to contents of any heavy
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nmetals. No steps are defined in claiml to deal with
ash contai ning heavy netals since claiml is clearly
restricted to an ash free from heavy netal s.

4.5 Anal ysing the starting material used in claim1 cannot
be seen as an inventive endeavour of a skilled person
aware of environnmental regulations since it is general
know edge that toxic end products cannot be discarded
wi t hout special neasurenents ( e.g. encapsulation...).
Under these circunstances the subject-matter of claiml
is obvious within the nmeaning of Article 56 EPC,
Claim1 of the fourth auxiliary request is therefore
not al | owabl e.

4.6 In this context it is irrelevant what is taught in (Dl)
and (D2) since both docunents - in contrast to the
subject-matter of claim1 - are based on incinerator
ashes conpri sing non-negligible amounts of heavy netals
whi ch necessitate specific treatnment, for instance
their separation before vitrifying the main
constituents of the ash. (Dl) and (D2) cannot have
therefore a positive contribution on the assessnent of
inventive step of the subject-matter of claim1l so that
appel lant's argunents with respect to (D1) and (D2)
cannot render the claimed subject-matter nonobvi ous.

Or der

For these reasons it is decided:

The appeal is dism ssed.

The Regi strar: The Chai r man:

3211.D
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A. Counillon C T. WIson
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