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Summary of Facts and Subm ssi ons

0096. D

This is an appeal against the decision of the
opposi tion division to revoke European patent
No. 0 492 569.

In the opposition proceedi ngs the opposition division
referred in particular to the foll owi ng docunents:

El: EP-A-0 377 257

E2: Jansen/ Rotter, "Tel ekommuni kati onstechni k-
Fachbi | dung”, Verlag Europa-Lehrmttel, Wppertal,
1988, Chapter 8.2 "Leitungsei genschaften”
pages 400 to 420

D1: EP-A-0 289 136

D7: US-A-4 196 418.

According to the decision under appeal, El in

conmbi nation with E2 rendered obvious the subject-matter
of claim1l as granted and as anended in accordance with
three auxiliary requests.

Wth the appeal the appellant (patent proprietor)
requested that the decision be set aside and the patent
mai ntai ned as granted. In reply to the statenent of
grounds the respondent (opponent) requested that the
deci sion by the opposition division be confirned.

By conmuni cati on dated 18 August 2004, the Board
briefly discussed a nunber of points raised by the
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appellant in the grounds of appeal. Reference was in
particul ar made to docunents E1, D1 and Dr7.

By letter of 16 Novenber 2004 the appell ant nade
further conmments and presented clainms according to two
auxi liary requests.

Oral proceedi ngs, requested by both parties on an
auxiliary basis, were held on 17 Decenber 2004. During
the oral proceedings the appellant presented three new
auxiliary requests.

Claim 1 according to the appellant's main request is
the version as granted, which reads:

"A system for non-contact transm ssion of data between
a station (1) and a portable data carrier (2), wherein
the station (1) conprises:

a station transmtter (3) operating at predeterm ned
frequency for generating a first signal,

a receiver (7) for receiving a second signa
superinposed on the first signal, and a coil antenna;
and wherein the portable data carrier (2) conprises:
supply nmeans (13) for coupling to a source of electric
power, and

a data carrier nodulator (14) for nodulating the first
signal with the second signal in response to first data
generated by the data carrier (2) by nmeans of inductive
coupling, and thereby enabling the first data to be
transmtted fromthe data carrier (2) to the station
(1), and

a tuned antenna circuit (10, 55) inductively coupled
with the station coil antenna (5) so as to receive

t herefrom an i nduced signa
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CHARACTERI ZED | N THAT:

the station coil antenna (5) is a matched antenna
coupled via a length of cable (4) to the station
transmtter (3) so as to be operative at said frequency
regardl ess of the length of cable.”

According to the first auxiliary request, the
characterising part of claim1l reads:

" CHARACTERI ZED | N THAT:

the station conprises a station transmtter (3), which
is coupled to the station coil antenna (5) via a length
of cable (4) and

the station coil antenna (5) is coupled to said cable
via a matching circuit (6) so as to be operative at
said frequency regardl ess of the length of cable.”

Claim1 according to the second auxiliary request is a
conbination of clains 1 and 5 as granted. The addition
to claim1 of the main request reads:

"... wherein the station (1) further includes:

a station control circuit (9) for deactuating the
station transmtter (3) in response to second data
stored in the station (1) and, by neans of said

i nductive coupling, deactuating the signal induced in
the data carrier tuned antenna circuit (10, 55);

and the data carrier (2) further includes a detector
(18) coupled to the data carrier tuned antenna circuit
(10, 55) for detecting the state of the induced voltage
of the data carrier tuned antenna circuit (10, 55),

a logic circuit (15) coupled to the detector (18) and
responsive to said state, whereby an output of the
logic circuit (15) corresponds to the second data, and
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nmeans for coupling the output of the logic circuit (15)
to a menory (16) within the data carrier (2) so as to
store the second data therein.”

X. Claim 1 according to the third auxiliary request is a
conbination of clains 1 and 6 as granted. The addition
to claim1 of the main request reads:

"... wherein the data carrier nodul ator (14) conprises
a decoupling neans (46) for decoupling the tuned
antenna circuit (10, 55) in response to the first data
t hereby nodul ating the first signal with the second
signal . "

Xl . The appel | ant requested that the decision under appeal
be set aside and that the patent be nmaintained as
granted (main request) or, in the alternative, in
amended formon the basis of the first, second and
third auxiliary requests filed at the oral proceedings.

X, The respondent requested that the appeal be dism ssed.

XIll. At the end of the oral proceedings the Board announced
its decision.

Reasons for the Deci sion

1. Adm ssibility of the appeal and late-filed requests

1.1 The appeal conplies with the provisions referred to in
Rul e 65(1) EPC and is, therefore, adm ssible.

0096. D
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In view of the subject-matter clainmed and the nature of
t he amendnents invol ved, the Board exercised its

di scretion so as to admt the appellant's three
auxiliary requests filed during the oral proceedings.

The i nventi on

The invention (see in particular figure 1 and

associ ated text of the patent specification) concerns a
systemfor transferring data between a station and a
portable record carrier, typically a card. The station
conprises a coil antenna which generates a nmagnetic
field of a certain frequency. Acircuit within the card
responds to the field by nodulating it in accordance
with data contained in a nmenory. This nodulation is
sensed in the station as a |oad variation. According to
the invention the station antenna is a matched antenna,
which inplies that the transmtter does not contain a
resonant circuit which has to be tuned as a function of
the I ength of the antenna cable. A further feature of

t he invention concerns data transm ssion fromthe

station to the card (second auxiliary request).

The appellant's main request

3.

0096. D

The appellant's main request is for maintenance of the
patent-in-suit as granted.

Construction of claim1l

The respondent has argued that the words "matched" and
"operative" in claim1l are so vague that the invention
as claimed is not limted to matching the inpedance of
the antenna to the characteristic inpedance of the
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antenna cabl e, as described in the specification. There
is however no need to go into this question since even
if claimlis interpreted narromy in accordance with
the description its subject-matter does not, in the
Board's view, involve an inventive step, as will be

expl ai ned bel ow.

5. The prior art

5.1 E1l, which the respondent takes to be the closest prior
art docunent, describes a system according to the
preanbl e of the present claim1, with the exception of
the claimfeature "a receiver for receiving a second
si gnal superinposed on the first signal". In E1 there
is strictly speaking no superinposition, but the data
fromthe card to the station are recei ved when the
signal fromthe transmtter (the "first" signal) is
zero. Furthernore, nothing about matching is said,
whi ch neans that E1 does not disclose the
characterising portion of claiml.

5.2 D7, a famly nmenber of which is referred to in E1, is
al so concerned with systens for non-contact
transm ssion and in substance anticipates the features
of the preanble of claiml. Atransmtter station is
inmplicitly disclosed as the source of an
el ectromagnetic field in a detection zone (colum 1,
lines 13 to 30). There is nmentioned the principle of
superinposition in that data fromthe card to the
station are detected by nonitoring the anmount of energy
absorbed by a periodically detuned resonant circuit in
the card (colum 2, line 65 to colum 3, line 6). In
this respect D7 conmes closer to the clainmed invention
t han E1.

0096. D
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E2 is a text book on tel ecomunications which explains
the concept of matching in general ternms and within the
framewor k of tel econmunication networks. It is observed
that a cable |oads the transmtter with its
characteristic inpedance ("Wellenw derstand”) (part
8.2.7), which is independent of the cable's length
(part 8.2.6).

| nventive step

The appel |l ant has argued that the invention solves a
pr obl em whi ch had not been recogni sed before, that
there was a long-felt need for a solution and that
there had existed a prejudice against not using a

resonant circuit in the station.

The technical problemas explained in the patent-in-
suit (see colum 3, line 3 onwards) is that, in order
to operate at the resonant frequency, the resonant
circuit conponents including the antenna and any cabl e
connected to it have to be carefully calibrated. This
nmeans that the maxi mum di spl acenent is fixed and cannot
be altered without retuning the resonant circuit. The
description goes on to say that this is not always
desirabl e for several reasons. |In bank applications,
for exanple, it may be desirable to | ocate the antenna
a significant distance fromthe station, but the
capaci tance of a long connecting cable may throw the

resonant circuit out of resonance.

The respondent is of the opinion that this problem was
i medi ately apparent to the skilled person. Systens for

non-contact transm ssion of data were commonly used
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when space was scarce, eg in door |ocking nmechanisns,
or in heavily contam nated surroundi ngs. In such cases
it would obviously be desirable to separate the bul ky

and/ or sensitive electronics fromthe antenna.

The opposition division expressed the problem as
"providing neans to | ocate the antenna a significant

di stance fromthe station". This fornulation has been
criticised by the appellant as containing part of the
solution, nanmely the need for separation between
antenna and station. A nore suitable formulation would
in the appellant's view be to "provide an inproved
systent'.

The Board takes the view that a distinction nust be
made between the desirability of a certain result and
t he obvi ousness of arriving at it fromthe prior art.
If in prior systens it was needed to retune the
resonant circuit of a station in order to separate it
sufficiently fromthe antenna, as nentioned in the
patent-in-suit, this neans that the aimof varying the
di stance between the antenna and the station was a
known one. This is also confirnmed by the appellant's
argunent that a long-felt need existed. Nor is this
very surprising since non-contact transm ssion systens
are used for very different applications (the

i ntroduction of the patent-in-suit nentions shop fl oor
control systens and bank transaction systens), and
there is evidently no reason to assunme that the ideal
pl ace for the antenna is always at the sane distance
fromthe station.

The Board therefore agrees with the opposition division
that starting fromthe prior art as described in
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docunent D7 the technical problemcan be properly
stated as providing nmeans to | ocate the antenna a
significant and/or varying distance fromthe station.

6.6 The skilled person would have tried to solve the above
probl em by searching the relevant prior art. There can
be little doubt that he would have found E2, which is a
common text book, and even if he had not, the concept
of characteristic inpedance is - as accepted by the
appel lant - well known. It was therefore i mediately
clear to the skilled person that the use of a cable
having a characteristic i npedance matched to the
ant enna i npedance would allow himto vary the distance
between the station and the antenna at will. This was
al so the concl usion reached by the opposition division.

6.7 Neverthel ess, it may be questioned whether the skilled
person woul d have accepted this solution since it neant
not using a resonant circuit in the station, and
resonant circuits, according to the appellant, have
been wi dely used because they permt maximm
sensitivity (see the statenent setting out the grounds
of appeal, point 2.1). In the appellant's view this
constituted a technical prejudice against non-resonant
antennas. However, the existence of a prejudice nust
normal |y be denonstrated by reference to literature,
such as text books. This has not been done here, and
therefore the Board cannot accept as proved that a true
prejudice in this respect has ever existed.

What is accepted, however, is that the skilled person
may have been inclined to use a resonant transmtter in
order to obtain a good sensitivity. In this respect the
appel l ant has argued that the invention in fact offers

0096. D
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an increased sensitivity of the receiving antenna (see
the letter dated 16 Novenber 2004, point 2.6), a view
supported by a passage in the description (colum 11,
l[ines 17 to 24): "the effect on the first signal is
significantly greater than the effect achieved by

| oadi ng the antenna as taught in hitherto proposed
systens”. On the other hand, the patent states al so
that the "principal novel feature resides in the
provision of a matching circuit in the station for
ensuring that the output inpedance seen by the antenna
remai ns constant regardl ess of the I ength of cable
connecting the antenna to the transmtter within the
station” (colum 14, lines 13 to 17), w thout reference
to the sensitivity. Fromthis somewhat diverging
information it can at best be concluded that the patent
teaches that a non-resonant antenna perforns better

t han many woul d have been expected. It is not denied
that this alleged insight could contribute to an
inventive step if the skilled person had no reason for
abandoni ng the resonance circuit. But, as denonstrated
above, he had in fact one, nanely trying to solve the
techni cal problem before him Mreover, the Board
doubts that he had assuned a priori that a station not
enpl oyi ng a resonant antenna woul d be insensitive to
such a degree that it would be pointless even to try a
mat ched connection. A certain willingness to test new
i deas nust be expected by the average devel opnent

engi neer.

The Board therefore concludes that the skilled person
woul d have included a matched antenna in the station to
obtain the advantages offered by matching, and that any
possi bly achi eved, nore or |ess unexpected inprovenent
in sensitivity was a nere additional effect which
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cannot be consi dered when assessing the inventive
activity in the present case.

It follows that the subject-matter of claim1l does not
involve an inventive step (Article 56 EPC)

The appellant's first auxiliary request

Claim1 according to the first auxiliary request
specifies that the matching is performed with a

mat ching circuit coupled between the antenna and the
cable. It is however well known in the art to enpl oy
such circuits to achieve matching between a cabl e and
its load (eg E2, part 8.2.8). Therefore, this request
cannot be allowed either (Article 56 EPC)

The appellant's second auxiliary request

10.

0096. D

In accordance with the second auxiliary request claimb5
as granted is incorporated in claiml as granted. The
claimthus adds to the subject-matter of the main
request the features that the station conprises a
control circuit for deactuating the station transmtter
in response to data stored in the station. The effect
is to deactuate the signal induced in the card, a
change which can be detected in the card and exploited
to send data fromthe station to the card, where they
are stored.

The respondent has argued that this functionality is

al ready known fromDl and that its use in the system
known from E1 was obvi ous. The appell ant has argued
that in D1 two resonant circuits are used, one in the
card and one in the transmtter, and that the frequency
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di vider crucial for the function in D1 has no

correspondence in the invention.

The Board notes that in Dl data are transmtted from
the station to the card by deactuation of the station
resonant circuit (see the abstract). The resonant
circuit (see figure 2) responds to pulses froma
frequency divider fed by an oscillator. The deactuation
is achieved by altering the frequency division ratio
(rather than inhibiting the oscillator), so that the
resonant circuit substantially ceases to resonate
(colum 11, lines 31 to 42). A skilled person, w shing
to improve on the card known fromD7 (or E1), would
appreci ate the advantages of being able to exchange
data not only fromthe card to the station but also in
the opposite direction. The remaining technical
difficulty involved in adopting the teaching of Dl was
only howto stop periodically the transm ssion fromthe
station when no resonant antenna is used. The sol ution
consisting in deactivating the transmtter is banal as
such since the transmtter is the radiation source. But
it remains banal also in the context of D1 since the
skilled person would realise that the nore el aborate
way of inhibiting the radiation described in this
docunent was designed especially to cope with the
resonant circuit, and was thus irrelevant in the

present circunstances.

The further features of the claimbeing known from D1
(see figure 3 and the corresponding text), the subject-
matter of claiml of the second auxiliary request does
not involve an inventive step (Article 56 EPC)
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The appellant's third auxiliary request

13.

0096. D

In accordance with the third auxiliary request, claim®6
as granted is incorporated in claim1l as granted. It
specifies that the nodulator in the card conprises "a
decoupl i ng neans" for decoupling the tuned antenna
circuit in response to the first data thereby

nodul ating the first signal with the second signal

This feature is however a standard one when data
contained in the card are to be detected in the station
in the formof a nodulation of the emtted signal. For
exanple, it is known fromD7 to periodically detune or
short-circuit the resonant circuit (colum 2, lines 54
to 57), sonething which clearly calls for sone kind of
switching nmeans for switching in the detuning circuitry
in response to the data. It mght be added that since
these data are binary, so that the circuit is tuned for
one kind of digit and detuned for the other, no
particul ar technical significance can be attributed to
t he choice of the word decoupling nmeans in the claim
(rather than coupling neans).

Therefore, the subject-matter of claiml of the third
auxiliary request does not involve an inventive step
(Article 56 EPC) and the request nust be refused.
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Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Ki ehl S. Stei nbrener

0096. D



