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Summary of Facts and Subm ssi ons

1864.D

The appeal is fromthe decision of the Opposition

Di vision posted on 26 July 2001 to revoke European
patent No. O 714 272, granted in respect of European
pat ent application No. 94924145. 9.

G anted claim1 reads as foll ows:

"A di sposabl e absorbent article (20) conprising:

a liquid pervious first topsheet (24)

a liquid inpervious backsheet (26) at |east partially
peripherally joined to said first topsheet (24)

a fecal material storage elenment (25) internediate said
first topsheet (24) and said backsheet (26), said fecal
mat eri al storage el enent (25) having two major faces, a
first major face oriented towards said first topsheet
(24) and a second major face oriented towards said
backsheet (26)

characterized in that

sai d di sposabl e absorbent article has a trans-topsheet
capacity of greater than 0.2 grans/6.45 square
centinmeter (1 square inch)."

In the decision under appeal the Opposition Division,
whi | e accepting that the cl ai mred absorbent article was
not excluded from patentability pursuant to

Article 52(2) EPC and that the European patent

di scl osed the invention in a manner sufficiently clear
and conplete for it to be carried out by a person
skilled in the art, considered that the subject-matter
of claim1 | acked novelty over the prior art disclosed
by docunents
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Dl: WO A-94/28843;

or

D3: JP-A-62-276003.

L1l The appel | ant (patentee) | odged an appeal, received at
t he EPO on 23 August 2001, against this decision and
si mul t aneously paid the appeal fee and filed the
statenment setting out the grounds of appeal.

| V. In a comuni cati on acconpanyi ng the sumons for oral
proceedi ngs pursuant to Article 11(1) Rules of
Procedure of the boards of appeal the Board expressed
the prelimnary opinion that it would appear that the
parameter "trans-topsheet penetration” nmentioned in D1
differed fromthe parameter "trans-topsheet capacity"
in accordance with the patent in suit because the
former was determned by a test carried out only on the
topsheet whilst the latter was determ ned by a test
carried out on the absorbent article as a whole.
Furthernore, since the trans-topsheet capacity of an
absorbent article was influenced by the absorbent
characteristics of the |ayers below the topsheet, it
had to be di scussed whether, having regard to the
di scl osure of characteristics of the topsheet and of
t he absorbent structure below the topsheet in D3, it
could be directly and unanbi guously concluded that the
absorbent article of D3 had a trans-topsheet capacity
greater than 0.2 granms/6.45 square centineter as
required by claiml of the patent in suit.

V. Oral proceedings, at the end of which the decision of
t he Board was announced, took place on 28 June 2004.

1864.D
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The appel | ant requested that the decision under appeal
be set aside and that the patent be nmaintained as
gr ant ed.

The respondent (opponent) requested that the appeal be
di sm ssed.

In support of its requests the appellant relied
essentially on the follow ng subm ssions:

The fact that a claimincluded a non-technical feature
as alleged by the respondent did not inply that the

cl ai med subject-matter was non-technical. |In any case,
the result of the test for determ ning the trans-

t opsheet capacity was a val ue which gave a technica
characterization of the absorbent article. Thus, the

i nventi on was not excluded from patentability pursuant
to Article 52(2) EPC.

The description of the patent in suit disclosed various
exanpl es of topsheets, fecal material storage el enents,
absorbent cores and backsheets suitable for use as
conponents of an absorbent article neeting the

requi renents of claiml1l. The specific exanples 7 to 9
of absorbent articles given in table Il of the patent
in suit were not representative of diapers usable in
practice, since a filter paper was used instead of the
absorbent core. However, the absorbent properties of

t he absorbent core were essentially irrelevant for the
determ nation of the trans-topsheet capacity; only the
characteristics of the topsheet and of the fecal

mat eri al storage el enent were relevant for this

pur pose. Therefore, the invention was disclosed in a
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manner sufficiently clear and conplete for it to be
carried out by a skilled person.

The trans-topsheet capacity of an absorbent article

i ntended as a whole could not be inferred fromthe

di sclosure in D1 of trans-topsheet penetration val ues
of topsheets. In the absorbent article of D1, the |ayer
corresponding to the fecal material storage el enent of
the patent in suit was a nonwoven layer. In the step of
renovi ng the weight fromthe sanple during the test for
determ ning the trans-topsheet capacity, sone of the
test fluid which had penetrated the nonwoven | ayer
under the action of the weight would fl ow back and
woul d then be renoved together with the topsheet. As a
consequence, the increase in weight of the sanple, i.e.
the trans-topsheet capacity of the absorbent article,
woul d be I ow and would fall outside the clainmed range.

The fecal material storage elenent of D3, a fibre
aggregate | ayer, was structurally different fromthe
exanples in the opposed patent. There was no basis to
concl ude that the conbination of topsheet and fecal
material storage elenment of D3 would provide a trans-
topsheet capacity falling within the clained range. In
any case, the burden of proof for this fact renained
wi th the opponent-respondent, whose argunents were
specul ati ve.

The respondent essentially argued as foll ows:

The characterizing portion of claim1l defined a range
for the paraneter "trans-topsheet capacity"”, which
paranmeter was the result of a test described in the
specification of the patent in suit. Accordingly, the
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cl ai med absorbent article was distinguished fromthe
prior art only by a "product-by—-test"” feature, which
did not define any structural feature of the clained
absorbent article and was therefore a non-technical
feature. An exception to the principle according to

whi ch a product was to be defined by neans of its
structural features was represented by a "product-by-
process” claim In the case in question, however, there
were no particular circunstances which would justify a
product - by-test characterization of the absorbent
article. Moreover, the product-by-test claimrequired
the clained absorbent article to be already avail abl e
before performng the test. The claimnerely gave an
instruction to carry out a test procedure on such an

al ready avail abl e product. This could not be regarded
per se as a technical invention. Since the only feature
in the characterizing portion of claim1l1 | acked

techni cal character, the claimed product was excl uded
frompatentability pursuant to Article 52(2) EPC.

The patent in suit did not disclose any exanpl es of
absorbent articles falling within the ternms of claiml.
Al t hough the description nentioned exanples of "diapers
in accordance with the invention", these were not
exanpl es of diapers since a filter paper was used

i nstead of an absorbent core. Mreover, since the

di aper's conponents in the exanples were identified by
commerci al nanmes and these were normally not associ ated
to product specifications imutable in tine, there was
no certainty that the same conponents used in the
exanpl es woul d be available for the whole lifetinme of
the patent. The skilled person could only establish by
trial and error whether or not his choice of particular
conponents of the absorbent article would provide a
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satisfactory result. This anpbunted to an undue burden
and therefore the requirenents of Article 83 EPC were
not net.

Dl related to a disposabl e absorbent article in which

t he topsheet was characterized by the paraneter "trans-
t opsheet penetration” which was neasured by a test
procedure identical to that described in the patent in
suit for determining the trans-topsheet capacity of the
whol e absorbent article. In sone exanples of D1 the
sanme conponents were used as those used in the exanples
of the patent in suit. In particular, the sane
topsheets were used. Considering that in accordance
with the patent in suit the fecal material storage

el enent coul d even be paper, inplying that the function
t hereof could sinply consist in immbilizing the | ow
viscosity fecal material, that in D1 the |ayer
underlying the topsheet and corresponding to said fecal
mat eri al storage el enent could consist of a nonwoven
web wit hout discrete apertures which also served to

i nmmobi lize the fecal material thereon, and that in such
case it was irrelevant what kind of absorbent core was
provi ded underneath said |layer, it was clear that D1

di scl osed an absorbent article which trans-topsheet
capacity necessarily was within the range clainmed in
the patent in suit. This applied also, in anal ogous
manner, to the diaper of docunent D3: the topsheet of

t he known absorbent article was provided with
sufficiently | arge holes which allowed for soft stool
to pass through it and underneath the topsheet a
fibrous | ayer was provided which was designed to hold
soft stools.
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Al t hough according to the case law it was the opponent
that carried the burden of proof in respect of |ack of
novelty, in the present case in which the invention was
characterized solely by a test paraneter and the
probability that the structural features of the prior
art's products nmet the clained requirenents for said
test paraneter were very high, it was justified to
shift the burden of proof to the patentee to prove the
contrary.

Reasons for the Decision

1

1864.D

The appeal is adm ssible.

Non patentable subject-matter, Article 52(2) EPC

The characterizing portion of claim1l specifies that

t he di sposabl e absorbent article has a trans-topsheet
capacity of greater than 0.2 grans/6.45 square
centinmeter. The value of the trans-topsheet capacity is
determ ned by carrying out the test described on

pages 6 and 7 of the contested patent. The test per se
is of technical nature, in that it involves technica
steps carried out on a technical article (a sanple of
t he absorbent article) with technical nmeans. In
particular, the test involves dispensing a test fluid,
which is an analog of a fecal material (paragraph
[0054]), onto the top of a sanple of an absorbent
article, placing a weight on the test fluid (paragraph
[ 0052] of the patent in suit), renoving the weight and
t he topsheet fromthe sanple, and verifying the
increase in weight of all layers of the sanple
underlying the topsheet (paragraph [0053]). The test
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accordingly gives an indication of the capacity of the
absorbent article to receive and store a fecal material,
which is a technical property since it refers to a
specific technical performance of the absorbent article.
Thi s technical performance does not depend on a

specific structural feature of the absorbent article,

but on the conbination of structural features of the
vari ous conponents of the absorbent article, since the

t opsheet nust be such as to allowthe test fluid to
penetrate therethrough and the |ayers underlying the

t opsheet nust be such as to retain the test fluid.
Therefore, since the feature of the characterizing
portion of claim1l is directly determ ned by the
structural features of the absorbent article, it is to
be regarded as a technical feature.

The characterizing portion of claim1l cannot be
regarded as nerely giving the instruction to carry out
a test, but as inparting the teaching to select the
vari ous conponents of the absorbent article in such a
manner that the value of the trans-topsheet capacity
determned with the test has a desired val ue and,
consequently, the absorbent article has a desired
performance. It is true that the absorbent article nust
be already avail able before perform ng the test.
However this does not necessarily nmean that the clained
absorbent article nust be avail able before performng
any tests. In fact, it is possible to arrive at the

cl ai med absorbent article by trial and error (see

point 3 below), by adjusting the selection of the

vari ous conponents of the absorbent article after each

unsuccessful test.
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The respondent has referred to the particular case of a
"product - by- process” claimas the exceptional case in
whi ch characterization of a product by non-structural
features were all owabl e.

I n accordance with the established case | aw (see e.g.
T 150/ 82, QJ 7/1984, 309, point 10 of the reasons) the
formfor a claimto a patentable product as such
defined in ternms of a process of manufacture (i.e.
"product - by- process cl ai ns") should be reserved for
cases where the product cannot be satisfactorily
defined by reference to its conposition, structure or
sone other testable paraneters. In the present case,
however, claim 1l refers exactly to a testable
paranmeter, nanely the trans-topsheet capacity. The
definition of an invention by ternms of paraneters is
al l owed in European practice (see in this respect point
1 of the decision under appeal) and is in particul ar
usual in the field of absorbent products (see e.g.

T 48/ 95, point 2.5 of the reasons).

Therefore, since the feature of the characterizing
portion of claim1 has a technical character, the

cl ai med subject-matter does not fall in a field
excluded frompatentability under Article 52(2) EPC.

Sufficiency of disclosure (Article 83 EPQC)

The patent in suit discloses various possible materials
for the essential conponents of the clainmed absorbent
article, nanely the topsheet, the backsheet (paragraph
[0038]), and the fecal material storage el enent
(paragraphs [0070] to [0074]).
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As regards the topsheet (see paragraphs [0041] and
[0042]), it may consist of apertured plastic filns,
woven or nonwoven webs of natural fibers, etc. It may
al | ow penetration of the fecal material to achieve the
trans-topsheet capacities in accordance with the patent
in suit by having apertures with an effective aperture
size of at least 0.2 square mllinmeters, preferably at
| east 0.3 square mllinmeters (see paragraph [0058]).
The fecal material storage el enent may consist of a
cellulosic fibrous structure as illustrated in

Figure 4, having a continuous high basis wei ght network
56 with discrete regions or apertures 58 which form
cells which imobilize the |owviscosity fecal materia
(paragraphs [0070] to [0071]). The di nensions of the
cells and the basis weight are specifically indicated
in the patent in suit (paragraphs [0072] to [0074]).
Consi dering that the backsheet is inpervious to liquid
(paragraph [0038]) and therefore does not contribute to
the trans-topsheet capacity since it does not absorb
fluids, the conbination of the above-nentioned
apertured topsheet and fecal material storage el enent
with a liquid inpervious backsheet would result in an
absorbent article neeting the requirements of claim1l.

In any case, even if topsheets and fecal material
storage elenments different fromthose above-nenti oned
are used, the skilled person would arrive at an
absorbent article in accordance with claim21 through a
reasonabl e amount of trial and error, because the
specification includes adequate information | eading
necessarily and directly towards success through the
eval uation of initial failures. Indeed, given the
various materials for the topsheet and the fecal
material storage el enent disclosed in the patent in
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suit, if a first conbination of such materials would
result in a trans-topsheet capacity smaller than 0.2
grans/ 6. 45 square centinetre, then the skilled person
could easily evaluate the cause of failure and take
adequat e count erneasures such as the selection of a

t opsheet having i nproved perneability in respect of the
test fluid (see paragraph [0058]) or a fecal materi al
storage el enent having i nproved capacity of

i mobi lizing the test fluid (see paragraph [0069]).

Therefore, since the disclosure of the patent in suit
is sufficient in the sense of Article 83 EPC, the
ground of opposition under Article 100(b) EPC does not
prejudi ce the maintenance of the patent.

The patent in suit refers to six diapers according to
the invention (page 7, lines 24, 25), in which
commerci al topsheets and various fecal material storage
el ements are used (see table Il on pages 7 and 8,
exanples 5 to 10). Instead of an absorbent core, these
di apers are provided with a filter paper (page 7,

lines 28, 29) and therefore, as acknow edged by the
appel lant itself, they do not constitute exanples of

di apers usable in practice. Nevertheless, they still
constitute exanples of absorbent articles. Furthernore,
even if the conmmercial nanes of the topsheets do not
clearly identify a particular topsheet or such
topsheets are no | onger avail able, as submtted by the
respondent, there would be no difficulty for the
skilled person to find appropriate topsheets, in the
light of the disclosure of the patent in suit (see e.qg.
par agraph [0058]), allowi ng to achi eve val ues of the
trans-topsheet capacity close to those disclosed in
table Il of the patent in suit. Anyway, the exanples of
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table Il are not essential for the reproducibility of
the invention, for the reasons given in paragraph 3.1
above.

Novel ty

Docunment D1 is an international application having a
publication date of 22 Decenber 1994 and claimng a
priority date of 11 June 1993 which lies before the
priority date 17 August 1993 of the patent in suit. The
international application satisfies the requirenments of
Article 158(2) EPC and therefore, according to

Article 158(1) EPC, and the validly clainmed priority of
the patent in suit, constitutes prior art within the
meani ng of Articles 54(3) EPC. It undisputedly

di scl oses (see Fig. 2) a disposable absorbent article
according to the preanble of claim1l of the patent in
suit, which conmprises (using the wording of claim1): a
liquid pervious first top sheet (24), a liquid

i npervi ous back sheet (26) at |least partially
peripherally joined to said first topsheet, a fecal

mat eri al storage el enent (secondary topsheet 25; see
e.g. page 19, lines 35 to 38) internediate said first

t opsheet and sai d backsheet, said fecal materi al
storage el enment having two najor faces, a first major
face oriented towards said first topsheet and a second
maj or face oriented towards said backsheet.

Dl (see claim1l) refers to the paraneter "trans-

t opsheet penetration" for characterizing the secondary
topsheet (corresponding to the fecal material storage
el enent of the patent in suit). The trans-topsheet
penetration is determ ned by neans of a test which

i nvol ves the sanme steps (see pages 12 and 13 of D1) of
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the test disclosed in the patent in suit (see pages 6
and 7) for determning the trans-topsheet capacity.
However, the trans-topsheet penetration is a paraneter
which refers only to the topsheet of the absorbent
article, and indeed in the test for its determ nation
the topsheet is placed on a standard substrate
consisting of a large cell vacuum formed pol yol efinic
film X5790 avail able from Tredegar Corporation (see the
par agr aph bridgi ng pages 12 and 13) and a 989 filter
paper nmade by Eaton-D keman Divi sion of Know ton
Brothers (page 13, lines 15 to 20). In contrast

t hereto, the sanple used for determ ning the trans-

t opsheet capacity in accordance with the patent in suit
conprises the various conponents of the absorbent
article (see paragraph [0050] of the patent in suit).
Nowhere in D1 it is disclosed that the assenbly of

t opsheet and substrate (X5790 filmand filter paper) is
used in a disposabl e absorbent article, in particular
one having, in accordance with the definition of
claiml, a liquid inpervious backsheet.

Therefore, the conclusion of the Opposition D vision
that the "result of the test is the same whether it is
call ed trans-topsheet penetration or trans-topsheet
capacity" (page 4, penultimte paragraph of the
deci si on under appeal) cannot be foll owed because in
the first case only the topsheet is tested whilst in
the latter case it is a sanple of the entire diaper
which is tested. Also the conclusion that the fecal

mat eri al storage el enent formed of an X5790 fil m shoul d
be "considered as constituting the secondary topsheet
in D1 and being the faecal material storage elenent in
the patent in suit"” (page 6, first paragraph of the
deci sion) cannot be foll owed, because there is no
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disclosure in D1 referring to the use of such X5790
filmas the secondary topsheet of an absorbent article.

Fromthe above it follows that the disclosure of the
trans-topsheet penetration values for various topsheets
intable Il of D1 (page 17) cannot be used as the basis
for evaluating the trans-topsheet capacities of
absorbent articles using these topsheets.

D1 discloses that the secondary topsheet may be
provided in the formof a nonwoven web w thout discrete
apertures (page 20, lines 9 to 13). However, even if a
t opsheet identical to one of those used in the patent
in suit (in exanples 6 to 10 in table Il of the patent
in suit the topsheet used is the same of that used in,
respectively, exanples 3, 3, 4, 3, 2, 1in table Il of
Dl) is used in conbination with this nonwoven web, it
cannot be directly and unanbi guously inferred fromthe
di scl osure of D1 that such conbination would result in
an absorbent article which trans-topsheet capacity is
greater than 0.2 grans/6.45 square centineter. It is
true that the nonwoven web is such as to imobilize the
fecal material (page 19, |ast paragraph). However, the
test for determning the trans-topsheet capacity

i nvol ves supplying a test fluid to the sanple, placing
a weight on the test fluid and then renoving the wei ght
(paragraphs [0052] and [0053] of the patent in suit),
and nothing can be inferred fromthe disclosure of D1
in respect of what happens with the test fluid

i mobi li zed by the nonwoven web when the weight is
removed. In fact at that tine the test fluid my fl ow
back onto the surface of the topsheet, as argued by the
appel l ant, whereby it is renpved together with the
topsheet in the subsequent step of the test procedure
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(paragraph [0053] of the patent in suit, second
sentence). In such a case, the increase in weight of
all layers of the sanple, i.e. the trans-topsheet
capacity (paragraph [0054] of the patent in suit) may
be I ow and well below the clained limt of 0.2
grans/ 6. 45 square centi neter

Therefore, since it cannot be clearly and unanbi guously
derived fromthe witten disclosure of DL that the
absorbent article disclosed therein neets the clained
requi renent of a trans-topsheet capacity greater than
0.2 grans/6.45 square centineter, the subject-matter of
claiml1 nust be regarded as novel over DL.

As regards D3, reference is made to its English
translation since it is not in dispute that the latter
effectively reflects the technical content of D3.

Using the wording of claim1 of the patent in suit,
this docunent discloses (see Figs. 1 and 2) a

di sposabl e absorbent article conprising a liquid
pervious first top sheet (1), a liquid inpervious back
sheet (2) at least partially peripherally joined to
said first topsheet, a fecal material storage el enent
(fiber aggregate |ayer 4, see page 9, second paragraph)
internediate said first topsheet and sai d backsheet,
said fecal material storage el enment having two ngjor
faces, a first major face oriented towards said first
topsheet and a second major face oriented towards said
backsheet .
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D3 further discloses that the topsheet has apertures,
each having an area of 7 to 50 mt and an array pitch of
6 to 20 Mm with a total hole ratio of 15 to 70% of the
entire front surface area, whereby soft stools can
easily perneate through the holes and do not flow
backward (see page 8).

The Opposition Division considered that these
structural characteristics of the topsheet would
inevitably result in a trans-topsheet capacity greater
than 0.2 grans/6.45 square centineters (page 7, first
par agr aph, of the decision under appeal). However, as
expl ai ned above, the value of the trans-topsheet
capacity cannot be inferred fromthe structure of the
topsheet only, since it also depends on the structure
of the underlying | ayers.

In respect of the fiber aggregate |ayer (corresponding
to the fecal material storage elenent) which is capable
of holding soft stools (D3, page 9, second paragraph),
the Opposition Division nerely considered that it is an
appropriate |ayer for the desired purpose (page 7,
penul ti mat e paragraph).

However, as in the case of D1, nothing can be inferred
fromthe disclosure of D3 in respect of what happens
with the test fluid held by the fiber aggregate |ayer
when the weight is renmoved in the correspondi ng step of
the test for determ ning the trans-topsheet capacity.

Therefore, since it cannot be clearly and unanbi guously
derived fromthe witten disclosure of D3 that the
absorbent article disclosed therein neets the clained
requi renent of a trans-topsheet capacity greater than
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0.2 grams/6.45 square centineter, the subject-matter of
claiml1 nust be regarded as novel over D3.

5. Bur den of proof

5.1 I n accordance with the established case law, in
opposi tion proceedi ngs the burden of proving that the
obj ections raised under Article 100 EPC have been
substantiated |lies with the opponent (see e.g. T 219/83,
Q) 1986, 211). According to the principle laid down in
T 585/92 (QJ 1996, 129), once the Opposition Division
has deci ded to revoke the patent, the burden is shifted
to the proprietor of the patent to denonstrate on
appeal that the reasons for revoking the patent were
not justified. In the present case the Opposition
Di vision decided to revoke the patent, but the reasons
for revoking the patent are found to be wong as
regards the nerits, as explained above. Therefore, the
burden of proving that the subject-matter of claiml
can be directly and unanbi guously derived from Dl or D3
still remains with the opponent (respondent).

5.2 Further according to the established case | aw,
particul ar subject-matter can be regarded as having
been di scl osed by a specific informati on source only if
it can be directly and unanbi guously inferred fromthat
source (see e.g. T 378/94, point 3.1.1 of the reasons).
In the present case, the appellant has submtted
argunments whi ch throw reasonabl e doubts on whet her the
claimed subject-matter is directly and unamnbi guously
derivable fromDl and D3 and the respondent has not
subm tted any evidence that could renpbve such doubts.
In particular, the respondent has not subnmitted any
results of experinmental tests for determ ning the

1864.D
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trans-topsheet capacities of absorbent articles
di sclosed in D1 or DsS.

In this respect, it is noted that the test referred in
the patent in suit does not present particular
technical difficulties either with respect to the

equi pnent used or with respect to the steps that nust
be perforned. Therefore, there were no reasons that
coul d have prevented the respondent from carrying out
such experinental tests, at the |atest after having
being informed with the sumons to oral proceedi ngs of
t he provisional opinion of the Board that discussion
woul d be necessary concerni ng whet her the
characterizing feature of claiml could be directly and
unanbi guously derived fromthe disclosure of the prior
art docunents.

Therefore, there are no reasons to shift the burden of
proof onto the patentee (appellant) to prove that the
cl ai med subject-matter is novel over the disclosure of
D1 or D3.

Having regard to the fact that the Qpposition D vision
explicitly chose not to deal with docunents other than
D1 or D3 because the subject-matter of claim1 was
considered to | ack novelty over two docunents (see
page 8 of the decision under appeal, first paragraph),
and that it m ght beconme necessary to consider the
remai ni ng ground of opposition concerning |ack of
inventive step, and also in order not to deprive the
parties of their right to a second instance, the Board
considers it appropriate to remt the case to the
OQpposition Division under Article 111(1) EPC for
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further prosecution in relation to the issues of

novelty and inventive step.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

The Regi strar: The Chai r man:

G Nachti gal | P. Alting van Ceusau
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