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Summary of Facts and Subm ssi ons
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The appel l ant (patentee) | odged an appeal against the
deci sion of the Qpposition Division revoking the

Eur opean patent No. 0 679 539 on the grounds that al

i ndependent clains of the sole request of the appellant
| acked novelty, Article 54 EPC. In particular, the
OQpposition Division held that the subject-matter of
clainms 1 and 15 | acked novelty with respect to docunent
US-A 5 054 757 (D13) and that the subject-matter of
claim 23 | acked novelty with respect to docunent US-A
4 972 655 (D1).

Oral proceedings were held before the Board of Appeal
on 30 Septenber 2004.

The representative of respondent | (opponent 01) had
previously inforned the Board by facsimle, received on
24 Septenber 2004, that neither he, nor the

respondent | hinself, had the intention to be present
at the oral proceedings. Based on Rule 71(2) EPC, the
oral proceedings were held in the absence of

respondent | and his representative.

At the end of the oral proceedings, the final requests
of the parties were as follows:

The appel | ant requested that the decision under appeal
be set aside and that the patent in suit be naintained
on the basis of the follow ng docunents:

(1) main request: clainms 1, 15 and 23 filed as main
request on 30 August 2004, and clainms 2 to 14, 16
to 22, and 24 as granted; or
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(ii) first auxiliary request: clainms 1 and 15 filed as
first auxiliary request and claim23 filed as main
request on 30 August 2004, and clainms 2 to 14, 16
to 22, and 24 as granted; or

(iii)second auxiliary request: clainms 1 and 15 filed as
mai n request and claim23 filed as second
auxi liary request on 30 August 2004, and clains 2
to 14, 16 to 22, and 24 as granted; or

(iv) third auxiliary request: clainms 1 and 15 filed as
first auxiliary request and claim23 filed as
second auxiliary request on 30 August 2004, and
clainms 2 to 14, 16 to 22, and 24 as granted; or

(v) fourth auxiliary request: claiml filed as main
request on 30 August 2004 and claim 15 presented
during oral proceedings as fourth auxiliary
request, and clains 2 to 14, and 16 to 22 as
granted; or

(vi) fifth auxiliary request: claiml filed as first
auxi liary request on 30 August 2004 and claim 15
presented during oral proceedings, and clains 2 to
14, and 16 to 22 as grant ed.

Respondents | and Il (opponents 01 and 02) requested -
respondent | in witing - that the appeal be dism ssed.

| ndependent clains 1, 15 and 23 of the mmin request
read as foll ows:
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"1. A nethod for assenbling a postal itemusing a
systemconprising a first delivery station (1), at

| east one next delivery station (1, 2) and a folding
station (32), in which docunents (47) are delivered by
said delivery stations (1, 2) to a supply track (44),

t he delivered docunments are transported along the
supply track (44), and at |east sone of the delivered
docunents are gathered and aligned into a stack having
al i gned docunent edges (46) on one side, wherein
aligning the delivered docunents is carried out by
nmovi ng the docunents relative to each other in an area
downstream of said delivery stations (1, 2) until the
docunent edges (46) on one side of the docunents are in
alignment, characterized in that at |east sone of the
transported docunments are scanned al ong said supply
track, downstream of the delivery stations (1, 2), said
scanni ng i ncludi ng scanni ng of characters, the |length
or the thickness fromthe scanned docunents, and the
stack is supplied fromsaid area downstream of said
delivery stations (1, 2) to the folding station (32)."

"15. A systemfor assenbling postal itens, conprising
transport neans (3, 4), including a supply track, for
transporting delivered docunents, a first and at | east
one next delivery station (1, 2) for delivering
docunents to the supply track, a gathering and aligning
station (16) downstream of the delivery stations (1, 2)
and the supply track, said gathering and aligning
station (16) being arranged for gathering separately
suppl i ed docunents into a stack and for displacing the
docunents of a set relative to each other until the
docunent edges | ocated on one side of the stack are
aligned, and a folding station (32), characterized by
scanni ng nmeans (64) along said supply track, downstream



0158. D

- 4 - T 0929/ 01

of said delivery stations (1, 2), for scanning
characters, the length or the thickness of delivered
docunents in said supply track, the folding station
(32) being arranged downstream of the aligning station
(16, 116) for folding the stack of docunments."”

"23. A systemfor gathering and aligning supplied
docunents, conprising a supply track (44) for supplying
docunents delivered froma plurality of delivery
stations (1, 2), said supply track having an upstream
end in the formof an entry for receiving docunents
fromsaid delivery stations, said entry bei ng adaped
for connection to a next upstream station including
transport neans for supplying docunents, a gathering
and aligning station (16) downstream of said supply
track (44) for gathering and aligning docunents
supplied via said entry, and a di scharge track (36

136) downstream of said gathering and aligning station
(16) for discharging docunents gathered into a stack,
characterized by scanning neans (64) arranged al ong
said supply track between said entry and sai d gathering
and aligning station(16) for scanning supplied
docunents sai d scanni ng neans bei ng adapted for

obtai ning data regardi ng characters, the length or the
t hi ckness concerni ng these docunents from said scanned

docunents. "

Claim 15 according to the first auxiliary request
differs fromthe corresponding claimaccording to the
mai n request in that the expression "for scanning
characters .." has been replaced by the expression
(underlining by the Board) "for scanning of and

obtai ning data regardi ng characters ..n.
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Claim 15 according to the fourth auxiliary request
(presented during oral proceedings before the Board)
reads as foll ows:

"15. A systemfor assenbling postal itens, conprising
transport neans (3, 4) for transporting delivered
docunents, a first and at |east one next delivery
station (1, 2) for delivering docunents to a supply
track, a gathering and aligning station (16) downstream
of the delivery stations (1, 2), said gathering and
aligning station (16) being arranged for gathering
separately supplied docunents into a stack and for

di spl aci ng the docunents of a set relative to each
other until the docunment edges | ocated on one side of
the stack are aligned, and a folding station (32),
characterized by scanning neans (64) along said supply
track, downstream of said delivery stations (1, 2), for
scanni ng characters, the length or the thickness of
del i vered docunents in said supply track, the folding
station (32) being arranged downstream of the aligning
station (16, 116) for folding the stack of docunents.™

The appel | ant argued essentially as foll ows:

Main request - admissibility of the amendnents
(Article 123(2) EPQ)

Claiml1l of the main request differed fromclaim1l as
granted only in that the claimnow specified that the
docunents were scanned "al ong said supply track"
downstream of the delivery stations. That docunents
wer e scanned al ong the supply track downstream of the
delivery stations was disclosed in colum 3, lines 8
to 10, in conmbination with Figures 1 and 2, of the
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application as filed (published version). This
anmendnent was al so present in claim15 of the main
request. Claim 15 additionally required that the supply
track was defined by, and hence included in, the
transport neans. The validity of the feature of

claim 23, according to which the supply track had an
upstreamend in the formof an entry connected to a
next upstream station for receiving docunents, was

al ready present in claim23 as granted and coul d not be
questioned under Article 123(2) EPC, neither by the
respondents nor by the Board, w thout the consent of
the appellant in view of G 10/91 (QJ EPO 1993, 420),
since this would constitute a fresh ground of
opposition. That the supply track had an upstream end
in the formof an entry was clear fromcolum 3,

lines 1 to 2 and lines 8 to 10, of the application as
filed (published version): because documents were
transported al ong the supply track of the aligning
station, this supply track nust have an upstream
"entry". That the entry was connected to a next
upstream station was clear fromthe passage in

colum 7, lines 39 to 42, of the application as filed
(published version), which stated that the aligning
station could be "connected" to delivery stations.

Whet her or not the expressions "having an upstream end"
and "entry" were nentioned expressis verbis in the
application as filed was not the correct criterion to
apply for deciding whether Article 123(2) EPC was
conplied with. The disclosure test was not a linguistic
exerci se, what mattered was the technical teaching to
the person skilled in the art of the application as a
whol e.
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Fourth auxiliary request - admssibility of the
amendnments (Articles 84 and 123(2) EPC and Rul e 57a
EPC)

The contested features of claim 15 of the main request
were renoved, so that claim15 of the fourth auxiliary
request net the requirenents of Article 123(2) EPC
Claims 1 and 15 of the fourth auxiliary request were
al so clear and supported by the description and thus
met the requirenents of Article 84 EPC. Since the
amendnment s were occasi oned by grounds of opposition,
the requirements of Rule 57a EPC were al so net.

Fourth auxiliary request - novelty (Article 54 EPC)

The subject-matter of clains 1 and 15 of the fourth
auxiliary request was novel with respect to docunent
D13: this docunent did not disclose scanning neans for
scanni ng characters, the length or the thickness of
docunents, since the sensors known fromthis docunent
were nmerely presence sensors incapable of detecting
characters on docunents, or measuring the length or the
t hi ckness of the docunents passing the sensors.

\Y/ Respondents | and Il argued essentially as foll ows:

Main request - admissibility of the amendnments
(Article 123(2) EPQ)

Claim 15 defined the supply track as "included in" the
transport neans and downstream of the aligning station,
whereas in the application as filed the supply track
was described as part of the aligning station (see
colum 3, lines 1 and 2, of the application as fil ed,

0158. D
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publ i shed version). The application as filed was silent
about the supply track having an upstreamend in the
formof an entry connected to a next upstream station.
Hence, clainms 15 and 23 contravened Article 123(2) EPC.

Fourth auxiliary request - admssibility of the
amendnments (Articles 84 and 123(2) EPC and Rul e 57a
EPC)

Respondent |1 argued that the term"al ong" conferred to
t he expression "scanning neans (64) al ong said supply
track” in claim15 of the fourth auxiliary request at

| east three alternative nmeanings, nanely that the
scanni ng nmeans were positioned along the supply track,
or that distributed scanning took place along the
supply track, or that the scanning neans itself were
passi ng along the supply track. Mreover, claim 15
failed to reiterate that all docunments were scanned by
t he sane scanni ng device. Lastly, claim15 did not
positively specify that the clainmed system conprised a
supply track. A crucial issue for assessing novelty was
t he meaning of the terns "scanning" and "scanning
means”, since it was not contested by the appell ant
that, apart fromthe features "scanning of characters,
the length or the thickness fromthe scanned docunents”
and "scanning characters, the length or the thickness
of the delivered docunents"”, respectively, docunent D13
di sclosed all the features of clains 1 and 15 of the
fourth auxiliary request. In the English | anguage,
nmerely shining a beamof |ight on a passing docunent

al ready constituted "scanning" of said docunent.
Scanni ng was a passive act, which did not necessarily
inmply that information was obtai ned. Docunent D13

di scl osed nunerous optical sensors for detecting the
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presence of passing docunments, inplying the use of

I i ght sources and photosensitive cells, just as the
scanni ng nmeans used in the patent in suit, cf.

colum 6, lines 15 to 18. If the speed of a passing
docunent was known, the length of said docunent could
be easily deducted fromthe on/off signal of a

phot osensitive cell. If the scanned docunent was sem -
transparent, the anplitude of the signal of the

phot osensitive cell was a nmeasure for the thickness of
t he docunent. It followed that docunment D13 di scl osed
"scanni ng of characters, the length or the thickness of
docunents" in the sense of the invention. The subject-
matter of clainms 1 and 15 was thus not novel.

Reasons for the Decision

Mai n request and first, second and third auxiliary requests

1

0158. D

Al'lowability of the amendnents

The invention relates to a nmethod and a system for
assenbling postal itens, wherein docunments froma
plurality of delivery stations are transported to a

| ocati on where the docunents are gathered and aligned
before being supplied to a folding station. The
docunents fromthe respective delivery stations are
transported al ong respective pathways, which nay be
initially, i.e. upstream different from one anot her,
but which nust finally, i.e. downstream converge into
a common path ("supply track 44") in order to gather
and align the respective docunents for assenbling a
postal item cf. Figure 2 of the application as filed
(publ i shed version).
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Claim 1l of the main request has been anended with
respect to claim1 as granted such that the first
characterizing feature now reads (anendnent underlined):
"at | east sone of the transported docunents are scanned
al ong said supply track, downstream of the delivery

stations (1, 2)". The preanble of claim1l nakes cl ear
that there is a (single) supply track. The anended
claimspecifically states where the docunents are
scanned. Since all docunents are passed al ong the sane
supply track, an interpretation of the claimthat
docunents delivered by different stations are scanned
along different paths is excluded.

The amendnent is disclosed in Figure 1 and 2 of the
application as filed, and is a direct consequence of
the statement in colum 6, lines 41 to 43, of the
application as filed (published version), that "any of
t he docunents can be individually scanned by the sane
scanni ng device". In the judgenent of the Board, this
amendnent, and al so the subject-matter of claim1 of
the main request as a whole, neets the requirenents of
Article 123(2) EPC. The claimis also clear and
supported by the description (Article 84 EPC). Since no
features were deleted fromclaim1l as granted, the
requi renents of Article 123(3) EPC are al so net.

Claim 15 of the main request defines that the transport
means i nclude a supply track. The appel |l ant has argued
that a supply track was in fact a transport neans,
since both were enployed for transporting docunents.
Thi s cannot be accepted, because a supply track is what
t he nane says, a track. To put it differently, a supply
track is a path al ong which docunents are carried and
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supplied. As an exenpl ary enbodi nent of the invention,
transport neans conprising staggered conveyor belts are
described in the application as filed, see colum 2,
lines 1 to 4, and 25 to 31, of the application as filed
(published version). These conveyor belts define

pat hways for the delivered docunents, and thus define
"supply tracks" (plural) for the docunents delivered by
the respective delivery stations. However, the term
"supply track"” (singular) has a specific nmeaning in the
application as filed, it is the comon path al ong which
t he delivered docunents are supplied to the aligning
station and which extends into the (head station of the)
aligning station, see colum 3, lines 1 and 2, of the
application as filed (published version). In the

j udgenent of the Board, claim 15 of the main request
attenpts to claimsubject-matter for which there is no
basis in the application as filed.

Consequently, this claimdoes not neet the requirenents
of Article 123(2) EPC

1.4 Claim 23 of the main request contains the feature "said
supply track having an upstreamend in the formof an
entry for receiving docunents from said delivery
stations, said entry being adapted for connection to a
next upstream station including transport neans for
suppl yi ng docunents” (henceforth referred to as
feature (a)). Claim23 as granted al ready contains
feature (a), which was added to the claimduring the
exam nation proceedi ngs. The appel | ant has argued that
since the ground of opposition under Article 100(c) was
not raised during the opposition proceedings, this
feature could not be objected to in view of G 10/91
(loc. cit.) wthout the consent of the appellant.

0158. D
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The Board cannot accept this argunent. Caim 23 has
been anmended with respect to claim23 as granted. The
Enl arged Board has confirnmed in point 19 of the Reasons
of its Qpinion G 10/91 (loc. cit.), that, in case of
amendnents, "such anmendnents are to be fully exam ned
as to their conpatibility with the requirenents of the
EPC (e.g. with regard to the provisions of

Article 123(2) and (3) EPC)." In order to establish
whet her an anended cl ai m neets the requirenents of
Article 123(2) EPC, it is not sufficient to show that
the (isolated) amendnent(s) is/are disclosed in the
application as filed, rather it nust be established
that a European patent application or a European patent
does not contain subject-matter which extends beyond
the content of the application as filed. In other
words, it nust be established whether "such anendnment”,
i.e. the subject-matter of the anmended claimas a whole
is disclosed in the application as filed.

The expressions "upstreamend”, "entry" and
"connection” in relation to the supply track are not

di sclosed in the application as filed. The supply track
44 is shown in Figure 2 by a dot-dash |ine, see

colum 10, lines 55 and 56, of the application as filed
(published version). In the description pertaining to
Figure 1 the supply track (not shown) is described as
being part of the aligning station 16, see colum 3,
lines 1 to 10, of the application as filed (published
version). The supply track is said to be formed by
transport rollers 27, 28, 29, 30 and guides 61, 62. The
next upstream station is delivery station 2 conprising
transport unit 4 having conveyer belts 14, 15, see
colum 2, lines 37 to 39, of the application as filed
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(published version). The application as filed is silent
about the way the next upstream station and the supply
track are connect ed.

The appel |l ant has submitted that the expression "said
entry being adapted for connection" nmerely neant that
docunents coul d be passed on fromthe next upstream
station to the supply track. In this regard, the
appellant referred to a statenment in the description,
which in his opinion elucidated the concept of
connecting: "Delivery stations, envel ope stations and
the like may be connected to this aligning station to
obtain a system configuration which neets the user's
requi renents and can noreover be varied", see colum 7,
lines 39 to 42, of the application as filed (published
version). The appellant also submtted that any supply
track necessarily had an upstream end which coul d be
called an entry.

In the opinion of the Board, the subm ssions of the
appel l ant are tantanount to saying that feature (a) is
devoi d of technical meani ng over and above what is
already stated in the claim nanely that the system
conprises "a supply track (44) for supplying docunents
delivered froma plurality of delivery stations

(1, 2)". In the judgnment of the Board, however, feature
(a) defines further, perhaps trivial, technical
features of the supply track, for which there is no
basis in the application as filed. It follows that

cl ai m 23 does not neet the requirenents of

Article 123(2) EPC
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Since both claim15 and claim 23 of the nmain request do
not neet the requirenents of Article 123(2) EPC, the
mai n request is rejected.

Claim15 of the set of clainms filed as first auxiliary
request contains all the features of claim15 according
to the main request and therefore also contravenes the
requirenments of Article 123(2) EPC. The first auxiliary
request is therefore rejected (Article 123(2) EPC)

Claim 23 of each of the sets of clains filed as second
and third auxiliary request, respectively, conprises
the feature (a') "said supply track having an upstream
end in the formof an entry for receiving docunents
fromsaid delivery stations, said entry connected to a
next upstream station including transport neans for
suppl yi ng docunents” (cf. feature (a), wherein the
expression "being adapted for connection” is replaced
by the term "connected"). Feature (a) has been found to
contravene the requirenents of Article 123(2) EPC, see
point 1.4 above. For the sane reasons feature (a') also
contravenes the requirenments of Article 123(2) EPC.
Consequently, the second and third auxiliary requests
are therefore rejected (Article 123(2) EPC)

auxi liary request

Allowability of the amendnents

Claim1 of the fourth auxiliary request is identical to

claiml of the main request, which has been found to be
formally all owabl e, see point 1.2 above.
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Claim 15 of the fourth auxiliary request presented
during oral proceedings differs fromclaim15 as
granted in that the expression to a supply track is

added in the preanble after "a first and at |east one
next delivery station (1, 2) for delivering docunents",
and in that the first characterizing feature now reads:
"scanni ng neans (64) along said supply track,
downstream of said delivery stations (1, 2), for
scanni ng characters, the length or the thickness of
del i vered docunents in said supply track™ (the
expressions along said supply track and in said supply

track and a comma after "delivery stations (1, 2)" have
been added, whereas the expression "at least"” in front
of "characters" has been del eted).

The expression "scanning neans (64) al ong said supply
track” is clear for the person skilled in the art, cf.
Article 84 EPC. It neans that the scanning neans (for
scanni ng docunents in said supply track) are positioned

along the supply track. In the judgenent of the Board,
the alternative interpretations suggested by respondent
Il (see point VI above) do not nake technical sense,
and are not in line with the disclosure of the
invention in the patent in suit. It nmay be noted that
this does not exclude that other scanning nmeans may be
provi ded el sewhere in the system (cf. colum 6

lines 18 to 20, of the patent in suit).

The expression to a supply track is disclosed in

claiml of the application as filed. The expression
along said supply track is identical to the amendnment

inclaiml of the main request. The expression
[ docunments] in said supply track nmakes it clear that

t he scanni ng neans positioned along the supply track
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does indeed scan the docunents |ocated in the supply
track. A basis for this is inter alia Figure 1 of the
application as filed, which shows a |ight source 63 and
a photosensitive cell 64 along the supply track.

Claim 15 of the fourth auxiliary request thus neets the
requirenents of Article 123(2) EPC.

Claim 15 relates to a system for assenbling postal
itenms, conprising transport neans, delivery stations, a
gathering and aligning station, a folding station and
scanning nmeans. The claimrefers three tines to a
supply track or said supply track. In the view of the
Board, it is thus clear that a supply track is covered
by the systemas well. Even if this were not the case,
it would not follow that the claimwas unclear per se.
In the judgenent of the Board, the claimis clear and
supported by the description (Article 84 EPC). The

del etion of the expression "at |east" does not
contravene the requirenents of Article 123(3) EPC. The
amendnents were filed by the appellant in response to
obj ections raised by the respondents | and |1l under
Article 100(a) EPC and thus conply with the provisions
of Rule 57a EPC.

Novel ty

Clains 1 and 15 of the fourth auxiliary request contain
t he phrases "said scanning including scanni ng of
characters, the length or the thickness fromthe
scanned docunents” and "for scanning characters, the

l ength or the thickness of delivered docunents in said
supply track", respectively.
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In the judgenment of the Board, these phrases inply that
information is obtained, for exanple in the formof a
signal or data, which information is representative of
the "characters, the length or the thickness" of the
docunent .

Novelty is only disputed with respect to docunent D13.
Thi s docunent discloses a nethod for accunul ating and
folding sheets for producing a sealed nmail piece (see
colum 5, line 36, to colum 7, line 3, and Figures 3,
6, 7A and 7B). Docunents (sheets or envel ope forns) are
supplied fromlaser printer trays T1l, T2 and/or trays
T3, T4, and gathered/aligned in the nip of the

accunul ator folder 106 by urge rollers 104 and 128,
respectively. If the gate & is opened, the (three-
thirds) sheets are driven into the buckle chute 112 and
are folded to a two-thirds length and exit the

accurnul ator fol der 106 through the nip of rollers 800,
806. The envel ope form 10, which is normally the first
item is not folded by accunul ator folder 106. The

| aser printed envel ope form 10, the fol ded sheets of
two-thirds length com ng fromaccunul ator fol der 106
are (again) accunulated in the nip of accumul at or

fol der assenbly 140, possibly together with two- or
one-third sheets comng fromtrays T3 or T4. In the
accunul ator fol der assenbly 140 the conplete stack is
folded again. If a |aser printed envelope form10 is
not fed to the accunul ator fol der assenbly 140, a

busi ness reply envel ope may be supplied fromtray T3 or
T4 instead. After the folding step in accunul ator

fol der assenbly 140, the flaps of the envel ope are
noi st ened, fol ded and seal ed, thus conpleting a seal ed
mai |l piece. Figure 6 is a schematic diagram of the
sensors S1 to S13, notors and gates in a preferred
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enbodi mrent of the invention (see colum 8, lines 3

to 37). The optical sensors S3, S4, S10 to S13 and the
sensors S4 to S9 detect whether a docunent is present
in the path of the sensor or not.

Docunent D13 does not disclose that any of the sensors
S1 to S13 is capable of the scanning of characters, the
l ength or the thickness fromthe scanned docunents.

3.3 Respondent |1 submtted that the sensors Sl1 through S13
were scanning, or allowed the scanning of characters,
the I ength or the thickness of docunments, since
scanni ng did not necessarily nean that data was
obt ai ned.

Thi s argunent cannot be accepted. In colloquial English
the verb "to scan" may have other connotations, such as
"to gl ance over quickly". However, the term "scanni ng"
inclains 1 and 15 is not standing on its own, the term
nmust be interpreted in the context of the phrase
"scanning of characters, the length or the thickness

fromthe scanned docunents”. Directing a beamof |ight
on a passing docunment may be called "scanning said
docunent”, it cannot fairly be said that, by nerely
beam ng |light onto a docunent, characters are detected,
or that the length or thickness of the docunent is

measur ed.

3.4 It follows fromthe above, that the subject-matter of
claims 1 and 15 of the fourth auxiliary request is
novel within the nmeaning of Article 54 EPC with respect
to docunent D13.

0158. D
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4. The sol e reason for revoking the patent was that the
Opposition Division was of the opinion that the grounds
for opposition nentioned in Article 100(a) EPC (Il ack of
novelty, Article 54 EPC) prejudiced the maintenance of
t he patent.

Since the other ground for opposition, |ack of
inventive step, Article 56 EPC, raised by the
respondents | and Il and nentioned in Article 100(a)
EPC, was not exam ned by the Opposition Division, the
Board considers it appropriate to make use of its

di scretionary powers under Article 111(1) EPC and to

remt the case to the Qpposition Division for further

prosecuti on.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the Opposition Division for
further prosecution.

The Regi strar: The Chai r man:

M Dai nese W Mbser
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