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Summary of Facts and Subm ssi ons

2839.D

Eur opean patent application No. 93 203 298.0,
publication No. 0 601 627, was refused by a decision of
t he Exam ni ng Di vi si on.

During the exam nation procedure ten prior art
docunents were cited, of which the follow ng renai ned
rel evant for this decision:

D1: GB-A-2 174 014
D5: NL-A-83 03016
D6: US-A-4 351 726

Claim1 according to the main request then on file was
considered to conprise subject-matter which extended
beyond the content of the application as filed (Article
123(2) EPC). Its subject-matter was al so considered to
| ack novelty over D6 (Article 54(1) EPC). The clains
according to the auxiliary request were rejected under
Rul e 86(3) EPC.

The appel | ant | odged an appeal against this decision.
Wth the statenment of grounds new sets of clains were
filed together with copies of various pages fromthe
Handbook "Plastics" of Dr. A E. Schouten, ninth edition,
DELTA PRESS, hereinafter referred to as D11.

In a communication the board inter alia expressed its
prelimnary opinion that the subject-matter of claiml
according to the requests designated "first" and
"second auxiliary" requests seened to |ack an inventive

step over D5 or D6 in conbination with DL.
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In reply the appellant argued with respect to inventive
step that D1 taught away fromthe solution as proposed
by the present application and that this solution
overcanme a technical prejudice. A further auxiliary
request and a |leaflet of Pannevis B.V. were fil ed.

In reply to the summons to attend oral proceedi ngs new
sets of clains according to a first to eighth request,
replacing the clains on file, were submtted together
with an affidavit of M Pennewaard (Annex 1), reports
concerning the production and sale of a CDV (Conti nuous
Dual Vacuum belt (Annex 2) and a statenent of

M  Derent hal (Annex 3).

During oral proceedings, which took place on

19 Septenber 2003, new sets of clains according to a
mai n request and eight auxiliary requests were
submtted. Furthernore a sanple of the carrier belt
used in the filtering device according to the patent
application was presented.

Claim 1l of the main request reads as foll ows:

"Continuously operating filtering device conprising a
transversely ribbed carrier belt (3) novable around
guide rollers (4) and at |east one drive roller (5),
and a filter belt (6) supported thereby, neans (9) for
supporting the carrier belt and suction boxes situated
on either side of the carrier belt (3), said
transversal ribs being separated from one anot her by
respective channels (18) extending transverse to the
nmoving direction of the carrier belt (3) and feeding
into the suction boxes (8), characterized in that the

carrier belt (3) is of plastic.”
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Claim1 of the first auxiliary request differs
therefromin that the characterizing portion reads:
"the carrier belt is of thernoplastic plastic".

Claim1l1l of the second auxiliary request differs from
claiml of the main request in that the characteri zing

portion reads:

"the carrier belt (3) is substantially of plastic".

Claim1l1l of the third auxiliary request differs from
claiml of the main request in that the characteri zing
portion reads:

"the carrier belt (3) is conpletely of plastic".

Claim1l1l of the fourth auxiliary request differs from
claiml of the main request in that the characteri zing
portion reads:

"the carrier belt (3) is of plastic, excluding a

carrier belt a substantive part of which is nmade of a

non- pl astic material .

Claim1l1l of the fifth auxiliary request differs from
claiml of the main request in that the characteri zing
portion reads:

“"the carrier belt (3) is of thernoplastic plastic,

excluding a carrier belt a substantive part of which is

made of non-thernopl astic plastic".

2839.D
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Claim1l1l of the sixth auxiliary request differs from
claiml of the main request in that the characteri zing
portion reads:

"the carrier belt (3) is of one plastic".

Caim1l1l of the seventh auxiliary request differs from
claiml of the main request in that the characteri zing
portion reads:

"the carrier belt (3) is of plastic and in that said
channels (18) are forned with an inclination fromthe
m ddl e of the belt (3) to the side so as to subject
liquid particles to a driving force towards one of the
suction boxes (8) as a result of the force of gravity".

The appellant's argunents with respect to inventive
step of the subject-matter as clained may be sunmari zed
as follows.

State of the art was a filtering device as disclosed in
D5 conprising a carrier belt consisting of canvas

rei nforced rubber. Such a belt had severa

di sadvant ages such as low flexibility, requiring
rollers wwth a large dianmeter, high friction, requiring
| ubrication and high driving power, and | ow chem cal
and wear resistance. The applicant had found that these
probl ens could be overconme by using a carrier belt of

pl astic. The use of a plastic carrier belt was not

di scl osed or suggested in the prior art. The only
docunent disclosing a carrier belt which may conprise
plastic material was D1. In this docunent plastics

mat eri al was nmentioned as a possible material in a

| ayered structure of dissimlar materials having
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di fferent mechanical properties. There was no hint that
t he probl ens caused by a belt of reinforced rubber
could be overcone by a belt consisting essentially of
pl asti c.

The appel | ant requested that the decision under appeal
be set aside and a patent be granted on the basis of
the main request filed during oral proceedings or one
of the auxiliary requests 1 to 8 also filed during oral
pr oceedi ngs.

Reasons for the Decision

1

2839.D

The appeal is adm ssible.

None of the docunents on file discloses in conbination
all the features of any claimon file. The subject-
matter of the clains is therefore novel. Since novelty
is undisputed it is not necessary to give further
argunents in this respect.

Mai n request

Present claiml differs fromclaim1l as originally
filed in that the device additionally conprises suction
boxes situated on either side of the carrier belt, and
the carrier belt is transversely ribbed, these ribs
bei ng separated from one another by respective channels
extendi ng transverse to the noving direction of the
carrier belt and feeding into the suction boxes. These
additional features are disclosed in their clained
relationship in original clains 5 and 8, page 2, |ines
31 to 32, page 3, lines 15 to 21 of the description and
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Figures 2, 4 and 5 as originally filed. daim1l
according to the main request therefore fulfils the
requirenments of Article 123(2) EPC.

The board accepts the appellant's position that D5
represents the closest prior art docunment. It

undi sput edl y di scl oses a continuously operating
filtering device according to the pre-characteri zing
part of claim1l. In the general description and the
clainms of D5 no particular attention is drawn to the
material of the carrier belt. Only in the discussion of
Fig. 1 of DS is it indicated that the carrier belt
consi sts of canvas reinforced rubber (page 6, |ines 23
to 24).

The board does not dispute that at the publication date
of D5 (18 March 1985) canvas reinforced rubber was the
traditional material for carrier belts and that such
belts had the di sadvantages indicated in colum 1,
lines 6 to 30 of the published application

(EP 0 601 627 Al). In agreenent with the presentation
in the patent application (see page 1, lines 6 to 24),

t he subm ssions nmade by the appellant inits letter of
18 August 2003 (point 18) and during oral proceedings

t he probl em underlying the invention can be seen in
providing a filtering device of reduced size, requiring
| ess lubrication liquid and driving power, and
conprising a carrier belt with inproved resistance

agai nst chem cal and mechani cal wear. The appel | ant
proposes to solve said problemby providing a filtering
device conprising a carrier belt of plastic according
to claim1.



3.4

3.5

2839.D

-7 - T 0928/ 01

According to the patent application the plastic may be
a thernoplastic or a thernosetting plastic. The
application does, however, not disclose a specific kind
of plastic nor a specific internal structure. During
oral proceedings it was confirmed that a filtering

devi ce conprising the CDV belt produced by Ameraal
(Annexes 1 and 2) was intended to be enconpassed by the
wor di ng of present claim1. Fromthe description of the
belt in said annexes and the sanple shown during the
oral proceedings it was evident that these CDV belts
have a conposite structure with an inlay of a fabric of
substantial thickness. The board nust therefore
conclude that the characterizing feature of claim1l -
that the carrier belt is of plastic - is not limted to
a belt consisting of only one honbgeneous piece of

pl astic, but covers any conposite structure nmade of the
sane or different plastics.

According to the declaration of M Derenthal (Annex 3)
a carrier belt entirely nmade of pol yester or

pol yester/ polyethylene installed in CDV filters at
Merck KGaA production facilities had the foll ow ng
advant ages conpared to belts nmade of rubber:

- Very good chem cal resistance.

- No aging effect.

- Smoot h surface resulting in very good sliding
characteristics and reduction of |ubrication water.

- Smal | er drum di anet ers.

Most of these advantages are al so nentioned in the
| eafl et of Pannevi s.
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On the basis of the declarations in the annexes 1 to 3
it is credible that the above-nentioned problemis
actually solved by a belt of a conmposite structure of
at least two different plastics, conmprising a fabric
inlay of a high tensile strength plastic yarn. The
board has, however, doubts that the said problemcan be
solved by a belt of any plastic or any conbi nati on of
pl astics as covered by claim1l. This issue need not be
deci ded since assuming for the sake of argunent in the
appellant's favour that the clainmed filtering device
actual ly sol ves the above-nentioned problemon the
whol e anbit of claim1l1, the solution as clained is
considered to be obvious to a person skilled in the art

for the reasons given bel ow.

The skilled person trying to sol ve the above-nentioned
problemw Il consider recent patent literature in the
sane technical field, especially those docunents
publ i shed after the publication of D5, like D1. This
docunent, which was published on 29 Cctober 1986,
relates to a noving belt filter with suction boxes
situated under the carrier belt or primary belt as it
is called in DL. It discloses that the carrier belt is
required to be fairly substantial in order to perform
its support function while at the sane tinme being
sufficiently flexible to traverse the druns on which it
is mounted. The continuous flexing and straining of the
belt is said to produce wear in the belt structure,
while the stiffness of the belt requires substanti al
driving power fromthe driven drum (page 1, lines 36 to
45). Thus D1 deals with the problens of size reduction,
wear reduction and power reduction, which are al so
aspects of the problem underlying the present invention.
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The skilled person will therefore consider the solution
for the said problens given in DI.

According to D1 these problens can be solved by a
carrier belt having an inner section providing tensile
strength and an outer section of relatively flexible
material and of relatively |low strength. The belt may
conprise inner and outer sections of rubber or plastic
mat eri al bonded together and may include reinforcing
menbers between the inner and outer sections (page 1,
lines 48 to 62). According to the description of the
belt as shown in Figure 2 the inner section of material
provi di ng substantial tensile strength may consi st of
terylene, carbon fibre, devlar, rayon, steel, nylon or
fibreglass etc., while the outer section is formed from
a nore flexible material having | ow tensile strength,
e.g., natural rubber, synthetic rubber, polyurethane,
pol yam de, synthetic elastoners (page 1, lines 121 to
130). The reinforcing menber between the two sections
may consi st of a woven sheet of a high tensile strength
mat eri al such as nylon (page 2, lines 19 to 24).

Teryl ene, rayon, nylon, polyurethane, polyam de and
synthetic elastoners are plastics. Thus, although D1
does not exclude other material conpositions for the
carrier belt, it clearly suggests the use of a carrier
belt consisting of two plastic |ayers bonded together
with a plastic reinforcing nenber between these | ayers,
just as described in the Annexes 1 and 2 and shown
during oral proceedings.

The board does not dispute that according to D1 the
bottom | ayer of the belt should be different fromthe
top layer, whereas in the carrier belt according to the
annexes 1 to 3 and in the sanmple shown during oral
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proceedi ngs the bottom | ayer under the fabric structure
seened to be of the sane kind of plastic. Caiml,
however, does not exclude a carrier belt made of
different plastic materials but al so enconpasses a belt
conprising two |layers of plastics having different
mechani cal properties as suggested by D1. The

appel lant's argunment that Dl teaches away fromthe

i nvention because it required a belt having an outer

| ayer which is different fromthe inner |ayer is not
relevant in this case where the main claimdoes not
exclude the presence of plastic |ayers having different
properties. For these reasons the board holds that the
subj ect-matter of claim 1 does not involve an inventive

step within the neaning of Article 56 EPC.

First auxiliary request

Claim1l requires that the carrier belt is of

t hermopl astic plastic. This feature is based on
original claim2 so that no objections under Article
123(2) EPC arise here.

The term "thernopl astic plastic" is not expressly
mentioned in DL. The plastics nentioned in D1 as
exanples for the inner |ayer are terylene, rayon and
nylon. Terylene is a trade mark for polyethyl ene
terephtal ate, which is a saturated |inear polyester.
Rayon is a cellul ose derivate, which can be nade of
cellul ose acetate. Nylon is a pol yam de. These plastics
are well known to be thernoplastic plastics. Wth
respect to cellulose acetate and pol yam de see e.g. D11,
wherein these plastics are classified as thernopl asts
(page 17). As exanples of a flexible material for the
flexible outer layer D1 nentions natural rubber,
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synt heti c rubber, polyurethane, polyam de and synthetic
el astonmers (page 1, lines 126 to 130). Pol yurethane can
be a thernosetting or a thernoplastic plastic dependi ng
on the degree of cross-linking. Synthetic rubbers or
synthetic el astonmers can al so have thernopl astic
properties; see D11, page 17, Table 1.1, citing

"t hernopl asti c rubbers” under the heading "synthetic
rubbers”. Pol yam des are thernoplastic. Because the
outer section of the belt according to D1 nust be nore
flexible than the inner section, the skilled person
woul d regard thernosetting plastics to be not suitable
for the required purpose. The skilled person woul d

t herefore choose fromthe groups indicated in D1 for
the outer |ayer only those polynmers having

t her mopl astic properties. Thus no inventive step can be
seen in the selection of thernoplastic plastics for the
carrier belt.

Second auxiliary request

According to claim1l of the second auxiliary request
the carrier belt is substantially of plastic. The term

"substantially" has not been used in this context in
the original application. Mreover, in the absence of a
further explanation or exanples in the original
application, this termhas no clear neaning. This
amendnment, therefore, not only extends the application
beyond the content of the patent application as
originally filed, but also renders the scope of the
claimunclear. Caim1l of the second auxiliary request
is thus neither acceptable under Article 123(2) nor
under Article 84 EPC.
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Third auxiliary request

According to claim1l of the third auxiliary request the
carrier belt is conpletely of plastic. The term

"conpl etely" has not been used in this context in the
original application. Furthernore the latter contains
nei t her exanpl es nor additional information from which
this feature m ght be directly and unanbi guously
derivable. This anmendnent therefore extends beyond the
content of the application as originally filed. daiml
of the third auxiliary request is thus not acceptable
under Article 123(2). Moreover, the preceding
considerations in points 3.2 to 3.8 above concerning
inventive step of the filtering device according to
claiml of the main request, apply likewise to claiml
of this request.

Fourth auxiliary request

According to claim1 of the fourth auxiliary request a
carrier belt, a substantive part of which is nade of a

non-plastic material, is excluded. In the board's

understanding this new feature, which has no basis in
the original disclosure, expresses in a confusing way
that a substantive part of the carrier belt is nade of
plastic materials. The scope of claiml of the fourth
auxiliary request therefore seens to be identical to
that of claim1 according to the second auxiliary
request and is thus open to the sanme objections.

Fifth auxiliary request

Claim 1l according to the fifth auxiliary request
differs fromclaim21l according to the first auxiliary
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request in that a carrier belt, a substantive part of

which is made of non-thernoplastic plastic, is excluded.

This feature also has no basis in the origina

di scl osure. Moreover, it seens to express in a
conplicated way that the carrier belt is substantially
made of thernoplastic plastic. As already indicated
under point 5 of the reasons, the terns "substantially"
or "a substantive part of which" are not based on the
original disclosure and would introduce an anbi guity as
to the scope of the claiml. This claimis therefore
not allowabl e under Articles 123(2) and 84 EPC.

Si xth auxiliary request

Claim1 of the sixth auxiliary request requires that
the carrier belt is of one plastic. The term"one" has
not been used in this context in the original
application. The appellant's subm ssions that the
expression "is of one plastic" is based on the original
di scl osure because according to the original
description the plastic can be a thernoplastic plastic
or a thernosetting plastic (page 1, lines 29 to 30) and
that it follows fromthe | ack of any indication of a
conposite or layered structure of the belt in the

drawi ngs and their description, is not convincing. In

t he sentence "The plastic can be a thernoplastic
plastic.” the word "a" is not a nuneral but an article
added for grammatical reasons and having no limting
character. In the drawi ngs and the description thereof
the function of the filtering device is illustrated. No
special attention is given therein to the construction
of the carrier belt itself. Fromthe absence of any
details in the schematic illustration of the belt it
cannot be directly and unanbi guously derived that it is
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made of only one substance. Mreover, according to the
appel l ant's subm ssions during oral proceedings, the
term "one plastic" neans one type of plastic and does
not exclude a conbi nation of plastics of one type,
having di fferent nmechani cal properties. If, however,
"one plastic" is not limted to a honbgeneous body of a
specific plastic, its true nmeaning remai ns obscure.

Al so the neaning of "one type of plastic" is obscure.

It could nean plastics having the same chem cal

conposi tion but because of a different treatnent during
t he production having different nmechani cal properties,
but al so plastics having different chem cal
conpositions and nmechani cal properties but belonging to
the sane group of plastics, e.g. polyesters, which may
be formed fromdifferent nononers. Thus the subject-
matter according to claim1l of the sixth auxiliary
request not only extends beyond the content of the
application as filed (Article 123(2) EPC) but also

| acks clarity within the neaning of Article 84 EPC

Sevent h auxiliary request

The additional features of claim1l according to the
seventh auxiliary request conpared with claim1
according to the main request relate to the formof the
channels in the ribbed carrier belt. The additional
features have been disclosed in the application as
originally filed (page 3, lines 15 to 21). The features
according to clainms 2 to 6 correspond to those of
original clainms 3, 2, 4, 6, and 7 respectively. The
feature of claim7 is based on page 3, lines 28 to 29
of the original description. The anended cl ai s
according to auxiliary request seven, therefore, fulfil
the requirements of Article 123(2) EPC.
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According to the patent application the formof the
channel s according to claim 1l has the advantage that
the liquid is |oaded to each of the suction boxes in a
preferred direction so that the discharge
characteristic of the channel can be inproved (page 3,
lines 21 to 27). It is credible that by the action of
the force of gravity the renoval of the liquidis

i nproved. The board is therefore satisfied that the
probl em of inproving the liquid separation is actually
solved by the clainmed formof the channels. This
problemforns the core of every filter operation. The
only docunent providing a solution relating to this
probl em and involving a nodi fication of the channels
formed by a transversely ribbed carrier belt is D6.
According to D6 the channels may conprise inclined end
portions in order to increase the size of the vacuum
port for permtting larger quantities of liquid to be
handl ed (colum 7, lines 14 to 40 and Figure 10).

Al t hough this option stinulates the transport of the
liquid at the edge portion, its main purpose was to
increase the capacity of the liquid flow. The
inclination being limted to the edge portions, which
formpart of the vacuum channels, the driving force of
gravity is only acting on these edge portions. There is
no suggestion to incline the channel fromthe m ddle of
the belt as now cl ained. None of the other prior art
docunents on file discloses or suggests the clained
inclination of the channels. The board, therefore,
accepts that the subject-matter according to claim1l of
the seventh auxiliary request involves an inventive
step within the neaning of Article 56 EPC. In fact, a
cl ai m whi ch woul d have had essentially the sane content
as claim1l1l of the seventh auxiliary request was already
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consi dered acceptabl e under Article 56 EPC by the
Exam ni ng Division; see conmunication dated 25 Novenber
1996, point 4).

10. 3 Clains 2 to 7 are dependent upon claim 1. The inventive
step of their subject-matter follows fromthis

dependency. The description is not yet in conformty
wi th the amended set of clains and shoul d be adapt ed.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to grant a patent on the basis of the follow ng
docunent s:
claims 1 to 7 of the seventh auxiliary request filed at

the oral proceedi ngs under any consequenti al
nodi fi cation of the description and draw ngs.

The Regi strar The Chai r man:

U. Bul t nann M M Eberhard
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