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Summary of Facts and Subm ssi ons
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The appellant (proprietor) filed an appeal against the
deci sion of the Opposition Division to revoke the
Eur opean Patent No. 0 463 071

Qppositions were filed by respondents | and |l agai nst
t he patent as a whole and based on Article 100(a) EPC
(lack of novelty and | ack of inventive step).

The Opposition Division held that the subject-matter of
claim1l of the only request was not novel.

The nost relevant prior art document for the present

deci sion is:

D4: Dani sh application No. 1242/89

The appel | ant requested that the decision under appeal
be set aside and the patent be naintai ned unanended.

Al ternatively, the appellant requested that the case be
remtted to the first instance for further prosecution
to give the appellant the possibility of exam nation
for inventive step by two instances.

Respondent | requested that the appeal be di sm ssed.

Al ternatively, respondent | requested that the case be
remtted to the first instance for further prosecution
to give respondent | the possibility of exam nation of
inventive step by two instances.

The i ndependent claimof the main request reads as
foll ows:
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"1. A packing material for protecting potatoes and
simlar light-sensitive vegetables against UV |ight,
conprising at |east one plastics sheet, at |east one
light reflecting nmetal coating applied to the surface
of the plastics sheet or one of these sheets, and at

| east one |ight absorbing colouring matter which is
incorporated in the plastics sheet of one of these
sheets, characterized in that said Iight reflecting
metal coating is applied in the formof netal particles
suspended in a binder, that the thickness or density of
the light reflecting nmetal coating is so adapted that
just a part of the incident light is reflected, and
that the |ight absorbing colouring matter is coated on
or incorporated in at |east one of the plastics sheets
in such an anmount, depending the type of the colouring
matter, that a considerable portion of the UV |ight
which is not reflected by the nmetal coating is absorbed
by said colouring matter."

The appellant argued in witten and oral subm ssions
essentially as foll ows:

(1) It is accepted that claiml is not entitled
to the priority date.

(ii) The sanples of the invention which were
filed with the priority application of the
patent were open to public inspection in the
Dani sh patent office. However, this
i nspection could only be carried out in a
non- degr adi ng manner. | nspection by
m croscope could only be allowed insofar as
this inspection did not degrade the sanples.
The use of a |light beam on a m croscope
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could not be allowed as the |ight beam woul d
heat up the sanple and degrade it. In the
decl aration of M. Pedersen of

12 COctober 1999 it was stated that analysis
of the sanples was not allowed. The person
who refused perm ssion for the analysis was
a scientist who woul d have known t hat

m croscopes use |ight beans which woul d heat
up the sanple and degrade it. There is a
decl aration of 12 January 2000 by an officer
of the Danish patent office stating that the
use of a m croscope would be all owed.
However, this declaration was nmade by a

| awyer who woul d not have understood that
the use of a mcroscope with a |light beam
coul d degrade a sanple. The decl arations of
t he Dani sh patent office are contradictory
and thus it is not established that the use
a mcroscope with a Iight beam woul d have
been perm tted.

The decl aration of 7 January 2000 by
techni cal experts from The G aphic Arts
Institute of Denmark is worthless. The
guestions given to the experts by respondent
| were guiding questions so that the experts
were not in the position of the ordinary
skill ed person inspecting the sanples

wi t hout knowl edge of the European patent
application. The fact that the experts |ater
corrected their declaration shows that their
decl arati on does not correspond to what they
saw. Also, it is not known if the state of

t he sanpl e when the experts inspected it was
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still the same as its state before the
application date of the patent in suit. The
bag is nade of plastics material which
degrades with tinme. The experts are paid for
their work and thus are not independent.

(iv) Cdaim1lis novel over the disclosure of the
sanpl e since the ordinary skilled person
could not observe all the features of claim
1 without degrading the sanple.

(v) The subject-matter of claim1 involves an

i nventive step.

A/ Respondent | argued in witten and oral subm ssions
essentially as foll ows:

(1) Claiml1l is not entitled to its priority date.

(iit) The sanples of the invention filed with the
Dani sh priority application were open to
i nspection by the public. This is
establ i shed by the declarations of the
Dani sh patent office dated 18 June 1996 and
12 January 2000. In the latter declaration
it was expressly stated that inspection
whi ch woul d not degrade the sanple with a
m croscope was possible. A normal m croscope
uses a light beamto light up the materi al

under inspection.

(iii) The declaration of 7 January 2000 by
techni cal experts from The G aphic Arts
Institute of Denmark shows that the features

0819.D



(iv)

(v)

VII. Respondent

- 5 - T 0897/ 01

of claiml1l were available to the public
before the filing date of the patent in suit.
It is correct that not all the features
mentioned in the declaration were actually
observabl e by the experts. Sone the features
are general know edge.

If the availability to the public of the
sanpl e of the invention in the Dani sh patent
office is not considered to disclose all the
features of claim1 then it is acknow edged
that claim1l is novel over the disclosure of
the priority application.

The subject-matter of claim1 does not

i nvol ve an inventive step.

Il made no subm ssions during the appeal

proceedi ngs and did not attend the oral proceedings

before the Board.

Reasons for the Decision

Priority

1. The appel | ant acknow edged that claim1 of the patent

in suit was not entitled to the priority date as

clainmed. The Board concurs with this view

Avai l ability of the priority application to the public

2.1 DK 1241/89, which is the priority application of the
patent in suit, contained a description, a claim

0819.D
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drawi ngs and an abstract. Three docunentary encl osures
were filed wwth the application, as well as sanples of
both prior art bags and bags according to the invention.
These encl osures and sanples were referred to as
exhi bi ts.

According to a declaration dated 18 June 1996 by an
official of the Danish patent office the priority
application was nmade available to the public on

7 Septenber 1989. The nention of this availability was
publ i shed on 9 Cctober 1989 in the Danish patent office
official journal. These dates are well before the
filing date of the patent in suit. According to this
decl aration the application and the encl osures,

i ncluding the sanples, were publicly available fromthe
dat e nenti oned.

The appel | ant does not dispute that the enclosures were
avail able to the public before the filing date of the
patent in suit. Nor does the appellant dispute that the
sanpl es of the invention could be inspected by a nenber
of the public within the Dani sh patent office. Wat the
appel l ant does dispute is that the public were all owed
to anal yse the sanples in a way which woul d degrade the
sanples, in particular by inspection with a m croscope
whi ch uses a |ight beam

In a letter dated 12 Cctober 1999 a M. Pedersen of the
Dani sh Technol ogical Institute reported that he went to
t he Dani sh patent office and asked to anal yse the
sanpl es inside or outside the Danish patent office. He
reported that this request was refused. He further

consi dered that an analysis of inportance inside the
Dani sh patent office was not possible and a visual
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i nspection was of no benefit. The Board woul d note that
this report is totally silent on the type of analysis
that was requested so that it is not possible to deduce
what type of analysis would have been refused in the
Dani sh patent office. The appellant has argued that the
of ficer of the Danish patent office who refused to
allow M. Pedersen to anal yse the sanples was a
scienti st who woul d have known the degradi ng effects of
[ ight beans on plastics materials.

A further letter dated 12 January 2000 from anot her
official of the Danish patent office (M. Dyeberg)
essentially confirmed the earlier letter of the Danish
patent office and furthernore confirnmed that the
sanpl es could not be renpoved for testing. The letter

i ndi cates that exam nation which does not affect or
damage the sanpl e including inspection by m croscope
was possible within the Dani sh patent office even

wi t hout the perm ssion of the applicant.

In a declaration dated 22 Decenber 1999 by two

techni cal experts of the Gaphic Arts Institute of
Denmark it was stated that the two experts were all owed
to inspect the sanples in the Dani sh patent office
using a mcroscope. The type of mcroscope used during
the inspection was not specified in the declaration.

The Board therefore cones to the conclusion that it was
possi ble for the public to analyse the sanples in a way
whi ch woul d not degrade the sanples. It is not
necessary for the Board to deci de whether inspection
with a mcroscope having a |light beam coul d be
performed, as this does not have a bearing on the
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out cone of the present proceedi ngs as becones cl ear
bel ow.

Di sclosure of the priority application via file

i nspection

The Board considers that all the witten docunents in
the file of DK 1242/89 were disclosed to the public on
the date that the application was |aid open to public
i nspection. The appellant has agreed that this was the

case.

As regards the sanples of the invention, respondent |
suppl i ed expert evidence as to what a skilled person

coul d have discerned fromthe sanples by visiting the
Dani sh patent office with a mcroscope. The expert

evi dence was the above nentioned decl aration of

22 Decenber 1999 by two experts fromthe Gaphic Arts
Institute of DenmarKk.

The decl aration conprises the answers to a nunber of
qguestions which had been put to the two experts by
respondent | before the experts visited to the Danish
patent office. The declaration gave no information as
regards the type and power of the m croscope used by
t he experts during their visit.

Turning to the answers to the questions, questions 1
and 2 concern the colouring of the bag. The answers
indicate that the front of the bag was coated with

| ayers of black, white and silver ink and that the

| ayers were coated in this order. The answers do not
however explain how the experts were able to determ ne
this order or that the colours were applied by coating
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or that the coating was an ink. The experts claimto
have determ ned that there was a white | ayer between
the silver and black layers. There is no indication in
the declaration as to how the presence of the white

| ayer had been determ ned. Normally the white | ayer
woul d not have been visible. The representative of
respondent | argued that the white | ayer woul d have
been visible at the edges of the layers due to

i nperfect printing causing a small portion of the white
| ayer to be visible there. However, the representative
is not entitled to state what the experts actually saw.
The experts have not indicated in their declaration
that the procedure suggested by the representative was
t he one which they used to determ ne the presence of
the white | ayer between the black and silver |ayers.
The Board therefore concludes that the evidence is

insufficient to confirmthe answers.

Questions 3 and 4 concern the nethod by which the

| ayers were applied and the state of the |layers as
applied. The answers are that the | ayers were applied
by fl exographic printing and were applied in a liquid
state. There is however no indication as to how this
i nformation could be discerned by nere observation of
t he bag. The Board therefore concludes that the

evidence is insufficient to confirmthese answers.

Question 5 concerns the conposition of the |layers in
the state in which they were applied. The answers of
the experts list the conposition of each layer; in
particular that the black |ayer is carbon black and the
silver layer is netal particles. It is also stated that
each | ayer has solid binder, solvent and vari ous

addi tives. The answer gives no expl anation of how the
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conposition could be discerned by nere visual

i nspection. Indeed, in a further declaration dated

17 January 2000 the experts wi thdrew their statenent
regardi ng carbon bl ack. They expl ained that the
presence of carbon black cannot be established by

m croscopi ¢ i nspection and that they should have stated
that the black |ayer was a fine-grained powder, such as
carbon bl ack. The Board therefore considers that the
statenments of the experts do not distinguish between
what they actually observed and what nay have been
normal in the art. The Board concludes that the

decl arations do not provide credible evidence as to the
conposition of the |ayers.

Question 6 concerns the reflection and absorption
properties of the black, white and silver |ayers. The
answer expl ains these properties for the | ayers.
However, there is no indication that the experts
derived these properties from actual observations.
bservation of the white | ayer woul d not have been
possi bl e as the | ayer was hi dden between the bl ack and
silver layers. The Board concl udes that the answer to
this question is a general statenent of the |ight
transmtting and reflecting properties of black, white
and silver layers and not a statenment of what was
actual ly observed by the experts on the sanple.

Question 7 concerns whether the coating would prevent
light frompenetrating it. The answer expl ained that
only an inperceptible portion of the |ight penetrates
the coating and that this also applies to infrared and
ultraviolet Iight. The Board could accept that it is
possi bl e to observe visually whether visible Iight
penetrates a | ayer. However, the representative of

0819.D
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respondent | showed the Board a sanple of the invention
during the oral proceedings. The sanple had been
obtained fromthe file of the priority application with
the perm ssion of the applicant. The sanple in fact
al l owed sufficient light to pass through it that a | ogo
on one side of the bag was visible through the Iight
refl ecting/absorbing layers. This is in contradiction
to the statenents of the experts. Mreover, infrared
and ultraviolet light are not perceivable by the human
eye so that observations of these wavel engths coul d not
have been made by the experts. The credibility of the
answer of the experts to this question is therefore in
doubt .

Question 8 concerns how nmuch light is reflected by the
silver layer. The answer is that a high percentage, but
not all, is reflected. The answer does not explain how
t he experts discerned that not all was reflected, e.g.
whi ch instrunments they used to carry out the
nmeasurenent. The Board concl udes that this answer does
not provide credible proof that the experts actually
observed that not all the light incident on the sanple
was refl ected.

Question 9 concerns what happens to the Iight which is
not reflected fromthe silver layer. The answer
expl ai ns what happens at the white [ ayer and the bl ack
| ayer. Since the white | ayer was hidden the Board
concl udes that the answer of the experts was not based
on actual observations of the sanple.

Al t hough the declaration of the technical experts is
nmeant to concern the observations of the bag in the
Dani sh patent office, it is in fact a m xture of
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observations and statenents of general know edge.
Little distinction is made between these in the
declaration so that it is not possible do deduce what
the experts actually observed regarding the properties
of the bag. It is also clear that the experts could
only have investigated the properties of the sanple as
to visible Iight whereas claim1l is directed, at |east
in part, to the absorption of UV light. Since WV |ight
is not discernible with the human eye the observations
of the experts cannot concern these wavel engt hs
directly and the statenents of the experts regarding

t hese wavel engt hs nmust be extrapol ati ons based on
general know edge.

3.4 The Board conmes to the conclusion that the only
features of the bag which could reasonably be accepted
as having been observed by the experts are that the
front sheet of the bag is silver coloured on one side
and bl ack col oured on the other side. For the other
al l eged properties the testinony of the experts does
not suffice to establish them as observable. This
conclusion is reached irrespective of whether or not a
m croscope with a |ight beamwas or could have been
used for the inspection.

Novel ty

4. From t he concl usi on drawn above regarding the
di scl osure of the sanples nmade avail able in DK 1242/ 89
it is clear that the subject-matter of claim1l1l is novel
over this disclosure. If the sanples of the invention
did not disclose the features of claim1, respondent |
acknow edged that the subject-matter of claim1l was new
with respect to the rest of the disclosure of

0819.D
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DK 1242/89, i.e. the witten disclosures. The Board
concurs with this view since none of the prior art
avail able to the public before the date of filing of
the patent in suit discloses all the features of

claim 1.

Therefore, the subject-matter of claiml is novel in
the sense of Article 54 EPC

| nventive step

Claim1 specifies that "the |ight absorbing col ouring
matter is coated on or incorporated in at |east one of
the plastics sheets”". The Opposition Division revoked
the patent for |ack of novelty of the first alternative
in claiml. The Opposition Division considered that the
second alternative provided an obvious alternative
nmeasure to the first alternative of the claim Thus,
the finding of |ack of inventive step in the second
alternative was based upon the assunption that the
first alternative was not novel. However, the Board has
decided that the first alternative, as well as the
second alternative, is novel so that the considerations
of the Qpposition Division with regard to inventive
step of the second alternative no | onger apply.

The Opposition Division has not considered inventive
step for the first alternative at all and has not
considered inventive step for the second alternative on

the basis that the first alternative is novel

Both parties present at the oral proceedings considered
that it would be appropriate to remt the case to the
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first instance to discuss inventive step. The Board

concurs with this view

Late filed docunents

In a subm ssion filed nore than one nonth before the
oral proceedi ngs before the Board respondent | filed

t hree new docunents.

The first docunent is a declaration of a person from
the Technical University of Denmark. The declaration
shows two phot ographs and contains a statenment that the
phot ographs were taken using a mcroscope with a
magni fi cation of 500X and that one of the photographs
was of a potato bag. The Board decided not to admt
this docunent as it had no bearing on what the two
experts of the Graphic Arts Institute of Denmark saw
when they visited the Danish patent office, since the
type of m croscope used during that visit was not

st at ed.

The second docunent is an extract from a handbook. The
Board decided to admt this docunent as it nerely
showed t he general know edge of the skilled person.

The third docunment is a US patent (US-A-4 233 195).
Respondent | stated in the oral proceedings and in the
witten subm ssion that the docunent was evi dence of
metallic inks being a well-known technique. In the
witten subm ssion the docunment was al so nmentioned with
respect to inventive step. The Board considered that a
pat ent docunment is not normally evidence that a
technique is well-known and therefore did not admt the
docunent as regards to novelty. The Board however did
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not deci de whether or not the docunent could be
admtted for inventive step as that ground was not
di scussed before the Board.
Remttal to the First Instance

7. In accordance with Article 111(1) EPC, the Board
considers it appropriate to remit the case to the first

instance so as to give the parties the possibility to
argue their case before two instances.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

The Regi strar: The Chai r man:

A. Wl i nski A. Burkhart
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