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Summary of Facts and Subm ssi ons

1272.D

This is an appeal against the decision of the
opposi tion division revoking European patent 598 623
for lack of an inventive step, having regard to prior

art known from

Dl: US-A-5 121 327 and

D2: FR-A-2 590 704.

The follow ng prior art docunents were also cited in
t he notice of opposition:

D3: EP-A-0 080 376

D4: EP-A-0 072 000

D5: EP-A-0 436 824.

In addition, the follow ng docunent was filed by the
opponent during the first instance opposition procedure:

D6: Instruction manual for Konica 2028 phot ocopi er,
pages 12 to 13.

Claim1l of the patent as granted reads as foll ows:

"A machi ne including nmeans (64) for printing indicia on
a sheet (22), and nmeans (40) for feeding the sheet in a
path of travel to the printing nmeans (64), wherein the
feeding and printing neans each include a plurality of
conponents, the machine further including apparatus for
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accounting for mal function conditions of the nmachi ne,
t he apparatus conpri sing:

(a) means for controlling the machine, the controlling
means i ncluding a random access nenory (RAM (123) and
a non-vol atile nmenmory (NVM (274) respectively
connected to the m croprocessor, the m croprocessor
(122) being programred for causing a plurality of
desired novenents of the respective conponents of the
sheet feeding and printing neans and thus of a sheet in
the path of travel

(b) a plurality of sensors (97A 99B, 170, 220, 230, 232)
respectively connected to the m croprocessor for
sensi ng actual novenents corresponding to the desired
nmovenents of the respective conponents of the sheet
feeding and printing neans (40;64) and of a sheet (22)
in the path of travel and for providing signals to the

m Cr opr ocessor;

(c) the mcroprocessor (122) being programed for
determ ni ng whether the differences between
correspondi ng desired and actual novenents are
acceptabl e, and al so being programmed for concurrently
storing error code data in both the RAM and NVM
wherein said error code data (275) corresponds to an
actual determ ned unacceptabl e novenent difference.”

Clainms 2 to 13 are dependent on claiml.

Oral proceedings in the appeal procedure were held on
13 May 2004.
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V. The appel |l ant proprietor argued essentially as foll ows:

The opponent and the opposition division underestimted
t he invention and overestimated the disclosure of the
agreed closest prior art (docunent D1), which disclosed
a machine for printing indicia on a sheet (mail piece).
Movenents of the conponents of the printer were
controlled by a m croprocessor connected to a RAM and
to a non-volatile menory (NVM. A plurality of sensors
for sensing actual novenents of printer conponents were
connected to the m croprocessor which determ ned

whet her any differences between the desired and the
actual novenents were acceptable in a prelimnary
initialisation node. However, Dl did not disclose any
sheet feeding nmeans at all and certainly did not

di scl ose that the m croprocessor controlled and

noni tored the novenents of conponents of sheet feeding
nmeans and stored error codes in the RAM and NVM The
conbi nation of these features of the invention nade

di agnosi s of the conplete machine (feeder and printer)
possi ble at any tine. The machine disclosed in D1 did
not need a feeder so there was no incentive to add a
feeder to it. Admttedly, the general concept of
storing error codes in NVM for diagnostic purposes was
known in various fields of mcroprocessor control. In
D2, novenents of bank notes, but not of conponents of
the feeding machine itself, were nonitored. Even if D1
and D2 were read together, their conbination did not

di scl ose nonitoring novenents of conponents of a sheet
feeder, let alone the idea of storing error codes
relating thereto.

1272.D
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The respondent opponent argued essentially as foll ows:

D1 disclosed a postage neter in which the settings of
the print wheels of the printer were nonitored. It was
inplicit that the postage neter of D1 had a feeder as
feeders were commonly provided in such machi nes. The

di sputed patent did not distinguish between the way in
whi ch the novenents of the conponents of the feeder and
t hose of the printer were nonitored, or the way in

whi ch the corresponding error codes were handl ed and
stored. D2 to D6 showed that it was generally known to
store error data in NVMM It was obvious for security
reasons, that all errors, irrespective of whether they
occurred in the printer or feeder, nust be detected and
st or ed.

The appel |l ant proprietor requested that the decision
under appeal be set aside and that the patent be

mai nt ai ned unanended (nmain request) or alternatively on
the basis of the auxiliary request which had been filed
with the letter of 5 April 2004.

The respondent opponent requested that the appeal be
di sm ssed.

Reasons for the Deci sion

1

1272.D

The appeal is adm ssible.

Regarding the patent proprietor's main request, the
only point in issue is whether the subject-matter of
claiml as granted involves an inventive step within
the neaning of Article 56 EPC.
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Al though claim 1l of the opposed patent is directed to
"a machi ne including nmeans for printing indicia on a
sheet, and neans for feeding the sheet in a path of
travel to the printing nmeans”, the opponent has taken
docunent D1 as the closest prior art. Despite the fact
that D1l does not nention sheet feeding nmeans, the
opponent argues that such a feature is inplicitly

di scl osed for the skilled person. The opposition
division did not go quite that far: in the inpugned
decision, it is reasoned that the machine disclosed in
Dl is designed to be fed automatically with sheets for
printing. In point 4 of the decision under appeal, the
opposi tion division supports this view by citing a
passage at lines 46 to 48 of colum 2, which refers to
a predetermned velocity versus tine profile. According
to the opposition division, this is "in order to match
the circunferential velocity of the drumwith the feed
velocity of an incom ng sheet".

The board is not persuaded that the above cited nmention
of notor velocity profiles inplies that the machine
disclosed in D1 is designed for use with sheet feeding
neans, let alone that it inplies that sheet feeding
nmeans are actually present. The dc notor referred to in
the cited passage in D1 is said at lines 30 to 33 of
colum 2 to be "used to control a plurality of
nmechani cal | oads, for exanple, print wheels". This
tallies with lines 18 to 20 of colum 5 of D1, where it
is stated: "the common drive signal neans includes
means for generating a notion profile for novenent of
the d.c. notors". As explained at lines 37 to 39 of
colum 5, this relates to driving postage neter print
wheel s. The print wheels are value digit devices set in
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paral l el by the postage neter for printing postage on a
mail piece (lines 40 to 47 of colum 5). The board is
nore persuaded by the proprietor's interpretation of D1
as relating to a stand-al one postage neter or franking
machine. It is undisputed that such machi nes, or at

| east larger versions of them are frequently
collocated with upstream mail -feedi ng devices, but it
is inportant to note that there is no reference,
explicit or inplicit, to any such feedi ng arrangenent
in DL.

The novenent errors detected in D1 (Figures 17 to 19)
are novenent errors in the printing wheels controlled
and set by the dc notors ML to Mb shown in Figure 8.
They reflect errors detected in the course of an
initialisation routine for exercising and resetting the
print wheels. As noted at point 3.4 of the decision
under appeal these error signals INIT ERROR, CONTRCL
ERROR, MOVE ERROR are only described as being generated
rather than stored (D1, colum 26, line 53, colum 27,
line 5, colum 30, line 12). In particular they are not
descri bed as being stored in the non-volatile nenory
NVM 68 provided in D1 "for storing accounting and ot her
information” (colum 6, lines 34 and 35). There is no
di sclosure in D1 of apparatus for accounting for

mal function conditions of the machine in the sense of
keepi ng a permanent account of malfunction conditions.

In order to get fromDl to the subject-matter of
claiml of the patent in suit, the objective technical
problemto be solved would be to add a sheet feeder
upstream of the postage neter and to inprove the

mai ntai nability of the conposite machi ne.
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This problem which itself may involve a certain anount
of hindsight, is solved in accordance with the teaching
of the opposed patent - summarised here in broad terns
- by adding a sheet feeder (known per se), arranging
for sensors to sense the actual novenents of conponents
of the sheet feeding and printing neans and of a sheet
travelling through the machine, and arranging for error
codes corresponding to any detected unacceptable errors
in the novenents of the conponents of the feeding

and/ or printing nmeans, or of the sheets, to be stored
in both RAM and NVM

As indicated above (automatic) sheet feeders or nai

pi ece feeders are undisputedly routinely used to
provide input to |large scal e versions of postage neters
to handl e | arge volunes of mail so that the provision
of nmeans for feeding sheets to the printer is obvious
for the skilled person.

Regarding the inprovenent in maintainability of the
conposite machine, it is noted that there is no
suggestion in D1 itself in the direction of the clained
solution. The board does not regard the reference in D1
to the NVM storing "accounting and ot her information”
as a credible pointer to detect and store novenent
errors, even those of the printer alone, in the NVM

Assumi ng, for the sake of argunent, the skilled person
woul d consider new trends in inproving nmachine

mai ntainability, starting with the field of sheet-fed
printers, the only docunment fromthis field which has
been cited, D6, teaches the display of fault indicating
codes, eg location of a paper jam but does not teach

t he storage of such codes in NVMM In the judgenent of
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the board this falls short of a suggestion in the
direction of the invention of the opposed patent. The
next step would be to ook in related fields for a
suggestion, eg in the field of printers or sheet
feeders per se. However, no such docunent has been
cited.

Docunent D2 relates to a banknote counter, which, in

t he judgenment of the board, belongs to a field renote
fromthat of feeding sheets to printers. Banknote
counting has special problens of high speed counting of
i dentical sheets with potentially high costs associ ated
with mal functions. It has a particul ar requirenent for
early warning of potential malfunctions arising from
machi ne usage and ageing which is not true of printers,
or sheet feeders, or their conbination.

Even if, for the sake of argunent, it is assuned that
the skilled person would find and consider D2, he woul d
have to do nore than sinply adopt its teaching to
arrive at the solution of claiml of the opposed patent.
Firstly, the machine disclosed in D2 only nonitors
errors in the nmovenents of the banknotes (overl appi ng
notes or skewed notes). The opponent has not pointed to
any disclosure in D2 relating to nonitoring errors in

t he novenents of any conponent of the machi ne per se.
Secondly, it would require a change of mai ntenance
strategy fromaccunul ating statistics which track wear
so as to give early warning of potential failure to a
different strategy of |ogging individual novenent
errors to assist in-depth analysis of specific faults.

Thus, in the judgenent of the board, D2 woul d not
render it obvious for the person skilled in the art,
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starting fromDl, to solve the problemidentified in
par agraph 6 above in the manner specified in claim1l of
t he opposed patent.

14. Sunmmari sing, the opponent has not shown that the
grounds of opposition nmentioned in Article 100 EPC
prej udi ce the mai ntenance of the patent unanended.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is maintai ned unanended.

The Registrar: The Chai r man:

D. Sauter W J. L. VWheeler
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