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Summary of Facts and Subm ssi ons

1045.D

The mention of the grant of European patent

No. O 530 517, with 20 clains, in respect of European
pat ent application No. 92 113 221.3 in the nane of

Ki mberly-Clark Worldw de, Inc., filed on 3 August 1992
and claimng a United States priority of 15 August 1991
(US 745319), was published on 3 June 1998 (Bulletin
1998/ 23). Caim1l read as foll ows:

"A nmethod of treating a once-dried water-insoluble
super absorbent material having up to 7 wei ght percent
noi sture, conprising heating the once-dried water-

i nsol ubl e superabsorbent material in a preheated forced
air oven at a tenperature of 125°C or greater for a
time of from5 mnutes to 60 mnutes to increase the
2-m nute Absorbency Under Load of the superabsorbent
material, which is determ ned under an applied | oad of
0.021 kg/cnf (0.3 pounds per square inch), at |east

1 gram per gram"”

Clainms 2 to 20 were dependent clainms directed to
el aborations of the nethod according to Caiml.

Noti ces of opposition were filed by:

(a) The Dow Chem cal Conpany (opponent 01) on 2 March
1999, and

(b) SCA Hygi ene Products AB (opponent 02) on 3 March
1999.
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The grounds of opposition raised were the grounds of
Article 100(a) EPC, ie lack of novelty and | ack of
inventive step, and the grounds of Article 100(b) EPC,
ie insufficiency of disclosure. The oppositions were
supported - inter alia - by the docunent D2:

D2: EP-A-0 509 708.

By a decision announced orally on 3 April 2001 and
issued in witing on 25 Mai 2001, the opposition
di vi si on revoked the European patent for the follow ng

reasons:

(a) The proprietor's main request (rejection of the
opposi ti on and mai nt enance of the patent as
granted) was refused because the subject-matter of
Claim1l was not novel over Exanple 5 of D2
(Article 54(3) and (4) EPC). Although D2 did not
explicitly disclose values for the 2-m nute
Absor bency Under Load (AUL), it was held that the
pol ymer obtained in Exanple 5 of D2 inherently had
the required increase in 2-mnute AUL. In this
respect, the decision relied upon the evidence of
Dr Herbert Gartner's further declaration submtted
with letter dated 23 February 2001. According to
his further declaration, Dr Gartner had repeated
Exanple 1 of D2 and had heat treated the resultant
pol ymer (SAPl) in accordance with Exanple 5 of D2.
Al t hough there were differences between the
procedure carried out by Dr Gartner and the
procedure described in Exanple 1 of D2, the
opposi tion division was of the opinion that the
repetition of Dr Gartner denonstrated w thout any
reasonabl e doubt that the heating regine detailed
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in Exanple 5 of D2 produced a superabsorbent

pol ynmer having the required inprovenent in
2-mnute AUL since the slight differences in the
preparation would not affect the properties of the
pol ymer obt ai ned.

(b) Inthe first auxiliary request, the proprietor
requested the deletion of the sentence on page 2,
lines 49 to 50 in the patent specification.
However, the opposition division considered this
request inadm ssible in view of Rule 57a EPC
because the aimof this request was only the
removal of an inconsistency between the clains as
granted and the patent specification.

(c) The second auxiliary request corresponded to the
mai n request, except that in CCaim1l the word
"sinply" was introduced before "heating".
According to the decision, this anendnent was not
suitable to establish a difference over D2.
Therefore, also the subject-matter of Claim1l of

the second auxiliary request was not novel .

| V. On 27 July 2001, the proprietor (hereinafter referred
to as the appellant) filed a notice of appeal against
t he above decision, the prescribed fee being paid on
t he sane day.

In the statenment of grounds of appeal, filed on

4 Cctober 2001, the appellant submtted that the

deci sion of the opposition division was based on an
incorrect evaluation of the evidence provided by the
declaration of Dr Gartner. That declaration was alleged
to show what happened when the material of Exanple 1 of

1045.D
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D2 (SAP1l) was heated in accordance with Exanple 5 of D2.
However, the polynerization and drying procedure
according to the declaration differed so nuch fromthe
procedure of Exanple 1 of D2 that the pol yner obtained
in the declaration could not be considered to be a
reproduction of SAPl. Hence, the opponent had not shown
"beyond all reasonabl e doubt” what the inevitable

result of carrying out Exanples 1 and 5 of D2 woul d be.
Consequently, the declaration could not be used to
support a finding of |lack of novelty in view of D2.

I n support of the point that the starting material was
different in Dr Gartner's declaration conpared to that
in Exanple 1 of D2, the appellant filed a declaration
of Dr Dave A. Soerens and a supporting declaration of
Dr Jian QG n, who had tried to reproduce Exanple 1 of D2.
Drs Soerens and Q n were unable to obtain a pol yner
with AUL values close to those reported in Table | of
D2, whether by follow ng the procedure disclosed in D2
or by nodifying this procedure. However, w thout a
successful reproduction of Exanple 1, Exanple 5 could
not be repeated, and it was Exanple 5 which, according
to the decision under appeal, deprived the subject-
matter of Claim1l of novelty.

In a letter filed on 11 February 2002, opponent 02
(hereinafter referred to as respondent 02) supported
the argunents submtted by the other opponent
concerning |ack of novelty over D2. Furthernore, it

mai ntai ned its argunments with respect to inventive step
subm tted during the opposition procedure.



VI .

1045.D

- 5 - T 0873/ 01

Opponent 01 (hereinafter referred to as respondent 01)
argued in its letter filed on 17 June 2002 that D2

di scl osed, in perfectly general terns, the only process
step of the opposed patent, nanely heating a "once-

dri ed" superabsorbent material, having the requisite
noi sture content at the specified tenperature, and for
the specified time, in order to increase its absorption
under load. Table 1 of D2 showed that heat treating the
material of Exanple 1 (SAPl) inproved the 30-m nute AUL
from23.3 g/g to 27.0 g/g (an inprovenent of 3.7 g/Qg).
The only question | eft unanswered by D2 was whet her the
mat eri al obtained in Exanple 5 (SAP5) had an

i mprovenent of at least 1 g/g in 2-mnute AUL. Just by
anal ysing the data in the patent in suit itself and
without referring to Dr Gartner's experinents it was
possible to cone to the definite conclusion that the
2-m nute AUL of the SAP5 material of Exanple 5 nust
have i nproved by at least 1 g/g. In every exanpl e of

t he opposed patent where the inprovenent in 30-mnute
AUL by heat treatnent was at |east 3.7, the inprovenent
in 2-mnute AUL was at least 1 g/g. Thus, it was

i nevitable that an inprovenment of 3.7 g/g in 30-mnute
AUL (as between SAP1 and SAP5 in D2) woul d be reflected
by an inprovenent of at least 1 g/g in 2-mnute AUL. A
set of charts using the data in the opposed patent was
filed with the sane letter. These charts should
illustrate the relationship between 30-m nute AUL and
2-m nute AUL.

D21: Set of charts analysing the data in the patent in
suit with respect to "Absorption under Load".
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Furthernore, it was argued that the alleged differences
in Dr Gartner's repetition of Exanple 1 of D2 had no
beari ng on the fundanental purpose of these experinents
whi ch was to denonstrate that a material prepared
generally as in D2, according to the preparation of
SAPl1 in Exanple 1, and which displayed an i nprovenent
in 30-mnute AUL of around 3.7 g/g after heating at
200°C for 10 mnutes would inevitably have its 2-mnute
AUL i nproved by at least 1 g/g.

In a letter filed on 3 January 2003, the appell ant

reiterated its position that the material referred to
in the declaration of M. Gartner was not the materi al
of Exanple 1 of D2 and was not disclosed by D2. Thus,
respondent 01 was unable to provide evidence that any
of the exanples of D2, and in particul ar Exanple 5,

di scl osed a nethod according to Caim1l of the patent

in suit.

In a comuni cation, issued on 8 Decenber 2003,
acconpanyi ng a sumons to oral proceedi ngs, the salient
i ssue of the appeal was identified by the board as
bei ng the question of whether or not the material SAP5
obtained in Exanple 5 of D2 inherently exhibited an

i nprovenent in 2-mnute AUL of at least 1 g/g. In this
connection, the board noted that the experinent carried
out in Dr Gartner's further declaration submtted on
23 February 2003 was indeed not a true reproduction of
Exanple 1 of D2. Furthernore, the board noted the
conspi cuous absence of any literature show ng a

rel ati onship between 30-m nute AUL and 2-m nute AUL.
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In view of the criticismmade of Dr Gartner's previous
reproduction of Exanples 1 and 5 of D2, respondent 01
once nore carried out a reproduction of Exanples 1

and 5 of D2 and submitted on 8 January 2004 a further
experinmental report carried out by Dr Gartner
(hereinafter referred to as D22) which was unsi gned.
According to respondent 01, this further experinental
report denonstrated beyond any doubt that the materi al
prepared in Exanple 5 of D2 was a material in
accordance with Claim1l1 of the patent in suit. In a
letter filed on 4 March 2004, respondent 01 submtted a
formal ly signed copy of D22.

D22: Further reproduction of Exanples 1 and 5 of D2.

Furt hernore, respondent 01 requested "that the Board of
Appeal indicate as soon as possible, and certainly well

in advance of the Oral proceedings whether, it wll

wi sh to take a decision on all the issues, or whether
in the event of a finding for the Appellant on novelty,
it would anticipate rem ssion of the case for further
consi deration by the Opposition Division"

In reply to a comuni cation of the board (16 January
2004) in which it was stated that a decision on the
guestion of referral back would be taken in the oral
proceedi ngs after having heard the parties, a further
letter was received on 4 March 2004 from respondent 01,
containing the wording "it would be very nuch
appreciated if the Board could take a firmdecision, in
advance of the hearing, of what the position would be
in the event of a successful appeal in relation to the
novelty issue". In a further comunication (15 March
2004), the board repeated that this issue woul d be
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deci ded after having heard the parties on novelty in
the oral proceedings scheduled for 2 April 2004.
However, the board noted that neither respondent 01 nor
respondent 02 wi shed to discuss the issue of inventive
step which had not been dealt with by the first
instance and that it had no intention to deprive the
parties of a level of jurisdiction in this respect.

By letter filed on 24 February 2004, respondent 02
briefly presented its arguments with respect to
inventive step. In a further letter filed on 17 March
2004, it informed the board that it would not attend
the oral proceedings scheduled for 2 April 2004 and
submtted its final requests (see point XV, below).

In a letter filed on 2 March 2004, the appell ant
informed the board that it would not attend the oral
proceedi ngs scheduled for 2 April 2004 and subm tted
its final requests (see point XV, below).

Wth respect to the "Further Reproduction" of

Dr Gartner (D22), the appellant pointed out that it was
stated in this report that the purity of the starting
acrylic acid had inproved since the filing date of D2.
Consequently, Dr Gartner had used a material which was
not available at the filing date of D2 and the pol yner
produced according to the report could not be an
accurate reproduction of the relevant exanples of D2.
Thus, the respondent's argunment of |ack of novelty nust
fail. Furthernore, the appellant filed a graph of

30-m nute AUL against 2-mnute AUL for the materials in
Tables 1 and 2 of the patent in suit. This graph
(hereinafter referred to as D23) shoul d denonstrate
that it was inpossible to determ ne the 2-m nute AUL of
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a given material froma neasurenent of the 30-m nute
AUL.

D23: AUL values of the materials fromTables 1 and 2 in
the patent in suit.

On 2 April 2004, oral proceedings were held before the
board at which respondent 01, but neither the appellant
nor respondent 02, were represented. Since the latter
parti es had been duly summoned, however, the oral
proceedi ngs were continued in their absence in
accordance with Rule 71(2) EPC.

The representati ve of respondent 01 enphasized that

Dr Gartner's experinments in D22 were a fair and proper
repetition of the rel evant exanples of D2. Although the
AUL val ues of the polyners obtained in Dr Gartner's
repetition, when neasured according to the nethod of D2,
differed slightly fromthe AUL val ues quoted in D2,

t hese m nor divergences could not challenge the
validity of Dr Gartner's experinents. The nost |ikely
reason for this divergence was the use of a 99% pure
acrylic acid in D2 and, consequently, by Dr Gartner
Wthin the inpurity level of 1% slight variations

m ght occur which affected the absolute AUL val ues.
Since these slightly different levels of inpurities,

al though within the total of 1% were difficult to
nmeasure and even nore difficult to control, a person
skilled in the art would in fact expect a slight
variation in the AUL val ues even when exactly repeating
t he rel evant exanples of D2. Thus, a variation of |ess
than 10%in the AUL val ues could not chall enge the
validity of Dr Gartner's experinents which denonstrated
beyond any doubt that the heating regine of Exanple 5
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of D2 nmet the requirenents of the nethod of Claim1l. As
regards the 2-mnute AUL test inplicitly referred to in
Claim1, it was argued that such a test was not an
actual requirenent of the clained nethod and coul d,

t herefore, not provide a distinction over Exanple 5 of
D2.

The appel | ant requested that the decision under appeal

be set aside and the patent be mmintained as granted or
the case be remtted to the opposition division as the
board see fit.

Respondent 01 requested that the appeal be dism ssed,
or, in the case that the board woul d set aside the
deci si on under appeal on |ack of novelty over D2, the
case be remtted to the first instance for

consi deration of inventive step.

Respondent 02 requested that the appeal be di sm ssed

and, in case the board would set aside the decision

from the opposition division on |ack of novelty over D2,
the case be remtted to the first instance for

exam nation of inventive step.

Reasons for the Decision

1

1045.D

The appeal conplies with Articles 106 and 108 EPC and
Rule 64 EPC and is therefore adm ssible.
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Sufficiency of disclosure

According to the decision under appeal, the granted
patent conplies with the requirenents of Article 83 EPC
The board sees no reason to depart fromthat view Nor
was any objection under Article 83 EPC raised during

t he appeal proceedings by the respondents.

Novel ty

The patent in suit is concerned in general with a

met hod of heat treating superabsorbent materials. In
particul ar, a superabsorbent nmaterial is heated for a
period of time at a sufficiently high tenperature to
increase its in-use absorbent capacity, when neasured
under a load. This property of the superabsorbent
material is measured by the Absorbency Under Load (AUL)
test (page 2, lines 18 to 23 of the patent

speci fication) which neasures the ability of the

super absorbent material to absorb a liquid (0.9 weight
percent solution of sodiumchloride in distilled water)
whi l e under an applied | oad or restraining force

(page 3, lines 6 to 7 of the patent specification). The
wei ght of saline solution absorbed after 2, 4, 10 or

30 minutes is the AUL value for that length of tine,
expressed as grans saline solution absorbed per gram of
super absorbent (page 3, lines 38 to 40 of the patent
specification).

According to the nethod of Claim1l, a superabsorbent
material is heated at a tenperature of 125°C or greater
for atinme of from5 mnutes to 60 mnutes to increase
the 2-m nute AUL at |east 1 g/g.
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In effect, that nmethod claimis directed to a physical
activity (heating) to produce a product (superabsorbent
material with an increased 2-mnute AUL value). The
term nology "to increase the 2-mnute AUL at | east

1 g/g" represents, in the board's view, a further
functional limtation of the heating conditions, nanely
tenperature and tinme. This term nol ogy does not require
that a 2-mnute AUL test is carried out when applying

t he method of O aiml.

Moreover, the reference to the 2-m nute AUL val ue
provides instructions for a person skilled in the art
how t he functional feature can be reduced to practice.
Thus, a person skilled in the art can verify with a
2-m nute AUL test whether or not a specific conbination
of tenperature and tine achieves the desired result or
can optimze the tenperature/time relationship of the
heat treatnent for a particular superabsorbent nmaterial.
Nevert hel ess, once these tests have been carried out,

it is not arequirement of daiml to performthe

2-m nute AUL test again when, for exanple, the heat
treatnment is repeated under identical conditions for

t he sane superabsorbent material.

The board therefore conmes to the concl usion that
Claim1l on its true interpretation does not require the
mandatory activity of carrying out the 2-m nute AUL
test.

The only docunent cited in the decision under appeal
and by respondent 01 as being relevant for the question
of novelty is D2 which was published on 21 Cctober 1992
and fornms part of the state of the art according to
Article 54(3) and (4) EPC



3.3.1

3.3.2

3.3.3

1045.D

- 13 - T 0873/ 01

D2 discloses a process for preparing surface
crosslinked particles of a carboxyl containing water-
absorbent resin conprising coating carboxyl containing
wat er - absorbent resin particles with a pol yhydroxy
conmpound and a surfactant or a pol yhydroxy surfactant
and heating the coated particles under conditions such
t hat the pol yhydroxy conpound reacts with the carboxy
noi eti es of the water-absorbent resin so as to
crosslink the surface of the water-absorbent resin
particles (Claim®6).

Exanple 5 of D2 has received particul ar focus, because
in that exanple no "surface crosslinking agent" was
added, the only post-treatnent of the water-absorbent
resin particles being a heat-treatnent. As expl ained on
page 8, lines 31 to 32, the material obtained in
Exanple 1 and identified as SAP1 was sinply heated in
an air stream of 200°C for 10 m nutes whereby a

mat eri al desi gnated SAP5 was obt ai ned.

The material SAPl itself was obtained by pol ynerizing
99% pure acrylic acid under the conditions specified in
Exanple 1 of D2, granulating the resulting aqueous

pol ymer gel to particles and drying these particles in
a hot air streamof 160°C for approximately 20 m nutes.
Subsequently, the particles were ground in a knife
cutter and sieved. Al though the final water content of
t hese "once-dried" SAP1 particles is not indicated in
D2, SAPl is a starting material as required in the
method of Claiml. As set out in point 7 of the

subm ssions of the proprietor (appellant) filed on

31 January 2000 during the opposition procedure, "the
term"once-dried" and the restriction to "up to
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7 wei ght percent noisture” in Caim1l are sinply

i ntended to distinguish the superabsorbent material on
which the method is carried out, which is generally a
commercially avail abl e solid superabsorbent material in
the formof particles or granules, froma

super absorbent material at sone stage during the

manuf acturing process. This is because the invention
resides in a method of post-production treatnment of the
superabsorbent material rather than an additional step
in the "wet" manufacturing process”". It is evident from
t he above described preparation of SAPl that a materi al
with this intended Iimtation was obtained in Exanple 1
of D2.

Table | of D2 shows that the amount of saline solution
taken up over 30 mnutes (the 30-m nute AUL) was

i nproved by the heat treatment from 23.3 g/g (for SAPl)
to 27.0 g/g (for SAP5), ie an inprovenent of 3.7 g/g.
However, D2 did not neasure the 2-mnute AUL val ues of
t he wat er-absorbent particles. Thus, the decisive
question is whether or not an inprovenent in the
2-mnute AUL value by at least 1 g/g inherently was
achieved by the heat treatnent in Exanple 5.

Wth the further declaration of Dr Gartner submtted
with letter dated 23 February 2001, respondent 01 has
attenpted to show that carrying out Exanple 5 of D2
woul d i nevitably achieve an increase in the 2-mnute
AUL of SAPl of at least 1 g/g. In view of the

appel lant's criticismmde of this reproduction of
Exanples 1 and 5 of D2 (see points IV and VII, above)
and in order to dispel any doubt, respondent 01 has
once nore carried out a reproduction of Exanples 1
and 5 of D2, ie D22, this tinme taking neticul ous care
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to address the supposed differences of experinental
technique that were criticised in its previous
reproduction. In fact, as is apparent from D22,
respondent 01 exactly followed the procedure reported
for Exanples 1 and 5 in D2. The polyners obtained in
this reproduction will be referred to as SAPla and
SAP5a. The AUL val ues of SAPla and SAP5a, determ ned
according to the method nentioned in the patent in suit,
are shown in the table below (rows 1 and 2). It can be
seen that the heat treatnent causes the 2-m nute AUL
value to increase by 3.6, in which case Exanple 5

di scl oses the cl ai ned net hod.

In order to verify that the products SAPla and SAP5a
are indeed proper reproductions of SAP1 and SAP5
specified in D2, respondent 01 al so determ ned the AUL
val ues of SAPla and SAP5a by the nethod used in D2
which differs fromthe nmethod disclosed in the patent
in suit. The values are shown in rows 3 and 4 of the
tabl e bel ow. For conparison, the values quoted in D2

are given in rows 5 and 6.
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Experi ment AUL (g/9)
2mn | 5mn |30 mn
SAPla (neasured according to the 5.9 6.3 13.7
patent in suit)
SAP5a (neasured according to the 9.5 14.1 28. 4
patent in suit)
SAPla (rmeasured according to D2) 7.8 9.3 23.2
SAP5a (measured according to D2) 10. 2 18. 4 29.3
SAP1 (quoted in D2) - 10.0 23.3
SAP5 (quoted in D2) - - 27.0

It can be seen fromthe table above that the AUL val ues
for SAPla and SAP5a, when neasured according to the

met hod of D2, differ slightly fromthe AUL val ues given
in D2 for SAP1 and SAP5. However, a variation of
than 10%in the absolute AUL val ue is,

| ess
according to
respondent 01, not a large variation in this particular

case. The nost likely reason for mnor variations in
the AUL is that Exanple 1 of D2,

and consequently Dr Gartner in its reproduction

t he absolute val ues for
used
only a 99% pure acrylic acid which is the principal

di fferent

starting material. Wthin the remaining 1%

| evels of inpurities may be present, such as slightly

different concentration of noisture, diner or
which wll

val ue of polynerization and hence the value of the AUL.

degradati on products, affect the absol ute
Since even a difference of a few ppmin the inpurity
| evel may influence the absolute AUL val ue and such
smal | differences are difficult to measure and even
nore difficult to control in acrylic acid, which is a
commercially avail abl e product, a person skilled in the

art woul d have to expect sone variability when
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repeating Exanples 1 and 5 of D2. Thus, in spite of the
slight variation in the absolute AUL val ues, a person
skilled in the art would accept Dr Gartner's

experinments D22 as a proper repetition of the prior art.

In view of this explanation, the board cannot accept

t he appel lant's argunent that the polymer produced
according to Dr Gartner's report was not an accurate
reproduction of the relevant exanples of D2. Moreover,

t he board accepts that Dr Gartner's reproduction D22 is
a fair and valid reproduction of Exanples 1 and 5 of D2
and that the products SAPla and SAP5a obtained in this
reproduction are to all intents and practical purposes
identical wwth the materials disclosed in D2. Hence,
the reproduction of Dr Gartner denonstrates beyond any
doubt that the heating regine disclosed in Exanple 5 of
D2 inevitably inproves the 2-m nute AUL val ue by at

| east 1 g/g. Consequently, Exanple 5 of D2 inherently
di scl oses the nmethod of C aim 1.

In summary, the indication in the method of laiml "to
increase the 2-mnute AUL of the superabsorbent
material at least 1 g/g" is a functional limtation of
the nethod of Claim1 and has no effect beyond
achieving a certain degree of transformation of the
super absorbent material by a heating regine. The
heating regi me disclosed in Exanple 5 of D2 inevitably
results, according to the convincing evidence of
respondent 01, in the relevant transformation of the
product so that the functional |imtation inplied by a
2-mnute AUL test is equally automatically fulfilled,
there being no requirenment to carry out a 2-mute AUL
test when applying the nethod of Caim1l. Consequently,
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Exanple 5 of D2 deprives the nmethod of Claim1 of
novel ty.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The chai r man:

E. Gorgmaier R Young

1045.D



