BESCHWERDEKAMVERN
DES EUROPAI SCHEN

BOARDS OF APPEAL OF CHAMBRES DE RECOURS
THE EUROPEAN PATENT

DE L' OFFI CE EUROPEEN
DES BREVETS

DECI SI ON
of 9 Cctober 2002

PATENTAMTIS OFFI CE
I nternal distribution code:
(A) [ ] Publication in QJ

(B) [ ] To Chairnmen and Menbers
(O [X] To Chairnen

(D) [ 1 No distribution

Case Nunber:

Appl i cati on Nunber:
Publ i cati on Nunber:

| PC:

Language of the proceedi ngs:

Title of invention:

T 0792/01 - 3.5.1
91919562. 8
0595808

HO4N 5/ 262

EN

Tel evi si on di spl ays having selected inserted indicia

Pat ent ee:
Princeton Video |Inmage, Inc.

Opponent :
SYMAH VI SI ON

Headwor d:
| nserted | ndici a/ PRI NCETON

Rel evant | egal provisions:
EPC Art. 123(2)

Keywor d:

"Ext ensi on beyond content of application as filed - (yes)"

Deci si ons cited:
G 0001/93, T 1171/97

Cat chword

EPA Form 3030 06. 03



9

Européisches
Patentamt

European
Patent Office

Beschwerdekammern Boards of Appeal

Office européen
des brevets

Chambres de recours

Case Nunber: T 0792/01 - 3.5

.1

DECI SI ON

of the Technical Board of Appeal 3.5.1

Appel | ant :
(Proprietor of the patent)

Repr esent ati ve:

Respondent :
( Opponent)

Repr esent ati ve:

Deci si on under appeal

Conposition of the Board:

Chai r man:
Menmber s:

R S. Whbergh
R Randes

of 9 Cctober 2002

Princeton Video | mge, Inc.
15 Princess Road
Law encevill e, New Jersey (Us)

Langl ey, Peter James
Oigin Limted,

52 Muswel|l Hill Road
London N10 3JR (GB)

SYMAH VI SI ON
27, rue Jean Bl euzen
F-92170 Vanves (FR

Fort, Jaques

CABI NET PLASSERAUD

84, rue d' Anst erdam

F- 75440 Paris Cedex 09 (FR

Deci sion of the Qpposition Division of the

Eur opean Patent O fice posted 21 May 2001

revoki ng European patent No. 0595808 pursuant

to Article 102(1) EPC.

S. C. Perrynman



- 1- T 0792/ 01

Summary of Facts and Subm ssi ons

3018.D

The appeal is against the decision of the Qpposition
Di vi sion revoki ng European Patent 0 595 808 based on

i nternational application WO 93/02524 (PCT/US91/05174)
with international filing date 19 July 1991, claimng
no priority.

The European patent was granted with a claim 1l reading:

"A nethod of altering a video inmage display to
provi de a substituted display of desired indicia
within a portion (11, 13) of the video inmge
display on a frame-to-frane basis in conformty
with the selected portion on a frame-to-frane
basis, the TV canera (14) bei ng operabl e at
various di fferent perspectives and/ or

magni fications to create the display, the portion
(11, 13) corresponding to a target in the scene;

t he met hod conpri si ng:

creating said desired indicia by creating one or
nore predefined insertable i mages and storing said
images in a nenory (27);

using an operator interface (16, 21) to identify
one or nore |andmarks in the scene fromthe inmge
of the scene in the display and storing a
representation of the |andmarks in nmenory;

using the operator interface (16, 21) to sel ect
the target in the scene fromthe i mage of the
scene in the display, the selection of the target
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being distinct fromthe identification of the
| andmar ks;

using the representation of the landmarks in the
menory to recogni se the I andmarks in the scene
using pattern recognition (17), thereby to
determ ne the | ocation of the target, and hence
recogni se the position of the portion in the

di spl ay; and

inserting (20) said desired indicia into said
di splay to replace the portion, thereby to
synt hesi se a nodified display (30)."

The patent was based on a PCT application which as
originally filed contained nine apparatus clains and
el even nmet hod cl ai ns, of which claim 10, the broadest
and sol e i ndependent nethod claim read:

"10. A nethod for altering a video inmage to
provi de a substituted display of desired indicia
within a preselected portion of said video i mage
di splay on a franme-to-frane basis and i ndependent
of the size of said selected portion on a frane-
to-frane basis which size is a function of the TV
canmera perspective enployed to create said

di spl ay, conprising the steps of:

selecting said portion of said display to be
substi tut ed,

recogni zing said selected portion of said
di splay on a franme-to-frane basis and
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i ndependent of the size of said portion with
respect to said display,

generating a video i mage of said desired
i ndicia, and

inserting said image of said desired indicia
wi thin said recognized portion of said
di splay on a frame-to-frane basis."

An opposition was fil ed agai nst the patent on the
grounds under Article 100(a) and (c) EPC. It was argued
inter alia that the feature of claim1l as granted ".
the selection of the target being distinct fromthe
identification of the landmarks.." had no basis in the
application as originally filed. Oal proceedi ngs took
pl ace at which the patent was defended on the basis of
claim1l as granted.

The Opposition Division found that the application as
originally filed only disclosed a sel ection of

| andmar ks which related to and was equivalent to the
selection of a target and thus there was no basis for
the feature of claiml as granted "... the selection of
the target being distinct fromthe identification of
the landmarks..." in the application as originally
filed. On this basis the Qpposition D vision revoked

t he patent.

An appeal was nmade by the Appellant (proprietor)
against this decision by a Notice of Appeal filed on
11 July 2001, with paynment of the appeal fee on the
sane day, asking that the decision under appeal be set
asi de and the patent be nmi ntained.
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Grounds of Appeal were filed on 28 Septenber 2001 by a
newl y appointed representative, requesting nai ntenance
of the patent on the basis of a new set of clains
including both the clains as granted and new

i ndependent nmet hod clains 25 and 29, and clains 26

to 28 and 30 to 32 respectively dependent thereon.

The Appellant also filed statements by two expert

W tnesses in support of its argunentation that the
clainms had a basis in the original application, and a
statenent by the Chairman of the Directors of the
Appel | ant expl ai ning, by reference also to two ot her
applications by the sanme inventors as the patent in
suit, including GB 9102995.9, what the Appellant had
been working on and what it thought it was obtaining
protection for in the present patent.

The Respondent filed a response on 21 March 2002
arguing that the appeal was inadm ssible as in the
Grounds the Appellant by including new clains 25 to 32,
was asking for nore than the extent that had been
indicated in the Notice of Appeal. Further clains 1

to 24 contravened the requirenents of Article 123(2)
and, having regard to WD A-91/15921 (D1), 54 EPC, and
new clainms 25 to 32 contravened the requirenents of
Article 123(2), (3) EPC

The Respondent requested that the appeal be refused and
asked for an apportionnment of costs under Article 104
EPC by reason of the Appellant's failure to submt
docunents or discuss issues at the appropriate stage
earlier in the proceedi ngs.
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In a comuni cati on dated 28 May 2002, the Board of
Appeal indicated its provisional opinion on inter alia
the follow ng points:

- The appeal appeared to neet the forma
requirenents of Articles 106, 107 and 108 EPC and
of Rule 64 and thus to be adm ssi bl e.

- Rul e 57a EPC provi ded that the description, clains
and draw ngs may be anended, provided that the
amendnent s are occasi oned by grounds of opposition
specified in Article 100, even if the respective
ground of opposition had not been invoked by the
opponent. As in the main request the clains as
granted all remained unchanged, the addition of
clainms 25 to 32 could not be considered as neeting
any ground of opposition: such addition could, if
anything, only give rise to new objections. It
appeared that the main request woul d have to be
refused as contravening Rul e 57a EPC.

- The rel evance of the argunments in the G ounds of
Appeal to the Article 123(2) EPC i ssue was nade
difficult to appreciate, by being focussed on
terns such as "landmark” and "target" which were
not used at all in the original text or had no
clear definition therein, rather than on the
| anguage of the original text.

- Actual evidence by experts stating what they
derived fromthe original application text was not
normal |y hel pful, as this was an issue for
deci sion by the Board. The exception would be
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where a specific termused had a special mneaning

in the particular art.

On 9 August 2002, the Appellant filed a further

subm ssion stating that since it now had arrived at the
view that the novelty of claim1l as granted coul d not
be upheld over D1 for the reasons given by the
Respondent in the opposition, substitution of new
claims for independent clains 1 and 17 as granted was
proposed, with claim1 reading:

"1. A nmethod of altering a video image display
by substituting a desired indicia within a

sel ected portion (11, 13) of the video inage
display on a frame-to-frane basis, the substituted
indicia being in conformty with the sel ected
portion of video inage display on a frame-to-frane
basis, a TV canera (14) bei ng operable at various
di fferent perspectives and/or magnifications to
create the display; the nethod conpri sing:

(a) creating said desired indicia by creating
one or nore predefined insertable images and
storing said inages in a nenory (27);

(b) using an operator interface (16, 21) to
identify in an inmage of a scene an outline
of an image to be recognised by a pattern
recogni tion program of an inage anal yser and
storing a representation of the outline in

menory;

(c) using the operator interface (16, 21) to
select the portion of a video display to be
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substituted, the selection of the portion of
the video display to be substituted being
distinct fromthe identification of the

outli ne;

(d) using the representation of the outline in
the nmenory to recognise the outline in an
i mmge of the scene using the pattern
recognition program (17), thereby to
determ ne the | ocation of the portion of the
vi deo display to be substituted; and

(e) inserting (20) said desired indicia into
said display to substitute the portion of
the video display, thereby to synthesise a
nodi fi ed display (30);

characterized in that the outline of the inmage
corresponds to a visible marking on a sports

pl ayi ng surface and the inserted i mage appears to
forma part of the sports playing surface.”

Oral proceedi ngs before the Board were held on
9 Cctober 2002.

The Appellant's argunentation can be summari sed as
foll ows:

- Wth the patentee's system conputer generated
i mges can be placed anywhere within the region
defined by a mat hemati cal nodel, including deep
within featurel ess areas such as football pitches

and tennis courts.
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- It was necessary to read the clains with the eyes
of the skilled person.

- Havi ng regard to the description and clains as
originally filed, the scope of claim1 had not
been extended conpared to that of original
claim 10 which could be considered to correspond
to present claiml.

- The substitute claim1l submtted on 9 August 2002
was in two part form with the entire |anguage of
claiml1l as granted in the preanble reflecting its
status as a description of the closest prior art
D1. The new characterising | anguage was clearly
supported by the specific enbodi nent and the
drawi ngs as originally filed.

- In original claim10 it was made clear that a
"portion" was selected which | ater on was
recogni zed on a frame-to-frane basis and a video
image of the indicia was inserted within that
recogni zed portion. Thus original claim210
identified the outer borders of the scope intended
to be protected. However when reading the
description with the eyes of the skilled man it
was apparent that there existed a second step in
that the "indicia” in the terns of original
claim 10 nust be | ocated sonewhere within said
"recogni zed portion".

- It was not necessary to refer to any specific
parts of the description. Rather the description
as a whole had to be understood in the |ight of
t he conmon general knowl edge in the field

3018.D
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concerned. Thus it was necessary to put in the
words "direct” and "indirect" at appropriate

pl aces, as the skilled person would automatically
do so when reading the original text of the patent
appl i cation.

- It was self-evident for a skilled person that the
selection of the area to be substituted had to be
done in two steps. Thus the skilled person would
understand a text, as in the original application,
where it was stated that an "area" which was
selected within a given video inmage and | ater on,
when this "area"” was recogni zed and replaced with
a desired content, for exanple a |logo, in the way
that it was necessary in a first step to identify
an outline of the area and in a second step to
identify the exact position of the logo in this
area. The nmention of the selection of an area
indirectly neant to the skilled person that an
additional step had to be taken to position the
| ogo. The skilled person in the technical field
concerned had to be considered as a very clever
sof tware and hardware expert, also being famliar
with TV-techni ques, since the field concerned was
conplicated and required a very good know edge in
the fields concerned in order to be capable to
create new applications which could be marketed.

3018.D
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In fact, it was self-evident for a skilled person
to mnimze the nunber of pixels to be replaced
and therefore only the pixels of the |ogo were
repl aced and not the pixels between the | ogo and
the identified outline of the selected area. Al so
because of that, it followed that there had to be
two steps, one identifying the borders of the area
and a second step for positioning the logo within
t hose borders. In the description noreover the
possibility was explicitly nentioned that a | ogo
could be highlighted by noving it during
advertising, which also nust indicate that the

| ogo could be positioned in different ways within
t he sel ected area.

The affidavits of the three different experts
filed all confirmed that a skilled person woul d
interpret the original docunents of the
application as disclosing two steps of selection
as now cl aimed by the independent clains.

Enl arged Board Decision G 1/93, in particul ar
poi nt 16, made clear that where a feature nerely
excl uded protection for part of the subject-matter
claimed in the original application, the adding of
such feature could not reasonably be considered to
gi ve any unwarranted advantage to the applicant
and therefore could be maintained in the claim
without this violating Article 123(2) or(3) EPC
In the present case added feature (c) was such a
feature since it only restricted protection.



- 11 - T 0792/ 01

X, The Respondent's argunentation can be summari sed as
foll ows:

- Thr oughout the original description and clains it
was made clear that only a single selection step
was used, nowhere was it hinted at that this could
be divided into two substeps. In particular the
following parts of the original application text
(PCT/ WD 93/ 02524) all suggested that only one step
exi st ed:
page 2, line 29 to page 3, line 2;
page 3, lines 21 to 29;
page 8, lines 14 to 27;
page 11 lines 2 to 7;
page 16, line 28 to page 17, line 9;

- The paragraph bridgi ng pages 16 and 17 which in
t he opposition proceedi ngs were used by the
Appel lant to defend its case al so taught that the
selection step is done in one run. Moreover
according to the original application, also a back
portion of a player's clothing or even a ball,
such as a basket ball, could be used for
advertising. Also in those cases there was no
mention of two steps.

- Docunment D1 was only prior art for the purposes of
Article 54(3) EPC. The preanble of claim1 could
not be based on such a docunent.

- Costs were requested on the basis of the Appellant
having filed on appeal new i ndependent clains 25
and 29 and correspondi ng dependent clainms 26 to 28
and 30 to 32 respectively. Al though no | onger

3018.D
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mai nt ai ned by the Appellant after the Board's
communi cation the Respondent had nevert hel ess

i ncurred nmuch additional work by having to study
t hem and argue agai nst them as not neeting the
requirenents of Rule 57a EPC. Also the late filed
evi dence on appeal in the formof three |ong
statenents by experts required additional study
time, and in the circunstances it would be

equi tabl e to make an apportionnent of costs in
favour of the Respondent.

The Appel lant (proprietor) requested that the decision
under appeal be set aside and that the matter be
remtted to the Opposition Division for further
prosecution on the basis of clainms 1 and 17 as filed
with letter dated 9 August 2002 and clainms 2 to 16 and
18 to 24 as granted.

The Respondent (opponent) requested that the appeal be
di sm ssed and that there be an apportionnment of costs

in his favour in relation to considering new evi dence

and i nadm ssi bl e and/ or bel ated requests submtted by

t he appel | ant.

At the end of the oral proceedings the Board announced
its deci sion.
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Reasons for the Decision

Adm ssibility

The appeal neets the requirenents set out in Rule 65(1)
EPC and is therefore adm ssible. That the set of clains
submtted with the Grounds of Appeal does not conply
with Rule 57a EPC because of the addition of further

cl ai ms, does not make the appeal itself inadm ssible:
an objection on this basis can be dealt with in the
course of the appeal.

Article 123(2) EPC

3018.D

Al t hough the Appellant, in response to an objection
made by the Board in its comuni cation, has changed the
wording of claiml1l so as not to use terns such as

"l andmar k" and "target"” which did not appear in the
application as originally filed, claiml as now
requested still defines two distinct steps for
selection of the "outline of an image to be recogni sed”
(feature (b) - corresponding to "landmark” in the
refused claim and the selection of the "portion of a
video display to be substituted" (feature (c) -
corresponding to "target” in the refused claim1l as
granted). The critical question thus remains whet her
these two features are supported by the original
application or whether they represent additional matter
in the sense of Article 123(2) EPC.

The evidence of the Appellant included a reference to
Pat ent Application GB 9102995.9 by the sanme two
inventors as the patent in suit, to indicate what the
Appel I ant had been working on and what it thought it
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was obtaining protection for in the present patent.
This GB patent application includes two passages at
page 1, lines 16 to 20, and page 2 lines 4 to 8 reading
respectively:

"The essence of the invention is the nmethod of
altering video images by selection all [sic] or
part of an object or objects wthin a 1st video

i mge, then recognizing that sane part or all of
an object in each or any of a subsequent stream of
vi deo i mages, and using the position of that
object or part of it, as reference to accurately
insert and position a 2nd still or video inmage
into each or any of the stream of video imges."

"The advertising nmethod of this invention requires
very precise positioning of a new inage into an
existing image. This requires pattern recognition
of preselected features, such as the goal posts in
a scene of a soccer match. These features can then
be used to | ocate the position, size and
perspective of an artificial electronic billboard,
which is added to the video i mage and appears to
the end user as if it were part of the original

scene. "

Unfortunately for the Appellant, neither of these
passages, which m ght arguably have provided a basis
for the claim1l now contended for, appeared in the
application that led to the patent in suit. Under the
Eur opean Patent Convention the subject matter that can
be protected depends critically on the content of the
application as filed. The fact that the applicant may
at the time of the application have been in possession
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of and working on other subject matter is of no
relevance if this other subject matter did not appear
inthe text as originally filed of the application

| eading to the patent under consideration.

The test applied by the Boards of Appeal under

Article 123(2) EPC for the purpose of assessing whet her
or not a patent has been anmended in such a way that it
contai ns subject-matter which extends beyond the
content of the application as filed is to consider

whet her everything in the anmended patent can be
directly and unanbi guously derived fromthe application
as filed, in the light of the general know edge of the
person skilled in the relevant art. It is what can be
deduced fromthe text as originally filed that is of
critical inportance: intentions of the inventors or
drafter of the text are irrelevant if the original text
does not reflect such intentions.

Passages which the Board regards as of significance are
the foll ow ng:

page 2 lines 25 to page 3 line 11:

"... As will be explained, the present application
relates to a nmethod of advertising using existing
television transm ssion facilities in which the
advertiser selects predeternmined areas in a video
scene. These areas are then recogni zed using

exi sting technology as pattern recognition

techni ques and the content of these areas is

repl aced by inserting an i mage or inmages of the
advertisers choosing. In order to acconplish the

present invention one nust recogni ze the sel ected



3018.D

- 16 - T 0792/ 01

predeterm ned area and replace the sanme with
advertising indicia in real time. The inserted
indicia is then blended into the original video
image in such a way that it appears part of the
tel evision scene and cannot be otherw se di scerned
by a typical viewer. The inserted advertising or
messages can further be highlighted to the viewer
by novi ng the nessage, changi ng col or, associating
t he message with sound or otherw se inparting
nodul ati on to the nessage to distinguish the
message during the course of the tel evision
program..."

page 3, line 22 to page 4, line 10:

one nust basically select an object or area
within a given video i mage. For exanple the area
selected may be a televised tennis court. This
area is then recognized in each of a subsequent
stream of video inmages and once recogni zed t he
video content of that area is replaced wth a
desired content which may be an adverti sing
commercial, logo or sone other matter. The
insertion and repl acenent of the existing video
imge with the new material is acconplished

conpl etely i ndependent of the size of the imge in
subsequent tel evision scenes or frames. The system
descri bed herein wll always recogni ze the
particul ar area selected no matter what the size
of the area is with respect to the remaining
television picture. This, therefore, creates the
illusion to the viewer that the replaced subject
matter is actually that subject matter which is
being televised in real tinme. Thus, the nethods
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and apparatus descri bed enabl e advertisers to add
or nerge inmages, nessages or slogans to

preexi sting video images in such a way that they
appear to be part of the original inmge even when
the original video streamis of a |ive event being
distributed in real tine.

Thus, the techni ques described herein are
superior to prior art techniques of inserting
video information. In order to do and acconplish
the results of this particular application an
el ectronic device is required to select, recognize
and substitute inages to be broadcast on live
tel evised events. The device detects part or al
of an object or objects within a video i nage and
uses the position of the object or part thereof as
a reference. The device then positions another
still or video inmage into the original inage at
the reference | ocation. The still or video i mage
is positioned accurately so that the final
conposite inmage appears as though it is part of
the original scene. That is, the added inmage is
seanm essly and realistically incorporated into the
original event. The appearance of the added inmge
will conformto the appearance of the original
scene when the scene is noved, panned, magnified,
zooned or otherwise altered in size or

per spective."

page 8 lines 14 to 27:

".. Thus as one will ascertain the advertising
met hod and apparatus of this invention requires
very precise positioning of a new image into an

exi sting image. The techniques to be described



3018.D

page

page

- 18 - T 0792/ 01

enpl oy pattern recognition apparatus which
recogni zes pre-selected features or portions of a
typi cal television scene. These features can then
be used to | ocate the position, size and
perspective of an artificial electronic
advertising nessage which is added in the exact
congruency with the replaced recogni zed i mage and
appears to the end user as if it were part of the
original scene. The added material is inserted
into the pre-sel ected scene independent of size of
the selected feature as varying on a frane to
frame basis."

11 lines 2 to 7:

"..As will be explained in one enbodi nent of the
invention, the fore court 11 as well as the back
court 13 or the entire tennis court 12 is
subjected to a pattern recognition algorithm

wher eby an advertisenment is actually inserted
directly on the portions of the court as shown in
Fig. 2. "

16 line 27 to page 17 line 15:

"..Qperation of the systemas indicated is
basically as follows. The operator views the inmage
as presented on the nonitor television receiver 16
and marks sel ective portions of the outlines of

the court or the net area to choose or direct that
portion of the displayed inmage to be recognized

and where the advertising indicia will be inserted.
In this particular exanple the operator will mark

t he upper court 11 or the lower court 13 by neans
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of a light pen or other suitable device and
therefore instruct or command the i mage anal yzer
17 to recogni ze these markings in subsequent video
i mages of the court 12 as televised by the camnera.
The i mage synt hesi zer is now enpl oyed to | ocate,
position and orient, including the correct

magni fication, the indicia or |ogo, which is taken
fromthe second i nage source 27 so that it appears
as part of the original scene. The |l ogo which is
generated by the second i nage source 27 is made to
appear as part of the background and does not
interfere with objects or people in the foreground.
This is acconplished by allowi ng the |ogo to key
over specific colors or ranges of colors such as

the color of a court in the tennis match."

The overwhel m ng i npression of these passages is that

t he operator makes only a single selection in the inmage
presented: nanmely that of the outlines of the portion
that is to be replaced. It appears that this portion
may be totally replaced by a logo on its own background,
or replacenent may be acconplished by allow ng the | ogo
to key over only specific colours. If the portion
selected is totally replaced, the operator will have to
determne the relative sizes of the logo and its
background that formthe replacenent, but this is not a
selection made in the inmage of the sporting scene
presented, and so cannot provide support for the
wor di ng of present claim 1.

The Appellant in the oral proceedi ngs before the Board
tried to convince the Board that in this case the whole
text of the original application should be | ooked upon
t hrough the eyes of the skilled person, this person
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havi ng the general know edge in the field of conputers
and TV techni ques, and that when reading the whol e text
of the original application the skilled person would at
the identification of the different nmethod steps
automatically put in the words "direct"” or "indirect"
before the step concerned and therefore inevitably
identify a nethod having two distinct steps as defined
inclaiml. This is not an acceptabl e approach under
Article 123(2) EPC. The contents of the application as
filed do not include what further ingenious enbodi nents
a skilled reader m ght contenplate after having studied
the application in depth. This is particularly so when
guestions mght arise as to whether the original
application gave sufficient information on how to put
such further ingenious enbodi nents into practice. In
the present case what is described is direct

repl acenent of an outlined portion in one plane.

Repl acenent not of the originally outlined portion, but
of sonething else calculated by reference to this
originally outlined portion would seemto require nore
conplicated cal cul ations, and so is not sonething which
can be treated as directly and unanbi guously derivabl e
fromthe original text.

The Appellant in its argunmentation also referred to

Enl arged Board of Appeal decision G 1/93 (see under
poi nt XI above) and argued that feature (c) in claiml
above was only restricting the scope of the invention
and thus excluding protection for part of the subject-
matter as clained in the application as originally
filed. Therefore such a feature could not be considered
to give any unwarranted advantage to the Appellant.
Apparently the Appellant related its argunentation to
the second part of point 16 of G 1/93, i.e. the part,
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corresponding to Headnote 2, which relates to addition
of features of a non technical character ("w thout
providing a technical contribution to the subject-
matter of the clained invention"”). However, in the
present case the feature which has been added to
claiml (feature (c)), clearly is of technical
character, since it has an effect on the way the video
di splay can be altered. The appropriate |egal principle
is to be found in the first part of point 16 in G 1/93
where it is stated that "If such added feature,
although Iimting the scope of protection conferred by
t he patent, has to be considered as providing a
technical contribution to the subject-matter of the
clainmed invention, it would in the view of the Enlarged
Board, give an unwarranted advantage to the patentee
contrary to the above purpose of Article 123(2) EPC
Thus it is apparent that reliance on decision G 1/93
does not assist the case of the appellant.

Nor can the Appellant rely on the claimbeing justified
by reliance on docunment D1, international application
W01/ 15921 published only on 17 October 1991. This
docunent is only prior art for the purpose of

Article 54(3) EPC, and by Article 56 EPC not to be
consi dered i n deciding whether there has been an
inventive step. D1 was not referred to in the
application as filed, nor did the application as
originally filed disclose its subject matter. Dl cannot
therefore, as pointed out by the Respondent, serve to
provide a basis for the subject matter of the preanble
of claim 1.
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The Board therefore concludes that the subject-matter
of claim1l does not neet the requirenents of
Article 123(2) EPC

The Respondent has requested an apportionnent of costs,
since it feels that the additional clains filed by the
Appel lant with the grounds of appeal and the evidence
in the formof statenents by experts caused so nuch
extra work that an apportionnment of costs in favour of
t he Respondent is justified.

Article 104(1) EPC states that "Each party to the
proceedi ngs shall neet the costs he has incurred unless
a decision of a .... Board of Appeal, for reasons of
equity, orders, in accordance with the |Inplenenting
Regul ations, a different apportionnent of costs
incurred during taking of evidence or in oral

proceedi ngs." The Respondent sought to argue during
oral proceedings before the Board that the costs
incurred in the present case arose during the
preparation for oral proceedings and therefore should
be considered to be covered by Article 104 EPC.

However, it appears to the Board that the actions taken
by the Appellant can all be considered as a genui ne
attenpt to further its own interests, and not abusive
behavi our which would nmake it equitable to make an
apportionment of costs (cf. T 1171/97 of 17 Septenber
1999, not published in Q3 EPO). Therefore the Board
considers that there is no reason to order an
apportionnment of costs.
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Or der

For these reasons it is decided that:

1. The appeal is dism ssed.

2. The request for apportionnment of costs is refused.
The Regi strar: The Chai r man:

M Ki ehl S. W bergh
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