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Summary of Facts and Subm ssi ons

The nention of the grant of European patent

No. 0 741 762, in respect of European patent
application No. 95 909 313.9, based on International
application No. PCT/US95/00936, filed on 25 January
1995 and claimng a JP priority of 26 January 1994
(006937/94) was published on 22 April 1998
(Bulletin 1998/17). Caim1l read as foll ows:

"1. A polyam de resin conposition conprising:

(A 30 to 90 wei ght percent, based on conponents
(A) and (B), of a polyam de resin containing

(1) 10-99 wei ght percent, based on conponents (i)
and (ii) of an aromatic polyam de containing a
carboxylic acid conponent derived from
terephthalic acid or a mxture of terephthalic
and isophthalic acid in which the isophthalic
acid constitutes 40 nol e percent or |ess of
the m xture, and an aliphatic diam ne
conponent derived froma m xture of
hexanet hyl ene di am ne and 2-
met hyl pent anet hyl ene di am ne; and

(1) 1-90 wei ght percent, based on conponents (i)
and (ii), of at |east one polyam de sel ected
fromthe group consisting of polyam des
containing repeat units derived fromaliphatic
di carboxylic acids and aliphatic diam nes and
pol yam des contai ning repeat units derived
from aliphatic am nocarboxylic acids; and

(B) 10-70 wei ght percent, based on conponents (A)
and (B), of an inorganic filler."

1661.D Y A
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Claim 2 was a dependent claimdirected to an
el aboration of the pol yam de resin conposition of
Claim1.

Claim 3, an independent claim was directed to an
article noulded froma pol yam de resin conposition as
recited in Caiml.

Clainms 4 to 6 were dependent clains directed to
el aborations of the article according to C aim 3.

A Notice of Opposition was filed on 22 January 1999 by
BP Anpbco Corporation, on the grounds of Article 100(a)
EPC (l ack of novelty and | ack of inventive step). The
rel evant docunments cited in the opposition procedure

wer e:

D1: WO A- 94/ 25530;

D2: US 08/ 054208, first priority docunent of D1
(30 April 1993);

D3: US 08/ 230052, second priority docunent of D1
(19 April 1994);

D4: US-A-5 064 716;

D6: WO A- 92/ 10525;

D7: US- A-4 937 322; and

D8: US- A-4 937 315.
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By an interlocutory decision which was announced
orally on 10 May 2001 and issued in witing on 30 May
2001, the opposition division refused the main request
and decided that the patent could be maintained in
amended formaccording to the first auxiliary request.

Claim1l1l of the first auxiliary request differed from
Claim1l as granted in that the anobunts of conponents
(A) and (B) were limted to 45 to 85 wei ght percent
and 15 to 60 wei ght percent, respectively, and in that
conponent (B), ie the inorganic filler, had to be
selected fromthe group consisting of glass fibres and
gl ass fl akes.

Clainms 2 to 6 corresponded to Clains 2 to 6 as
gr ant ed.

According to the decision, Claim1l of the main request
| acked clarity (Article 84 EPC) but the clains of the
first auxiliary request nmet the requirenents of the
EPC:

(a) The subject-matter of Caiml of the first
auxi liary request was regarded novel over D1,
a docunent to be considered under
Article 54(3) and (4) EPC, because nultiple
sel ections fromthe ranges disclosed in D1
woul d be required to arrive at sonething
falling within the scope of Caiml.
Furthernore, it was held that only that part
of the disclosure of D1 had to be taken into
account which was entitled to the earlier
priority date of priority docunent D2.
Exanpl es of D1 not disclosed in D2 were not
entitled to the earlier priority and, thus,



1661.D

- 4 - T 0788/ 01

not novelty destroying to the subject-matter
of Claiml.

(b) Al t hough the pol yam des used in the bl ends of
D4 could be equivalent to polyam des (A) (i)
and (A)(ii) of daiml1l, D4 did not disclose
glass fibres or glass flakes as conponents of
t hese bl ends.

(c) D6 was considered to represent the closest
prior art. The problem underlying the patent
in suit vis-a-vis D6 was seen as to provide a
pol yam de resin conposition with excellent
fluidity in the noul di ng operation w thout
| oosing in other desired properties, in
particul ar | ow di mensi onal change due to
noi sture absorption. The solution to this
problem ie blending of aliphatic into
sem aromati ¢ pol yam des, was not obvious from
the avail able prior art because none of the
cited prior art docunents, in particular D7 or
D8, contained a hint that the above cited
probl em woul d be sol ved by the bl endi ng of
al i phatic into sem aromati c pol yam des.

On 11 July 2001, a Notice of Appeal against the above
deci sion was filed by the opponent BP Anpbco Corporation
(hereinafter referred to as the appellant), the

prescri bed fee being recorded as paid on the sane day.

In the Statenent of G ounds of Appeal, filed on

9 Cctober 2001, the appellant notified the board that
t he appel l ant, BP Anbco Corporation, had changed its
name to BP Corporation North America Inc. and filed
correspondi ng papers including a "Certificate of
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Amendnent" as docunentary evidence for the change of

name. As to the nerits of the appeal, it argued in

subst ance as foll ows:

(a)

(b)

(c)

The limtation of conponent (B) to 15 to 60 wei ght
percent did not create novelty over Dl since
recal cul ati on of maxi mum and/ or m ni num val ues of
explicitly disclosed ranges in D1 led to

enbodi nents falling within the scope of aim1l of
the first auxiliary request of the decision under
appeal .

Furt hernore, although Exanples 12, 14 and 17 of D1
were not disclosed in the priority docunment D2,
they still enjoyed the priority of D2 since the

di scl osure of D2 had to be considered as a whol e.
Thus, they were novelty destroying to the subject-
matter of Claiml of the first auxiliary request.

Wth respect to novelty over D4, which disclosed a
bl end of polyam des with the optional presence of
a filler, the appellant contended that, although
not explicitly nmentioned, the skilled person would
certainly choose glass fibres or glass flakes as
the filler of choice for a polyam de bl end.

Having regard to inventive step, it was argued
that the physical properties of the clainmed blend,
relied upon by the proprietor, were nere |inear

m xing effects that could easily be predicted by
wei ght average cal cul ati ons fromthe individual

pol yam des. Hence, nothing inventive could be seen
in the claimed subject-matter of the first
auxiliary request. Calcul ation sheets were
submtted to support this argunmentation
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Furthernore, a conbination of D6 and D7 or D6 and
D8, respectively, would suggest to add an

al i phatic polyam de to the conposition according
to D6, the closest prior art, in order to further
i nprove the properties of the latter conposition.

The proprietor (hereinafter referred to as the
respondent) disagreed, in a submssion filed on

16 April 2002, with the objections of the appellant,
and requested that the appeal be dism ssed and the

pat ent be maintained on the basis of Clains 1 to 6 as
mai nt ai ned by the opposition division (refiled as main
request). The subm ssion was further acconpanied by a
first and a second auxiliary request. Furthernore, the
respondent requested, as an auxiliary notion, to refer
a question to the Enl arged Board of Appeal concerning
the permssibility of a disclainer having no support in
the application as fil ed.

Fol Il owi ng a sumons, issued on 21 June 2002, to ora
proceedi ngs schedul ed for 18 Cctober 2002, the
representative of the appellant, M Wtz, indicated, in
aletter filed on 18 Septenber 2002, that he would
represent the opponent. Since he had changed his
association after filing the appeal and the statenent
of grounds of appeal, he requested the board to

i ndi cate whether a power of attorney should be
submtted. It was requested, by the registrar of the
board, by tel ephone (23 Septenber 2002) that a power of
attorney be submtted.

On 18 Cctober 2002, oral proceedings were held before
t he board. At the beginning of the oral proceedings,
the representative of the appellant filed a letter
dated 17 COctober 2002 indicating that the opponent had
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transferred business assets, in particul ar business
assets in the interest of which the opposition had been
filed, onto Solvay Polyners, Inc., and requested that

t he European Patent O fice updated the European Patent
Regi ster accordingly. Annexed to the letter was a

decl aration fromBP Anerica Inc. (parent conpany to BP
Corporation North Arerica Inc.), dated 15 Cctober 2002,
whi ch indicated that BP Anoco Pol yners Inc. had
transferred to Sol vay Polyners, Inc. assets of its

engi neering pol ynmers business to which the present
opposition pertained, and, therefore, Solvay Pol yners,
Inc. mght proceed with the opposition on its own
behal f. Furthernore, the letter contained two general
aut hori sations from Sol vay Polymers, Inc. (dated

13 January 1999 and 5 May 1999) and an authori sation
from Sol vay Polynmers, Inc. dated 15 Cctober 2002 which
authorised - inter alia - M Wtz to represent Solvay
Pol ymers, Inc. in the present case. Since, however,
both the opposition and the appeal had been filed by
BP Anmpbco Corporation (now BP Corporation North America
Inc.), and there was no evidence on file that the
opposi tion had ever been transferred from BP Anbco

Cor poration (now BP Corporation North Anerica Inc.) to
BP Anpbco Polynmers Inc., these docunents were considered
by the board to raise questions as to the identity of

t he opponent/ appel | ant and whet her the representative
hi nsel f was duly authorised to argue the case before

t he board. The board decided to continue the procedure
in witing without having discussed the nmerits of the
appeal .
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In a comuni cation issued on 25 Oct ober 2002, the
appel lant was given a tinmne limt of two nonths to
clarify the situation with regard to the identity of
t he opponent/appel l ant and the representative's

aut hori sati on.

Wth subm ssions received on 23 Decenber 2002, the
appellant filed a letter from BP Corporation North
Anerica Inc. (dated 17 Decenmber 2002) where it was
stated that the opposition was originally filed "at the
request of, on the behalf of, and for the benefit of
BP Anpbco Pol yners, Inc."” Thus, there was an
uninterrupted chain of titles linking the opposition/
appeal to the business assets of BP Anpbco Pol yners I nc.
t hat had been transferred to Sol vay Pol ynmers, Inc.

whi ch had therefore acquired the status of the
opponent / appel | ant. Neverthel ess, the appellant filed
an aut horisation fromBP Corporation North America Inc.
dated 18 Decenber 2002 which authorised - inter alia -
M Wtz to represent BP Corporation North America Inc.
in the present case.

In a letter filed on 21 February 2001, the respondent
submtted that the clarification of the identity of the
opponent / appel | ant was still needed.

Wth a comuni cation of 13 March 2003, the board
sunmoned the parties for further oral proceedi ngs, and
expressed its prelimnary, provisional opinion that,
according to the state of the file, the opponent and
appel l ant, respectively, were still BP Corporation
North Anerica Inc. (fornmerly BP Anoco Corporation).
Since, furthernore, the representative of the appellant
had provided an authorisation from BP Corporation North
America Inc., the case should be continued with
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BP Corporation North Anerica Inc. as the appell ant
legitimately represented by M Wt z.

In a letter filed on 11 March 2003 that apparently
crossed with the summons to oral proceedings, the
appel  ant took the position that Solvay Polyners, Inc.
was t he opponent and repeated its request that the
Eur opean Patent Regi ster be updated accordingly.

The second oral proceedings were held on 13 June 2003
where the representative of the appellant wi thdrew his
request to change the nanme of the opponent in the

Eur opean Patent Register and confirned to the board
that he was representing BP Corporation North America
Inc. as the appellant.

The respondent refiled its main request and first and
second auxiliary requests in order to correct an

i nadvertently anmended figure in Claim2 of all requests
then on file.

(1) Clains 1 to 6 of the main request corresponded
with Clainms 1 to 6 as maintai ned by the
opposi tion division.

(i) The clains of the first auxiliary request
corresponded with the clains of the main request
with the further imtation at the end of
Claim1: "and provided that said polyanm de resin
conposition does not conprise a mneral filler"

(iii) The clainms of the second auxiliary request
corresponded with the clains of the main request
with the further optional feature added at the
end of Claim1: "and (C) optionally, appropriate
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anounts of additives selected fromthe group
consisting of thermal stabilizers, plasticisers,
oxidation inhibitors, dyes, pignments and nol d-
rel ease agents".

In view of the pending cases G 1/03 and G 2/03, the
respondent withdrew its auxiliary request to refer a
question to the Enlarged Board of Appeal concerning the
perm ssibility of a disclainmer (section V, above).

In the discussion of the nmerits of the appeal, both
parties basically relied on their witten subm ssions.

The appel |l ant requested that the interlocutory decision
under appeal be set aside, the patent in suit be
revoked in its entirety, and that no costs be awarded
to the respondent.

The respondent requested that the appeal be dism ssed,
and that:

- t he patent be mai ntained on the basis of
clainms 1 to 6 as maintained by the opposition
di vision and refiled during the oral proceedi ngs
hel d on 13 June 2003 (main request); or, in the
alternative,

- t he patent be nmaintained on the basis of
claimse 1 to 6 filed as first auxiliary request
during the oral proceedings held on 13 June 2003;
or

- t he patent be nmaintained on the basis of
claims 1 to 6 filed as second auxiliary request
during the oral proceedings held on 13 June 2003;
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and

- an apportionnent of 100% of its costs for
attendi ng the second oral proceedings.

Reasons for the Decision

1661.D

The appeal conplies with Articles 106 to 108 EPC and
Rules 1(1) and 64 EPC and is therefore adm ssible.

Procedural nmmtter

At the first oral proceedings and in the follow ng
witten procedure, the appellant contended that there
was an uninterrupted chain of titles indicating a
transfer of the opposition from BP Anpbco Corporation
onto Sol vay Pol yners, Inc. because:

(i) the original opposition had been filed by BP Anpbco
Cor poration (now BP Corporation North Anerica
Inc.) "at the request of, on the behalf of, and
for the benefit of BP Anbco Pol yners Inc.", and

(ii) BP Anpbco Polynmers Inc. had transferred business
assets, in particular business assets in the
interest of which the opposition was filed, onto
Sol vay Pol yners, Inc.

Thus, Sol vay Polyners, Inc., had acquired the status of
t he opponent/appel | ant and should be permtted to
proceed on its own.
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In the board's prelimnary, provisional opinion
expressed in the annex to the second oral proceedings,
it was pointed out that, according to the state of the
file, the opponent and appellant, respectively, was
still BP Corporation North Arerica Inc. (fornerly BP
Anoco Cor poration).

The board could not cone to any other concl usion since
there is no uninterrupted chain of titles as alleged by
the appellant. In fact, this chain of titles is
defective already at the very begi nning thereof.

The appellant alleged that the opposition was filed "at
the request of, on the behalf of, and for the benefit
of BP Anpbco Polyners Inc." although both the opposition
and the appeal were filed in the name of BP Anpbco

Cor poration (now BP Corporation North Arerica Inc.). In
ot her words, BP Anpbco Corporation was acting on behal f
of a third party. Wilst such an opposition is not

i nadm ssi ble purely because the person naned as the
opponent according to Rule 55(a) EPC is acting on
behal f of a third party, provided that there is no

ci rcunvention of the | aw by abuse of process (G 3/97;
Q) EPO 1999, 245; Headnote), G 3/97 holds that such a
person who fulfils the requirenents of the EPC for
filing an opposition becomes an opponent. This al so
applies where the opponent is in fact acting in the
interest of a third party. By filing the opposition, he
hi msel f has assuned t he procedural status of an
opponent. Therefore, in relation to the patent
proprietor and the EPO, he is the only person who
matters (G 3/97; point 2.1 and 3.2.2 of the reasons).
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Thus, the fact that the third party which allegedly
incited the opponent to file the opposition, ie BP
Anoco Polyners Inc., transferred business assets to

Sol vay Pol yners, Inc. does not affect the status of the
"true' opponent, ie BP Corporation North Anerica Inc.
(formerly BP Anobco Corporation). In other words,

BP Corporation North Anerica Inc. remains the opponent
in the present case, who is entitled to appeal in the
sense of Article 107 EPC.

In view of the board' s prelimnary, provisional opinion
on this issue, the appellant withdrew its request that
t he European Patent Regi ster be anended to indicate

Sol vay Polyners, Inc. as the opponent/appellant during
t he oral proceedings, so that the case was continued
with BP Corporation North America Inc.

Amendnent s (mai n request)

According to the decision under appeal, the subject-
matter of the anmended clains neets the requirenents of
Article 84 and 123 EPC (point 3.1 of the reasons for

t he decision). The board sees no reason to depart from
that view. Nor was any objection under Articles 84

and 123 EPC rai sed by the appellant against the
amendnent s.

Novel ty (main request)

Docunent D1

Priority situation of D1

D1 constitutes a prior art docunent in the sense of
Article 54(3) and (4) EPC. It clainms two priorities, ie
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from US 08/ 054208 of 30 April 1993 (D2) and US

08/ 230052 of 19 April 1994 (D3), of which only D2 is
earlier than the priority date of the patent in suit
(26 January 1994). It follows fromG 2/98 (QJ EPQ

2001, 413; point 9 of the reasons for the opinion) that
a narrow or strict interpretation of the concept of
"the same invention", equating it to the concept of
"the same subject-matter” referred to in Article 87(4)
EPC, has to be applied in the assessment of priority.
Thus, priority of a previous application in respect of
a claimin a European patent application in accordance
with Article 88 EPCis to be acknow edged only if the
person skilled in the art can derive the subject-matter
of the claimdirectly and unanbi guously, using conmon
general know edge, fromthe previous application as a
whol e. This neans for the present case that only those
parts of the contents of Dl which are clearly and
unamnbi guously derivable fromD2 are validly entitled to
the priority of D2, and therefore citabl e against the
opposed patent.

D1 discloses a polyneric conposition conprising (a) a
first polyam de prepared froman aromatic carboxylic
acid conponent and an al i phatic di am ne conponent, said
al i phatic di am ne conmponent being a m xture of
hexamnet hyl ene di am ne and 2-net hyl - 1, 5- pent anet hyl ene
di am ne, (b) a second pol yan de sel ected from an

al i phatic pol yam de, a sem aromatic pol yam de, or

m xtures or blends thereof, and (c) a mneral filler

(A aim1l). The aromatic carboxylic acid conponent of
the first polyam de (a) can be terephthalic acid or

m xtures of terephthalic acid and isophthalic acid in
whi ch the anount of isophthalic acid is preferably |ess
than 40 nole percent of the mxture (Caim2; page 3,
lines 17 to 21). Both the first polyam de (a) and the



4.1.3

1661.D

- 15 - T 0788/ 01

second pol yam de (b) may constitute 5-50% by wei ght of
the conposition (Clains 12 and 13, respectively). Thus,
D1 descri bes conpositions which may conprise the sane
pol yam de conponents as the patent in suit. Having
regard to the mneral filler, Dl refers to "kaolin,
mca, talc, wollastonite and simlar kinds of fillers”
(page 6, lines 18 to 19) which may constitute 5-60% by
wei ght of the conposition (Claim114). Since Claim1l of
the main request requires the presence of glass fibres
or glass flakes as conponent (B) the disclosure of
interest in DL is at page 6, lines 27 to 30 of D1,
where it is stated that "For the adjustnent of the
coefficient of linear thermal expansion and HDT (ie
heat distortion tenperature, explanation by the board),
it my be suitable to add a small amount of gl ass
fibers or glass flakes, for exanple 2-10% by wei ght of
glass fibers or glass flakes". In this context,
Exanples 7 and 8 of D1 are rel evant where snal

percent ages of the usual 50 wt.% filler are replaced by
glass fibres or glass flakes so that the conpositions
Exanples 7 and 8 contain 5 w.%glass fibres and 5 wt. %
gl ass fl akes, respectively, both weight percentages
bei ng based on the total conposition. These parts of
the disclosure of D1 are entitled to the priority of D2
since it has explicit counterparts in D2.

When conparing the conpositions of Exanples 7 and 8 of
D1 with the conpositions clainmed in the patent in suit,
it has to be born in mnd that the wei ght percentages
of these exanpl es are based on the total conposition
whereas the wei ght percentages required in the patent
in suit are based on conponents (A) and (B) only. Thus,
the 5 wt.%glass fibres or glass flakes in Exanples 7
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and 8 of D1 correspond to 9.16 wt. % based on pol yam des
and glass filler. This is, however, below the range
required in Claima1l.

The appellant has also referred to Exanples 12, 14

and 17 in D1 that contain 10 wt.% glass fi bres based on
the total conposition corresponding to 16.72 wt. % gl ass
fi bres based on pol yanm des and gl ass fibres, ie
conponents (A) and (B). However, these exanples are not
present in D2, and therefore do not enjoy the priority
of D2 and cannot be cited against the novelty of the
patent in suit (section 4.1.1, above). The appellant's
argunent that Exanples 12, 14 and 17 should be entitled
to the priority of D2 since they fall within the
generic disclosure of D2, is not conpatible with the
strict assessnent of priority laid dowmn in G 2/98. In
ot her words, a generic disclosure cannot provide
priority for a specific enbodi nent not disclosed in the
priority docunent.

Thus, the only disclosure of interest left in DL is at
page 6, lines 27 to 30 of D1 referring to the addition
of a small anount of glass fibres or glass flakes, ie
2-10% by wei ght of glass fibres or glass flakes.

It is evident to the board that the basis for the
range of 2 to 10% by weight is not specified in D1. It
could refer to 2 to 10% by weight of the filler, for
exanpl e. Such a readi ng woul d be supported by the
passage in D1 at page 8, lines 31 to 32, where it is
stated that "In Exanples 6, 7, 8, 10 and 11, a snmal
percentage of the 50 wt. % m neral filler was repl aced
by 2.5 wt.%or 5 w.%or either glass fiber or glass
flake". On the other hand, it could, as alleged by the
appellant, refer to 2 to 10% by wei ght of the total
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conposition since the percentages of all conponents in
t he exanpl es of D1 are based on the total conposition
(eg Tables 1 and 2). Hence, the reading of the weight
percentage for glass fibres or glass flakes in D1 is
not necessarily that it refers to percentage by wei ght
of the total conposition, as alleged by the appellant.
In fact, there remains a lack of clarity in this
respect in the teaching of DLl.

Even if it were assuned, in favour of the appellant,
that Dl discloses optionally from2 to 10 w. % of
glass fibres or glass flakes, based on the total

wei ght of the conposition, it does not followthat
this is a novelty destroying disclosure for Claim1l of
the main request, which specifies from15 to 60 wei ght
percent of glass fibres or glass flakes, based on the
wei ght of components (A) and (B). This is because D1
di scl oses conpositions containing as little as 10 wt. %
pol yam de, or as much as 95 wt. % pol yam de as fol |l ows
fromthe anounts indicated for the two types of

pol yam des and the mneral filler in Cainms 12 to 14
of D1. This range m ght even be broader since Claim1l
of D1 does not indicate any anount for the two types
of polyam des and the mneral filler. In other words,
the quantity of glass fibres/glass flakes and the
guantity of total polyam de in the conpositions of D1
are al nost conpletely independent variables. It is not
possible to arrive at conpositions within the scope of
Claim1 of the main request w thout selecting both the
anount of glass fibres/glass flakes and the anount of
pol yam de fromthe ranges disclosed in Dl1. Selecting,
for exanple, a glass fibre content of 10 wt.% ie the
upper limt of the range disclosed on page 6, |ine 26
of D1, would require at the same tinme selecting an
anount of from6.67 to 56.67 wt.% of conbi ned
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pol yam des, based on the total conposition, in order
to yield a conposition falling within the scope of
Claim1l of the main request. The same applies to the
appel l ant's assuned exanple containing 10 wt. % of
glass fibres/ glass flakes and 60 w.% m neral filler,
wi th the remai nder being 30 wt.% conbi ned pol yam des.
A recal cul ati on of the wei ght percentages based on
conponents (A) and (B) results in 25 w. % of gl ass
fibres/glass flakes in this assuned exanple. Although
the two figures 10 wt.% and 60 wt.% are explicitly

di sclosed in D1, these figures are only disclosed in
i solation and not in conbination. To cone to this
conbi nation, a two-fold selection fromthe disclosure
of D1 has to be made.

Taking furthernore into account that only the
preferred conmponents (a) of D1 have been used in these
assunmed exanpl es, even nore sel ections have to be made
fromDl to arrive at sonething falling within the
scope of Caim1l of the main request. Such an approach
can not destroy the novelty of Caim1l. Thus, the
subject-matter of Claiml is novel over D1

(Article 54(3) and (4) EPC).

Docunent D4

The only ot her docunent cited against novelty is D4
whi ch di scl oses bl ends consisting essentially of 50

to 95 percent by weight of an ethyl ene vinyl alcohol
copolymer and 5 to 50 percent by weight of a polyam de
bl end consisting essentially of at |east one anorphous
pol yam de and of at |east one sem crystalline
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polyam de (Claim1). Small anmounts of other materi al
such as other polyners, processing aids, antioxidants,
fillers, pignents, etc. may be included in the blend
(colum 6, lines 17 to 21).

However, D4 does not specify the small anount of
filler and does not nention glass fibres or glass

fl akes. Thus, the subject-matter of Claim1l is novel
over D4, and there is no need to el aborate on further
di fferences of the clained subject-matter over D4.

Pr obl em and sol uti on

The patent in suit is concerned in general terns with
a polyam de resin conmposition and an article noul ded
therefrom wherein the polyam de resin conposition
conpri ses

(A 40 to 85 wei ght percent pol yam de resin
cont ai ni ng

(1) an aromatic pol yam de, and

(i) an aliphatic polyam de; and

(B) 15 to 60 wei ght percent glass fibres or glass
fl akes.

The conposition has excellent fluidity during the
noul di ng process, and it has excell ent nechani cal
characteristics, heat resistance, chem cal resistance
and di mensional stability when npoisture is absorbed,
so that it has a w de range of applications, including
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parts in autonobiles, electrical/electronic parts, and
furniture (page 2, lines 5to 9 of the patent
speci fication).

Docunent D6, considered as the closest prior art by
all parties and the opposition division, discloses
aromati c pol yam des correspondi ng to conponent (A) (i)
of the patent in suit which may be noul ded into
articles, spun into fibres or fornmed onto filns, and
used in a wde variety of end-uses especially where
hi gh tenperature properties are required (abstract).
These pol yam des can include a wi de range of fillers,
including glass fibres, eg in amounts of 0.5 to

200 parts of filler per 100 parts of pol yam de

(page 6, lines 5 to 10).

A conposition of the kind described in D6 is eval uated
as Conparative Exanple 1 in the opposed patent. It can
be seen fromthe data in Tables Il and Il of the
patent specification that a conposition containing
resin (A)(i) and glass fibres has excell ent nechani cal
properties but a lownelt fluidity of only 35 (fl ow
length in cm. The conpositions according to the

i nvention described in Exanples 1, 2 and 3 of the
patent in suit also have good nechani cal properties,
in particular with respect to resistance to water and
cal ciumchloride, but in addition exhibit much higher
fluidity of 57 to 77 (flow length in cm). Therefore,
the technical problemto be solved by the patent in
suit has to be seen in the provision of a conposition
with inmproved nelt fluidity while maintaini ng good
mechani cal properties.
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The patent in suit suggests, as a solution to this
techni cal problem the addition of a second pol yam de
conpound, ie the aliphatic polyamde (A)(ii).

As shown in section 5.3 above, the fluidity of the
conpositions in Exanples 1 to 3 is increased while the
resistance to calciumchloride is as good as or even
better than, and the resistance to water practically
as good as for Conparative Exanple 1 representing the
cl osest state of the art. Furthernore, the val ues of

t hese inventive exanples for tensile strength, tensile
breaki ng el ongation, flexural strength, flexural
nodul us and notched |zod inpact (all nmeasured at 23°QC)
are very close or even equal to the val ue of
Conpar ati ve Exanple 1 containing the pure sem aromatic
pol yam de

The appel | ant argued that sone of the properties of
Exanples 1 to 3 are nuch worse than the correspondi ng
paraneters of Conparative Exanple 1, citing in
particular flexural strength and flexural nodulus at

hi gh tenperature, and therefore, the technica

problem ie the provision of a conposition with
inmproved nelt fluidity while naintaining good
mechani cal properties, was not solved. However, such a
narrow i nterpretation of the technical problemis, in
the board's view, not justified in the present case.
Firstly, it cannot be expected that each and every
property has to be kept at the same high |level, and,
secondly, it has not been shown by the appellant that
the flexural strength and the flexural nodulus at high
tenperature are unacceptable to such an extent that
the bl ends are not suitable for technical

appl i cations.



5.4.3

6.2

6.3

6.3.1

1661.D

- 22 - T 0788/ 01

In summary, the board is satisfied that the above
identified technical problemis, on balance, solved by
the features identified in Caim1l.

| nventive step (nmain request)

It remains to be decided whether the proposed
solution, ie the addition of the aliphatic pol yam de
(A (ii), is obvious fromthe prior art.

In D6 itself, there is no suggestion as to how t he
fluidity of the conpositions mght be further

i nproved, let alone a hint to the addition of an
al i phati c pol yam de.

D7 and D8 describe certain sem aromatic copol yam des
(D7) and certain anorphous and transparent
copol yam des (D8) suitable for nmoul di ng of shaped
articles, whereby it is essential that the pol yam des
contain specified amunts of terephthalic acid,

2- met hyl pent anet hyl ene di am ne and hi ndered aromatic
di am ne recurring structural units. Reinforcing
fillers such as organic and inorganic fibres nmay be

i ncorporated into the polyam des (D7: colum 5,

lines 34 to 37; D8: colum 5, lines 56 to 62).
Furthernore, the polyam des may be bl ended or m xed
wi th ot her honb- or copol yam des, inter alia nylon 66
(D7: colum 5, lines 43 to 60; D8: colum 5, line 67
to colum 6, |ine 15).

Both D7 (colum 1, lines 61 to 64) and D8 (colum 1,
lines 51 to 54) seek to inprove the thernonechani cal
stability of polyam des by control of the glass
transition tenperature (T;) and the nelting tenperature
(T). This is achieved in both docunents by introducing



6.3.2

6.4

1661.D

- 23 - T 0788/ 01

certain structural units into the copol yam de chai n,
in particular fromhindered aromati c di am nes. Hence,
D7 and D8 address a different technical problemfrom
the patent in suit. Furthernore, the solution taught
in these docunents, ie chem cal nodification of the
polyam de, is also different fromthe bl endi ng
solution taught by the patent in suit. Thus, neither
D7 nor D8 teaches or suggests to the skilled person to
try blending of polyam des in order to inprove
fluidity.

The appellant referred to certain passages in D7
(colum 5, lines 43 to 60) and D8 (colum 5, line 67
to colum 6, line 15) that disclose the possibility of
bl endi ng t he pol yam des of D7 and D8 with aliphatic
pol yam des. However, no advantage is stated and there
is no suggestion that such bl ending could solve the
techni cal problem of the opposed patent. The nere fact
that D7 and D8 disclose the possibility of blending
aromatic and aliphatic polyam des is not sufficient,
as alleged by the appellant, to cone to the conclusion
that it was obvious to nodify the pol yam des of the

cl osest prior art accordingly. Moreover, the skilled
person woul d have no notivation to apply this isol ated
teaching of D7 and D8 to the pol yam des of D6, so that
t he conbination of D6 with D7 and/or D8 woul d be based
on hi ndsi ght.

Al so the appellant's argunent that the properties of
the clained blends are sinply a |inear conbination of
t he properties of the individual polyam des is not
convincing. Firstly, polyner blends are not ideal

sol utions which nmakes it difficult, if not inpossible,
to predict the properties of polyner blends. Secondly,
the data in Tables 1 to 3 in the patent in suit show
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that the values of sone properties are equal to the
predi cted val ues, sone are better and some are worse.
Thus, this in itself is an indication that the
properties of the clainmed polyam de blend is indeed
not predictable. Thirdly, the appellant has not

provi ded a docunent, |let alone a docunment belonging to
the prior art, which would support the argunent that

t he properties of polyam de bl ends coul d have been
predi cted fromthe values of the individual

pol yam des.

In summary, the docunments cited by the appell ant
cannot render the clainmed subject-matter obvious. The
subject-matter of Claim1 of the main request, and, by
t he sane token, that of Clains 2 to 6 consequently

i nvol ves an inventive step within the nmeaning of
Article 56 EPC.

Apportionnent of costs

The respondent requested that the board order an
apportionment of 100% of its costs for attending the
second oral proceedi ngs, because the docunents filed
at the first oral proceedings raised questions as to
the identity of the opponent/appellant and whet her the
representative hinself was duly authorised to argue
the case before the board, making it necessary to
continue with the procedure in witing w thout having
di scussed the nerits of the appeal.

Adm ttedly, the second oral proceedi ngs were caused by
the obscurity arising fromthe alleged transfer of
opposition and fromthe m ssing authorization of the
appel I ant/ opponent whi ch was consi dered by the board
as the "true' opponent/appellant, ie BP Corporation
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North Anmerica Inc. (sections Xl and 2.3.2, above).
Nevert hel ess, the representative of the appell ant
presented at the first oral proceedings on 18 October
2002 an aut horization from Sol vay Pol ynmers, Inc. which
was considered by the appellant's side as the
legitimate owner of the opposition. Furthernore, it is
apparent fromthe dates of the various letters in the
file that the representative of the opponent appell ant
was not in a position to file the docunents presented
at the first oral proceedings sufficiently earlier to
have all owed the board to clarify the situation
especially when taking into account the relatively
conpl ex situation of the present case arising fromthe
change of conpanies of the representative and the

al | eged change of opponent. Thus, it cannot be

concl uded that the costs incurred in view of the
second oral proceedings were caused intentionally by
the appellant or were the result of an abuse of
procedure.

Thus, whilst it is indeed unfortunate that the
respondent was involved, through no fault of its own,
in the expense of attending two oral proceedings, the
ci rcunst ances of the case are not such as to |ead, for
reasons of equity, to a different apportionnment of
costs, the latter principle being inherent in

Article 1la of the Rules of Procedure of the Boards of
Appeal relied upon by the respondent, since these

Rul es are subordinate to the rel evant provisions of

t he EPC.
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7.4 In summary, in the present case, the board sees no
reason for departing fromthe principle that each
party to the proceedings shall neet the costs it has
incurred. Therefore, the respondent’'s request for
apportionment of costs according to Article 104(1) EPC
is rejected.

Or der

For these reasons it is decided that:

1. The appeal is dism ssed.

2. The request for apportionnment of costs is rejected.
The Registrar: The Chai r man:

E. Gorgnmaier R Young
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