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Summary of Facts and Subm ssi ons

1992.D

Eur opean patent No. O 684 867 was granted with a set of
12 clains, of which claim1l was directed to a bl ood
filter device with clains 2 to 7 dependi ng thereon and
claim8 directed to a nethod for manufacturing a filter
device according to claim1, with clains 9 to 12
dependi ng t hereon.

Caim1l read as foll ows:

"A blood filter device conprising a filter housing (18)
enclosing a filter pad assenbly (20), the filter pad
assenbly conprising first, second and third | ayers

(28, 30,32), the housing (18) conprising a first

fl exi bl e housing el enent (44) overlying the first |ayer
(28) and a second flexible housing el enent (46)
overlying the third layer (32), the periphery of the
filter assenbly (20) and a rim of each housing el enent
(44,46) being integrally bonded by a heat and pressure
seal (48), whereby the filter assenbly (20) is

encapsul ated in the housing, an inlet port (36) in the
first housing elenent (44) for conveying blood to the
filter (20) and an outlet port (38) in the second
housi ng el enent (46) for conveying blood fromthe
filter (20),

characterised in that each filter |ayer (28,30, 32)
conprises a filter mediumw th the three | ayers having
t heir peripheries bonded together and bonded with the
rims of the housing elenents (44,46) in said heat and
pressure seal, the first housing el enment (44) overlying
the first layer (28) and the second housi ng el enent
(46) overlying the third layer (32), which is nade of a
woven, or knitted material, to interrupt occluding
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surface contact of the collapsible second filter
housi ng el enent (46) with the filter assenbly (20)
during drainage."

An opposition was | odged agai nst the patent on the
grounds of Article 100(a), (b) and (c) EPC and
supported, inter alia, by the foll ow ng docunent:

D1: EP-A-0 526 678

The appeal was from a decision of the Opposition
Division rejecting the opposition. It was held that the
prior art did not give the skilled person any incentive
for nodifying the arrangenent of the inlet and outl et
ports of D1 such as to have these ports nounted within
t he housi ng el enents.

Wth the statenent of the grounds of appeal, the
appel l ant nmade reference for the first tinme, inter alia,
to the foll ow ng docunent:

D10: EP-A-0 516 846

The appell ant al so set out the argunments to show t hat
the subject-matter of claim1 | acked an inventive step

in view of the prior art.

By letter of 3 May 2002, the respondent noted that the
ground of opposition under Article 100(b) and (c) EPC
was not contained in the appeal. In addition, argunents
were submtted to show that the clainmed blood filter
device was inventive over D1, either taken alone or in

conbination with any of the other cited docunents.
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VI, At the oral proceedings on 17 July 2003, the respondent
filed a set of amended clains as basis for an auxiliary
request .

VIII. The appellant's argunents nmay be summarised as foll ows:

- The subject-matter of claim1 was distinguished
fromthe closest prior art according to D1 by
three technical features. These distinguishing
features solved different technical problens and
therefore had to be exam ned independently using
t he probl em sol uti on approach.

- The nodification of the filter as proposed in
claim1l was obvious in view of D1 in conbination
with the disclosure of D10.

I X. The respondent’'s argunents were essentially the

f ol | owi ng:

- The overall problemto be solved was to provide an
i nproved bl ood filter device. Al the
di stingui shing features nust be consi dered
col l ectively when assessing inventive step since
they all contributed to inproving the performance
of the device.

- The patent in suit also addressed the probl em of
fluid bypassing the filter and that of downstream
occlusion of the filter pad. These problens were
solved in a manner that sinplified the
construction of the filter device.

1992.D
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- In D1, the filter pad was bonded to the housing
via a pliable frane. There was no teaching or
suggestion in D1 that would |l ead the skilled
person to dispense with that pliable frane and
instead have the filter pad assenbly integrally
bonded to the outer housing.

- There was no reason for the skilled person to
choose to position the ports as in claim1l from
the various options as offered in D10.

The appel | ant requested that the decision under appeal
be set aside and that the patent be revoked.
Auxiliarily, it was requested that the case be remtted
to the departnent of the first instance and the appeal
fee be reinbursed.

The respondent requested that the appeal be dism ssed
and the patent be nmmintained as granted or, in the
alternative, on the basis of the auxiliary request
filed at the oral proceedings.

Reasons for the Decision

1992.D

Mai n request

G ounds of opposition under Article 100(b) and (c) EPC

As is correctly observed by the respondent, the
findings of the opposition division on the question of
| ack of disclosure and added subject-matter were not
chal I enged by the appellant at the appeal proceedings
(see Reasons for the decision, itens 2 and 3 and the
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respondent's letter dated 3 May 2002, itens 4 and 5).
Nor can the Board recogni se any need for re-exam ning
the facts of its own notion (Article 114(1) EPC)

G ound of opposition under Article 100(a) EPC

Novel ty

It is undisputed that the device according to claiml
is new. This will also be clear fromthe foll ow ng

di scussi on on inventive step.

| nventive step

Claiml is directed to a blood filter device conprising
a filter housing enclosing a filter pad assenbly.

It is conmmon ground that the closest prior art is
represented by D1 which is also directed to a bl ood
filtration device. D1 discloses a filter bag conprising
an envel ope (or filter housing) fornmed by sealing the
peri phery (25) of two plastic sheets (9, 10). A filter
pad (11) is maintained in place within a pliable frame
(12) which is used to delimt two separate conpartnents
(13, 14) within the filter housing. These conpartnents
are in fluid communication with the exterior through
flexible in- and outlet tubes (15, 16) which are

sandw ched between the flexible sheets constituting the
filter housing. The pliable frane consists of two

pl astic sheets (17, 18) seal ed together at the

peri phery (19) of the filter pad and on the periphery
(25) of the filter housing (see colum 4, line 3 to
colum 5, line 13 and Figures 2 to 4). In addition, the
filter device also incorporates flexible rods (21, 22)
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at the interior of the plastic sheet (10) on its
downstream si de. These are seal ed onto the periphery
(25) of the filter bag (colum 5, lines 22 to 40 and
Fi gure 5).

The respondent at first asserted that the probl emthat
the patent in suit set out to solve was to inprove the
filter device according to D1. As has later arisen from
t he di scussion at the oral proceedings, however, the
respondent has not argued that the device as clai ned
wor ks better than the known device according to D1. In
fact, the gist of the patent in suit is to address two
di stinct key aspects and the solution proposed here is
to sinplify the construction of the filtration device.
The Board therefore can see the technical problemwth
respect to D1 in the provision of a further bl ood
filtering device which solves the follow ng parti al
problens in a manner that sinplifies its construction:

(a) the problemof preventing fluid bypassing a nulti-
| ayer pad assenbly positioned in a flexible
housi ng and

(b) the problemof preventing downstream occl usi on of
the filter pad assenbly by the flexible housing
when the filter is in use.

This view is also consistent with the respondent’'s
witten subm ssions (see the respondent's letter dated
3 May 2002, page 4, second full paragraph).

In order to solve the above indicated technica
problens, it is stipulated in claim1l that:
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(1) the inlet and outlet ports for conveying blood to
and fromthe filter be positioned in the upstream
and downstream housing el enments nmaki ng up the
filter housing,

(1i) the three-layer pad assenbly be encapsul ated in
the flexible filter housing, with these filter
| ayers having their peripheries integrally bonded
t oget her and bonded with the rins of the housing

el enent s.

(iti)the third filter layer be nmade of a woven or
knitted material .

By choosing the third filter layer to be made of a
woven or knitted material and by arranging the inlet
and outlet ports to be within the plastic housing
sheets instead of being sandwi ched between these sheets,
all the layers of the filter pad assenbly can be

peri pherally bonded to one another and integrally
bonded with the rins of the flexible housing el enents.
To the Board, it is plausible that the integral bonding
between the filter pad assenbly and the flexible
housi ng el enments, which solves the partial problem of
fluid bypass, would be nmade nore difficult if the ports
wer e sandwi ched between these housing elenents. It is

i ndeed uncontested that the construction of the filter
device as clained is sinplified with respect to the
prior art. It is also common ground that the third
filter layer further solves the partial problem of
preventing downstream occlusion of the filter pad
assenbly when the filter is in use.
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I n consequence, it is manifest that the technical

probl en(s) as stated in point 2.2.3 above is/are indeed
solved by the clainmed device. The only question left to
be el aborated upon is whether the solution as proposed
inclaiml is obvious in view of the available prior

art.

Re: distinguishing feature (i)

Positioning of the inlet and outlet ports.

The appel | ant has contended that the device as proposed
inclaimlis obvious in viewof D1 in conbination with
D10 which, being directed to a filter suitable for

nmedi cal final filtering or blood transfusion, is in the
sane technical field as DI and the patent in suit
(colum 1, lines 1 to 8). The filter according to D10
is produced by heat sealing heat-fusible filns to a
filter menbrane, thereby form ng a cl osed baggy space
on both sides of the filter nmenbrane. Each of these
baggy spaces is provided with an inlet fromor outlet
to acircuit (colum 2, lines 1 to 24). In this
respect, D10 expressly discloses various possibilities
for arranging these inlet and outlet ports. In one
enbodi ment, the inlet and outlet ports are in the
housing filns and fused to these filnms to prevent fluid
| eakage (colum 2, line 45 to colum 3, line 4 and
Figures 1 to 3). As a further option, the inlet and
outl et tubes can also be fused between the housing
films and the filter nenbrane at their edges (colum 4,
lines 7 to 13 and Figures 8 and 9). The appellant has
then concluded that it is a matter of choice, depending

on the circunstances and not on inventive activity, to
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position the ports in the housing elenents as in
claiml1l or between these elenents as in DIl.

As is correctly noted by the respondent, however, in
bot h enbodi nents cited by the appellant, either
according to Figures 1 to 3 or to Figures 8 and 9 of
D10, the filter device conprises a single filter
menbrane that is sandw ched between two flexible
housi ng el enents. In the case where the filter device
conprises nore than one filter menbrane, the inlet and
outlet ports are sandw ched between the housing

el ements (colum 5, lines 26 to 45 and Figure 14). In
the Board's judgnment, D10 therefore does not clearly
and unanbi guously offer the choice of arranging the
inlet and outlet ports in the filter housing when the
filter device incorporates a multi-layer filter pad, as
is the case for D1 and the patent in suit.

Re: distinguishing feature (ii)

I ntegral bonding of the filter pad and the housing

el enent s.

The appel |l ant has remarked that fluid bypassing and

| eaking is also prevented in D10 by fusing the plastic
films formng the filter housing to the filter nenbrane
(see D10, columm 2, lines 1 to 24). Since claim1l
proposes the same solution to the sanme technical
problem the integral bonding as stipulated in claiml

is obvious in viewof this prior art teaching.
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The Board notes that it is explicitly indicated in D1
that the problemof |eaking (or fluid bypassing) is
resolved at two |levels (see in particular colum 4,
lines 20 to 33):

(a) first, by a string (19) of peripheral seal fixing
the filter pad (11) to the centre of the pliable
frame (12) and

(b) second, by another peripheral seal bonding the
peri phery of the pliable frame (12) to the plastic
sheets (9,10) form ng the housing elenents, and
the inlet and outl et tubes (15, 16).

It is therefore undisputable that the pliable franme is
an essential elenent of the device of D1 and that there
is no disclosure or suggestion in DL to dispense with
that frane. In the Board' s judgnent, when seeking an
alternative to the device of D1 with the aimto nmake
its construction sinpler, the skilled person a prior
does not get any incentive fromDl to have the filter
pad assenbly integrally bonded directly to the filter
housing instead of it being bonded via a pliable frane.

Re: Conbi nation of distinguishing features (i) and (ii)

The appel |l ant has al | eged that, when assessing
inventive step, the devel opnent of the present
nodi fi cation nust be seen in the correct context.

H storically, the earlier comrercially avail abl e bl ood
filters are all devices with rigid housings. D1 is the
first docunent to disclose a filter device in which the
housing is forned fromplastic sheets. This is nmade
possi bl e by using plastic bags which are originally
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enpl oyed in the production of blood bags. For the bl ood
bags, the problemof fluid | eakage is rather
restricted, so that it is natural to seal the plastic
filmse with the ports sandw ched in-between. Wen this
known structure is transposed to the production of
flexible filter bags, the problem of |eakage is nore
critical. This is then solved in D1 through the
intermediary of a pliable frame for securing the filter
medi a. Once the skilled person seeks to sinplify the
production of the flexible filter bags by noving the
ports to be within the plastic housing sheets as
proposed in D10, the pliable frane becones redundant.

In the Board's judgnent, however, the appellant's
argunent is flawed in that it is based on the reasoning
of what the skilled person could have done but not what
he woul d have done with the knowl edge of D10. I|ndeed,

t he appel | ant has argued that D10 suggests, on the one
hand, two options for arranging the ports and, on the
ot her hand, that plural filter menbranes can be
installed in the external polyethylene bag (colum 5,
lines 44 to 45). D10 thus does not exclude the
possibility for the ports to be arranged in the filter
housings in the case that the filtration nediumis a
plurality of filter nmenbranes or a filter pad. As is

al ready indicated above, however, this particular
enbodi nent is not disclosed in D10 (see item 2.2.6).
Furthernore, the appellant has not indicated where in
D1 or D10 a pointer can be found which would | ead the
skilled person to envisage such enbodi nment. The Board

t herefore holds that, wi thout the benefit of hindsight,
there is nothing in the available prior art which would
notivate the skilled person to conbine the teaching of
D10 with that of D1 in such a way that would
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necessarily result in a device conprising the
positioning of the inlet and outlet ports and the
integral bonding as in claim1. In the absence of proof
or at l|least convincing argunents to the contrary, the
Board must conclude that the subject-matter of claiml

i nvol ves an inventive step.

Re: distinguishing feature (iii)

Third filter layer of woven or knitted materi al

In view of the above finding, the Board holds it to be
irrelevant as to whether the incorporation of a third
filter layer as stipulated in claiml in lieu of the
flexible rods as in DL is obvious with respect to the
avai l abl e prior art.

The appel | ant has not raised any objection against the
patentability of the remaining clains 2 to 12, nor can
the Board see any reason for querying the patentability
of these clains. The patent in suit can therefore be
mai ntained with the clains as granted.

Auxiliary request for remttal and rei nbursenent

The appel | ant has argued that the wording of claiml
woul d normal ly inply that the positioning of the ports
along with the other technical features also stipulated
in the preanble of claim11, are known in conbination in
the art, here fromDl. If the feature in question were
i ndeed new, then the respondent should have nade it
clear by submtting an anmended claim 1 which satisfies
the requirenents of Rule 29(1) EPC. The respondent
having failed to file a correctly worded claim the



4.2

1992.D

- 13 - T 0780/ 01

appel l ant was therefore taken by surprise that the
positioning of the ports should be decisive for the
out come of the opposition proceedi ngs. The appel | ant
has gone on to argue that, consequently, he did not
have a fair chance for defending his case before the

first instance.

It is undisputed that the decision to reject the
opposition is based on the finding that the

i ncorporation of the feature of the inlet and outl et
ports being located in the flexible housing elenents in
claim1l1 involves an inventive step. It is also
irrefutable that the distinguishing feature in question
is in the preanble of claim 1. The reasoning offered by
the opposition division is that "the avail able prior
art does not provide any hint towards |ocating the
inlet/outlet ports in the flexible sheets, effectively
pi ercing them The sane procedure of sandw ching these
ports between the flexible |layers is consistently used.
In this respect it is noted that, although the opponent
al l eged during the oral proceedings that it is conmon
praxis to secure tubing in the flexible parts of the
bag, no substantiating evidence was provided." (see
deci si on under appeal, pages 6 to 9, in particular

page 7, penultimate paragraph and page 9, item5.6).

The Board first wishes to remark that the objections
rai sed by the appellant under Rule 29(1) EPC do not
constitute a ground for opposition. Amendnents to
claiml for that reason alone would therefore be
prejudi ced by Rule 57(a) EPC
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Mor eover, the difference between the arrangenent of the
ports in claim1 and that in Dl is indicated in the
respondent’'s letter of 16 August 2000 (page 6, item
5.1). Not only has the appellant acknow edged this fact
in his letter dated 12 January 2001 but he has al so

i ndicated that prior art docunents would be subm tted
to this respect (page 2, item3, in particular |ast

par agr aph). The Board therefore cannot see how t he
appel l ant coul d have been taken by surprise at the

rel evance of the technical feature in question. Further
to that, the Board notes that the oral proceedings
before the opposition division took place on 9 March
2001, nore than 6 nonths after the date of reply by the
respondent. The appellant therefore could not (and did
not) argue that he did not have enough tine for
preparing his case and file the pertinent prior art
docunent (s). The decision as to whether or not to file
and di scuss docunent D10 at the opposition proceedi ngs
was thus his and not that of the other party. As a
consequence, the Board holds that the appellant has had
t he opportunity to have his case exam ned upon the same
facts by both instances, so that there is no
justification for a remttal as foreseen in

Article 111(1) EPC.

Pursuant to Rule 67 EPC, a reinbursenent of appeal fee
can only be ordered if at |east the appeal is deened to
be al | owabl e, which is not the case here.
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Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

U. Bul t mann R Spangenberg

1992.D



