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Summary of Facts and Subm ssi ons

0332.D

Appel lants | and Il (opponents 02 and 03) | odged an
appeal against the interlocutory decision of the
Opposition Division maintaining the European patent
No. 0 581 212 in anended form

The Opposition Division held that the grounds of

opposi tion under Article 100(a) EPC (|l ack of novelty
and | ack of inventive step, Articles 54 and 56 EPC) did
not prejudice the maintenance of the patent in anmended
form

Oral proceedings before the Board of Appeal were held
on 25 Novenber 2003.

Appellants | and Il and the other party (party to the
appeal proceedings as of right pursuant to Article 107
EPC, opponent 01) requested that the decision under
appeal be set aside and that the patent be revoked.

The respondent (patent proprietor) requested that the
appeal s be di sm ssed.

| ndependent claim1 of the patent in suit reads as

foll ows:

"1. An apparatus for nounting a plate (13) on a plate
cylinder (1) conprising a plate | ockup device (4) and a
reference pin (16, 30, 40), provided in a gap (2)
formed in a circunferential surface of said plate
cylinder (1), a reference pin hole (26) in the plate
(13), a plate detecting neans (16a, 30b, 50) and an

i ndi cator nmeans for confirmng and indicating insertion
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of the plate (13) on the basis of a detecting signal
fromsaid plate detecting neans (16a, 30b, 50), said
reference pin (16, 30, 40) being engaged with said
reference pin hole (26) when said plate (13) is
inserted into a gripper portion (5b, 8a) of said plate
| ockup device (4), said reference pin hole (26) is
formed as a notch at the insertion end (13a) of said
plate (13) consisting of a conductive material, and
said plate detecting neans (16a, 30b, 50) are arranged
in the reference pin (16, 30, 40) to oppose only a
bottom portion (26a) of said reference pin hole (26) so
that said plate detecting neans (16a, 30b, 50) detect
that said electrically conductive bottom portion (26a)
of said reference pin hole (26) contacts said reference
pin (16, 30, 40) to output a detecting signal of plate
insertion characterised in that, otherwi se, said plate
detecting neans (16a, 30b, 50) do not output the
detecting signal to said indicator neans when the
electrically conductive side portion of said reference
pin hole (26) contacts said reference pin (16, 30,
40) . "

| ndependent claim4 of the patent in suit reads as
foll ows:

"4. An apparatus for nounting a plate (13) on a plate
cylinder (1) conprising a plate | ockup device (4) and a
reference pin (16, 30, 40), provided in a gap (2)
formed in a circunferential surface of said plate
cylinder (1), a reference pinhole (26) in the plate
(13), a plate detecting neans (16a, 30b, 50) and an

i ndi cator nmeans for confirmng and indicating insertion
of the plate (13) on the basis of a detecting signal
fromsaid plate detecting neans (16a, 30b, 50), wherein
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said reference pinhole (26) is forned as a notch at the
insertion end (13a) of said plate (13), said reference
pin(16, 30, 40) is engaged with said reference pin hole
(26) when said plate (13) is inserted into the gripper
portion (5b, 8a) of said plate | ockup device (4), and
said plate detecting neans (16a, 30b, 50) are arranged
in the reference pin (16, 30, 40) to oppose only a
bottom portion (26a) of said reference pin hole (26) so
that said plate detecting neans (16a, 30b, 50) detect
that said bottom portion (26a) of said reference pin
hol e (26) contacts said reference pin (16, 30, 40) to
out put a detecting signal of plate insertion and ,
otherwi se, said plate detecting neans (16a, 30b, 50) do
not output the detecting signal to said indicator neans
when portions of said reference pin (16, 30, 40) which
do not oppose said bottom portion (26a) of said
reference pin hole (26) contact the plate (13) or when
the side portion of said reference pin hole (26)
contacts said reference pin (16, 30, 40) characterised
in that said reference pin has a nonmagnetic netal
detecting sensor (50) constituting said plate detecting
means at the position corresponding to said bottom
portion of said reference pin hole, said nonmagnetic
nmetal detecting sensor detecting a proxinmal state of
said bottom portion of said reference pin hole forned
in a nonmagnetic nmetal plate to detect insertion of the
pl ate."

The follow ng docunents were in particular referred to
in the appeal procedure:

D1: DE-U-77 28 905

D2: DD A-69 382
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D5: EP-A-0 075 900

D8: Docunents D8a to D8h relating to a prior use of a
"Druckpl att en- Anl ege-Kontrol l e" of Lehner GibH,
Ki rchhei nf Teck

Appel lants | and Il and the other party argued
essentially as foll ows:

(a) New ground of opposition (only appellant Il and
t he ot her party)

Claim4 of the patent in suit is a new i ndependent

clai mintroduced during the opposition procedure. Thus,
t he new ground of opposition under Article 100(b) EPC
is not a ground of opposition which, in accordance with
decision G 9/91 of the Enlarged Board of Appeal, nay be
introduced only with the consent of the patent
proprietor.

(b) Public prior use

Docunents D8a to D8h give sufficient evidence that the
subj ect-matter disclosed by these docunents was used in
public before the priority date of the patent in suit.

(c) Article 123(3) EPC (only appellant 11 and the
ot her party)

In the patent as granted, claim4 was a cl ai m dependent
on claim1l. The anmendnents nade to claim 1 during the

opposi tion procedure caused a reformulation of claimA4.
This refornul ati on extended the scope of protection of
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claim4. Since claim4 is now an i ndependent claim the
patent in suit covers two inventions and thus a broader

scope than the patent in suit as granted.

(d) Novelty

Claim1l of the patent in suit conprises the functiona
feature that the plate detecting neans do not out put
the detecting signal when the side portion of the
reference pin hole contacts the reference pin. This
functional feature is also conprised in docunent D1.
The teaching inparted to a person skilled in the art by
this docunment is to isolate the side edges of the
reference pin hole of the plate against the reference
pin of the plate cylinder. It is therefore clear for
the person skilled in the art, and therefore inplicitly
di scl osed in docunent D1, that either the side edges of
the plate or the portions of the reference pin facing

t hese side edges nust be isolated or that an isol ation
nmeans nust be placed between reference pin and
reference pin hole. Since docunent D1 al so discl oses
all the other features of claiml of the patent in suit,
t he subject-matter of this claimlacks novelty. Caimi4
of the patent in suit differs fromclaiml in that it
specifies a nonmagnetic netal detecting sensor for
detecting a proximal state of the bottom portion of the
reference pin hole and the reference pin. Such a
detector is also conprised in docunent Dl1. \Wen the
reference pin contacts the bottom portion of the
reference pin hole, the proxinmal state of these two

el enments is reached and a detecting signal is issued.
This corresponds to the detecting sensor and its
function of claim4 of the patent in suit. Thus, the
subject-matter of this claimalso | acks novelty.
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(e) Inventive step

The cl osest prior art is represented by docunent D1.
Thi s docunent teaches a person skilled in the art to
isolate the side edges of the reference pin hole from
the reference pin. Wether this isolation is realized
by isolating the side edges of the pin hole or by
isolating the side portions of the reference pinis a
matter of choi ce anong equi val ents. Wen the side edges
of the reference pin hole are isolated, this isolation
nmust be provided for each printing plate, whereas, when
the reference pin is isolated, this isolation nust be
provided only once. Thus, it is nore advantageous, and
consequent|ly obvious, to isolate the reference pin.
Thi s approach applies both for claim1l and claim4 of
the patent in suit, and this approach is supported, as
concerns claim1, by docunent D5 where the side
portions of the reference pin are flattened so that

t hey cannot contact the side edges of the reference pin
hol e, and, as concerns claim4, by docunent D2 where
the electrical resistance between pin and pin hole is
neasured so that a proxinmal state of these two parts
can be detected. Thus, the subject-matter of clains 1

and 4 does not involve an inventive step.

The respondent argued essentially as foll ows:

(a) New ground of opposition

Claim4 of the patent in suit is identical to claim4

of the patent as granted. Thus, the new ground of
opposi tion under Article 100(b) EPC cannot be
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i ntroduced without the consent of the patent proprietor,
i.e. the respondent. This consent is not given.

(b) Public prior use

Docunents D8a to D8h | eave many doubts as to what was
used and the date of use so that these docunents cannot
be considered to represent prior art.

(c) Article 123(3) EPC

Since the content of claim4 of the patent in suit is
identical to the content of claim4 of the patent in
suit as granted, it cannot infringe Article 123(3) EPC

(d) Novelty

Figure 1 of docunent D1 shows by the dotted |lines 15
and 16 the isolation of the side edges of the reference
pin hole. In contrast, claim1 of the patent in suit
defines that the side portions of the reference pin
hole are electrically conductive. For this reason the
subject-matter of claim1 is novel. Neither docunent D1
nor the other prior art docunents show a nonmagnetic
nmetal detecting sensor as specified in claim4 of the
patent in suit. Thus, the subject-matter of this claim

is al so novel

(e) Inventive step

Docunment D1 represents the closest prior art. It
relates to the same problemas the patent in suit, i.e.
to ensure that a detection signal of a plate detecting
nmeans i s issued only when the bottom portion of the
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reference pin hole contacts the reference pin. The
subject-matter of claim1 of the patent in suit differs
from docunent D1 in that the side portions of the
reference pin hole are electrically conductive. It
follows fromthat feature that the portions of the
reference pin which conme into contact with the side
portions of the pin hole are isolated. Docunment Dl does
not suggest to nodify the plate detecting neans such
that, instead of the side portions of the reference pin
hole, the reference pin is isolated. Docunent D5 does
not suggest that either. The flattened side portions of
the reference pin of this docunent are another solution
whi ch, however, cannot render an isolated reference pin
obvi ous. Docunent D2 relates to a different problem and
wi |l not be considered by a person skilled in the art.
The subject-matter of claim4 solves the posed probl em
by a nonmagnetic netal detector. Such a detector is

nei ther shown in, nor rendered obvious by, any of the
prior art docunents. Consequently, both the subject-
matter of claiml and of claim4 involve an inventive

st ep.

Reasons for the Decision

0332.D

New ground of opposition

The new ground of opposition under Article 100(b) EPC
was raised by appellant Il and the other party with
respect to claim4 of the patent in suit. Claim4 as
granted was a dependent cl ai mconprising by reference
all features of claim1l as granted and conpri sing
additionally a definition of a nonmagnetic netal
detecting sensor and its function. Caim4 of the
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patent in suit is fornulated as an i ndependent
claimand conprises in full wording all features of
claiml as granted and the sane additional features of
claim4 as granted. Consequently, the content of
claim4 of the patent in suit is identical to the
content of claim4 as granted.

I n accordance with opinion G 9/91 of the Enlarged Board
of Appeal (QJ EPO 1993, 408, cf. points 18 and 19 of

t he Reasons) the introduction of this new ground of
opposition requires the consent of the respondent. The
latter did not give his consent and, consequently, this
ground of opposition cannot be dealt with in this

deci si on.
2. Public prior use
Docunents D8a to D8h submtted by appellant Il to

adduce evidence of an alleged public prior use consi st
of an offer by "Lehner GrbH' to "Schmal bach Lubeca AG'
about a "Druckpl atten-Anl ege-Kontrolle" (D8a) nade on
8 April 1992; four "Artikelstammbl atter” of a "Signal-
Ver st arker 01", dated 8 June 1992, a "Druck-Pl atten-

| ndi kat or 02", dated 8 June 1992, a "Druck-Pl atten-

| ndi kat or 01", dated 8 June 1992, and a "Pl atten-

Anl ege-Kontroll e 01", dated 8 April 1992 (D8b); a
drawing of a "Palstift", dated 11 March 1992 (D8c); a
"Projektliste", dated 16 February 1995 (D8d); a

techni cal description of a "Druck-Platten-Anlege-
Kontrol |l e" (D8e), dated 28 April 1992, which is
identical to the technical description conprised in
docunent D8a; a drawi ng of a "PalRsystent, w thout a
date in the drawing's date field but a date stanp on
the drawi ng of 4 June 1992 (D8f); a drawing of a

0332.D
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"PalRstift", dated 10 April 1992 and a date stanp on the
drawi ng of 4 June 1992 (D8g); and a delivery note of
"Cerasiv GroH' to "Lehner GibH' about "Ei nsaetze (Pass-
Stifte) aus Oxi dkeram k B40 nach Zei chnung vom 8. 12. 92"
i ndi cating an order date of 15 Decenber 1992 and a
delivery date of 29 January 1993 (D8h).

Appel lant Il could not prove that the offer according

to docunent DBa was followed by an order and a delivery.
No order, delivery note, or invoice was presented.

Appel lant 1l could not prove how docunents D8b, D8c,

D8d, D8f and D8g are correlated to each other and to

the offer according to docunent D8a. Mbreover, docunent
D8h gives rise to doubts about the date at which Lehner
GH was able to deliver the offered "Druck-Platten-

Anl ege-Kontroll e". Lehner GrbH obtained the reference
pins of this device froman external manufacturer. The
delivery note of this manufacturer (docunent D8h) is of
29 January 1993 and indicates that the reference pins
wer e produced according to a drawi ng of 8 Decenber 1992.
However, the priority date of the patent in suit is

31 July 1992. Thus, appellant Il could neither prove
what was used nor the date of use. Thus, he failed to
prove the alleged public prior use up to the hilt (cf.

al so decision T 472/92, QJ EPO 1998, 161, points 3.1

and 3.2 of the Reasons).

For this reason docunents D8a to D8h cannot be
considered to represent prior art according to
Article 54(2) EPC and have to be disregarded.
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Article 123(3) EPC

bj ections under Article 123(3) EPC were rai sed agai nst
claim4 of the patent in suit. As stated above under
point 1, the content of claim4 of the patent in suit
is identical to the content of claim4 of the patent as
granted. Consequently, claim4 of the patent in suit
does not extend the protection conferred.

The Board is therefore satisfied that claim4 of the
patent in suit neets the requirenents of Article 123(3)
EPC.

Novel ty

Claim1l of the patent in suit specifies that the plate
detecting nmeans do not output the detecting signal when
the electrically conductive side portion of the
reference pin hole contacts the reference pin.

Docunent D1 di scl oses an apparatus having the features
specified in the preanble of claim1l of the patent in
suit. Docunment Dl describes two alternatives. Either
the side portion of the reference pin hole is
electrically conductive, in which case the plate
detecting neans outputs a signal when this side portion
and the reference pin cone into contact, or the side
portion of the reference pin hole is isolated, i.e.
electrically non-conductive (cf. page 3, lines 8 to 27).
Both alternatives differ fromthe arrangenent defined
in the characterising portion of claim11 of the patent

in suit.
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In the plate detecting neans disclosed in docunment D2
the reference pin hole is a closed el ongated hol e
rather than a notch (cf. colum 5, lines 40 to 62).
Furthernore, the detecting neans outputs a signal when
a side portion of the reference pin hole contacts the
reference pin (cf. colum 6, lines 19 to 36). Thus, the
di scl osure of this docunent also differs fromthe
subject-matter of claim1 of the patent in suit.

Docunent D5 di scl oses an apparatus in which one of two
regi ster pins has flattened side portions. However, the
register pins 6 and 7 and the correspondi ng register

not ches are not part of detecting nmeans. The detecting
means is formed by pins 18 which contact the front

edges 3 of the plate (cf. page 5, lines 9 to 29; page 6,
lines 6 to 32; and Figures 2 and 4). Thus, the

di scl osure of this docunent also differs fromthe
subject-matter of claim1 of the patent in suit.

The Board therefore concludes that claim1l of the

patent in suit is novel.

Claim4 of the patent in suit specifies that the
reference pin has a nonmagnetic netal detecting sensor
whi ch detects a proxinmal state of the bottom portion of
the reference pin hole of the nonmagnetic netal plate.
Appel lant 1l was of the opinion that the detector shown
in docunent D1 is such a detector because it detects
the nost proximal state of the bottom portion of the
reference pin hole, i.e. direct contact between
reference pin and bottom portion of the reference pin
hole. This interpretation of document D1 cannot be
accepted. The expression "nonmagnetic netal detecting
sensor” inplies that this sensor is able to distinguish
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bet ween nonmagneti c and magnetic netals. The sinple

el ectrical contact of the detector of docunment D1,
however, cannot make such a distinction. It provides
the sane output signal if the pin contacts a magnetic
nmetal plate and a nonmagnetic netal plate. Thus, even
if one followed the argunments of appellant Il so far
that a sinple electrical contact is to be considered a
sensor for detecting the proximl state of the bottom
portion of the reference pin hole, this electrical
contact would not be a nonmagnetic netal detector.

Consequently, the subject-matter of claim4 of the
patent in suit is also novel with respect to the

di scl osure of document D1. The sane applies to
docunents D2 and D5 because these docunents do not show
a nonmagnetic netal detector either.

| nventive step

The essential feature of the subject-matter of claim1l
of the patent in suit is the feature that the plate
detecting nmeans do not output the detecting signal to

t he indi cator nmeans when the electrically conductive
side portion of the reference pin hole contacts the
reference pin. This feature inplies that the portion of
the reference pin facing the side portion of the
reference pin hole is isolated and that the portion of
the reference pin facing the bottom portion of the
reference pin hole is not isolated. O herwise, it would
not be possible that no detecting signal is output when
the reference pin contacts the electrically conductive
side portion and that a detecting signal is output when
the reference pin contacts the bottom portion of the
reference pin hole. The problemto be solved by this
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feature is to ensure that a detecting signal is output
only when the printing plate is properly nounted on the
cylinder (cf. colum 2, lines 28 to 45 of the patent in
suit).

The Board concurs with the parties that docunent D1
represents the closest prior art. This docunent refers
to the same problem and solves it by isolating the side
edges of the reference pin hole so that they are no

| onger electrically conductive (cf. page 3, lines 8 to
27) .
Appellants | and Il and the other party were of the

opinion that isolating the side portions of the
reference pin and isolating the side portions of the
reference pin hole are equivalents and that the
teaching inparted by document D1 is to isolate the side
portions of the reference pin and of the reference pin
hol e agai nst each other, leaving it open which of these
two elenments carries the isolation, so that, if not
novel ty destroyi ng, docunment D1 at |east renders the
essential feature of claim1l of the patent in suit

obvi ous.

The Board cannot follow this opinion. Docunment D1
clearly indicates that, in order to avoid unwanted
contact of reference pin and side portions of the
reference pin hole, the side portions of the reference
pin hole are to be isolated (cf. page 3, lines 22 to
25). Furthernore, the reference pin and the reference
pin hole edges are not nerely two electrical contacts
so that isolation of the one or the other are

equi valents. One of the two contact elenents is a
printing plate exchangeably nounted to a printing
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cylinder, and the other contact is a reference pin
permanent|ly mounted to the printing cylinder. In case
the side portions of the reference pin hole are
isolated, it is necessary to do this for each printing
pl ate, whereas, in case the reference pin is isolated,
this has to be done once only. Thus, it may at first

gl ance appear to be obvious to isolate the pin. However,
isolation of the printing plate is an easy neasure and
this isolation need not have a high wear resistance.
Contrary to that, if the permanently nounted pin is

i sol ated, the isolation nust have a high wear

resi stance and an isolation of only the portions of the
pin which face the side portions of the pin hole is a
much nore conplicated process than to isolate the side
edges of the reference pin hole. Thus, docunent D1
cannot suggest to replace the isolation of the side
portions of the reference pin hole by an isolation of
the side portions of the reference pin.

Docunent D2 does not suggest to isolate the reference
pi n against the side portions of the reference pin hole
because the adjustnent of the printing plate described
in this docunment is based on a neasurenent of the

el ectrical resistance between reference pin and a
reference pin hole edge. Thus, it is necessary that
both the pin and the pin hole are electrically
conductive (cf. colum 4, lines 11 to 47).

Docunent D5 describes a printing plate adjustnment by
means of two sensors 18, which contact front edges 3 of
the printing plate (cf. page 2, lines 19 to 21; page 6,
lines 6 to 27). The register pins 6 and 7 (cf. Figure 2
and 4) do not have any electrical function. Their
purpose is to enable a basic nmechanical adjustnent of

0332.D
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the printing plate (cf. page 5, |lines 20 to 29; page 6,
line 34 to page 7, line 12). Thus, this docunent also
does not suggest to isolate the reference pin against

t he edges of the reference pin hole. Appellant Il and
the other party argued that a person skilled in the art
woul d not read docunment D5 but just |ook at the

drawi ngs and interpret pin 7 shown in Figure 2 as a pin
which due to its flattened side portions is isolated
fromthe side edges of the reference pin hole and that
the skilled person would use such a pin in the device
of document D1 instead of the isolated pin hole edges.
This argunent is not acceptable. A person skilled in
the art will not only |ook at the draw ngs of a
docunent but al so read the docunent and then see that
this pin 7 does not have any electrical function.
Docunent D5 is silent about the purpose of the
flattened side portions of the pin. Specul ating that
this purpose is an electrical isolation of the pin

agai nst the side edge of the pin hole is possible only
with the knowl edge of the patent in suit and thus based
on hi ndsi ght.

The Board concludes therefore that the subject-matter
of claim1l1l of the patent in suit involves an inventive

st ep.

The subject-matter of claim4 of the patent in suit

sol ves the sanme problem as the subject-matter of
claim11, however, by a reference pin which has a
nonmagneti c netal detecting sensor constituting the

pl ate detecting neans at the position corresponding to
the bottom portion of the reference pin hole, this
nonmagneti c nmetal detecting sensor detecting a proxim
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state of the bottom portion of the reference pin hole
of a nonmagnetic netal plate.

None of the docunments D1, D2 and D5 nmentions or
suggests a nonnmagnetic netal detecting sensor in the
reference pin of a plate adjusting device. As already
stated above under point 4.2, a sinple electrical
contact cannot be interpreted as a nonmagnetic netal
det ect or.

In the absence of any hint in the prior art to such a
detector, the Board concludes that al so the subject-
matter of claim4 of the patent in suit involves an
i nventive step.

5.3 Claims 2, 3, 5 and 6 of the patent in suit depend on

claiml of the patent in suit. Thus, the subject-matter

of these clains also involves an inventive step.

Or der

For these reasons it is decided that:

The appeal s are di sm ssed.

The Regi strar: The Chai r man:

R. Schunacher W Mbser
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