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Summary of Facts and Subm ssi ons

0438.D

Mention of the grant of European patent No. 0 446 409
in respect of European patent application

No. 91 306 114.9, filed on 4 July 1991, was published
on 3 Septenber 1997 on the basis of a set of five
clainms, Claim1l reading:

"Afilmformng polyneric binder free of volatile
organi ¢ solvent characterised in that it conprises a
non- pi gnented bl end of at | east one hard enul sion
polymer |atex having a glass transition tenperature (T,
greater than 25°C, preferably from25 to 65°C;, and at

| east one soft enulsion polynmer |atex having a T, from
10°C to -5°C, said blend conprising from20 to 40

wei ght percent of said hard emul sion polynmer and from
80 to 60 weight percent of said soft enulsion polyner;
and wherein said hard and soft enmul sion polyners are
bot h copol yners derived from nononer systens, at |east
the maj or proportion of which is constituted by either
butyl acrylate and nethyl nethacrylate, or by butyl
acrylate and styrene, with the bal ance, if any, of each
nmonomer system bei ng constituted by one or nore other
nonoet hyl eni cal | y unsaturated conononers, the relative
proportions of said butyl acrylate and net hyl

nmet hacryl ate, or said butyl acrylate and styrene, as

t he case may be, and said ot her nonoethylenically
unsat urated conononers, if present, in each of the two
nmononer systens being different and being such as to
provi de, respectively, said hard and soft polyners."”

Claims 2 to 4 referred to preferred enbodi nents of the
bi nder according to Claiml1l. Caimb5 concerned an
aqueous pai nt conposition containing any of the binder
conpositions of the previous clains.
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On 29 May 1998 and 2 June 1998, two notices of

opposi tion against the granted patent were filed, in
whi ch the revocation of the patent in its entirety was
requested on the grounds set out in Article 100(a) EPC
(lack of novelty and | ack of inventive step) and
Article 100(c) EPC.

By a decision issued in witing on 11 May 2001, the
Opposition Division revoked the patent. That decision
was based on a main and a first auxiliary request, both
filed on 18 Decenber 2000, according to which clains 1
to 4 were fornul ated as "use" clains.

The Opposition Division held that the expression "...at
| east the major proportion of which...", present in
both requests, was to be interpreted so that, in
addition to the four identified nononers, the polyners
could contain up to 49% of other nononers. For that
interpretation there was no basis in the original
application, so that the feature "...at |east the major
proportion of which..." constituted added subj ect -
matter (Article 123(2) EPC).

On 29 June 2001 the proprietor (appellant) |odged an
appeal against the above decision and paid the
prescri bed fee on the sanme day. The statenent of
grounds of the appeal was filed on 10 Septenber 2001,
referring to the requests upon which the appeal ed
deci sion was based. By letter of 9 August 2002, two
further sets of clains were filed as second and third
auxiliary requests, Caim1 of the second auxiliary
request reading:

"Use of a filmform ng polyneric binder free of
vol atile organic solvent in a paint for reducing or
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elimnating the need for a volatile organic sol vent

coal escent in said paint wherein said binder conprises
a blend of at |east one hard emul sion polynmer | atex
having a glass transition tenperature (T, from25° to
65°C; and at | east one soft enul sion pol yner |atex
having a T, from 10°C to -5°C, said blend conprising
from20 to 40 wei ght percent of said hard enul sion

pol ymer and from80 to 60 wei ght percent of said soft
enmul si on pol ynmer; and wherein said hard and soft
enmul si on polyners are both copol ynmers derived from
nmonomer systens, at |east 94.2% of which is constituted
by either butyl acrylate and nethyl nethacrylate, or by
butyl acrylate and styrene, with the bal ance, if any,

of each nononer system being constituted by one or nore
ot her nonoet hyl enically unsaturated conononers, the
relative proportions of said butyl acrylate and net hyl
nmet hacryl ate, or butyl acrylate and styrene, and said
ot her nmonoet hyl enically unsaturated conononers, if
present, in each of the two nononmer systens being

di fferent and being such to provide, respectively, said
hard and soft polyners."

Claim1 of the third auxiliary request read:

"Use of a filmform ng polyneric binder free of

vol atile organic solvent in a paint for reducing or
elimnating the need for a volatile organic sol vent
coal escent in said paint wherein said binder conprises
a blend of at |east one hard emul sion polyner |atex
having a glass transition tenperature (T, from25° to
65°C; and at | east one soft enul sion polyner |atex
having a T, from 10°C to -5°C, said blend conprising
from20 to 40 wei ght percent of said hard enul sion

pol ymer and from 80 to 60 wei ght percent of said soft
emul si on polyner; and wherein said hard and soft
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enmul si on polyners are both copol ynmers derived from
nmononer systens, at |east 97% of which is constituted
by either butyl acrylate and nethyl nethacrylate, or at
| east 94.2% of which is constituted by butyl acrylate
and styrene, with the balance, if any, of each nononer
system bei ng constituted by one or nore other
nonoet hyl eni cal | y unsaturated conononers, the relative
proportions of said butyl acrylate and net hyl

met hacryl ate, or butyl acrylate and styrene, and said
ot her nmonoet hyl enically unsaturated conononers, if
present, in each of the two nononer systens being

di fferent and being such to provide, respectively, said
hard and soft polyners."

Oral proceedings were held on 12 Septenber 2002 in the
absence of opponent 2 (respondent 2) who had w t hdrawn
their request for oral proceedings and had announced
that they would not attend (letter dated 31 July 2002),
in conformty with Rule 71(2) EPC.

The argunents of the appellant, submtted in witing
and during the oral proceedings, can be summarized as
fol | ows:

Though it was accepted that the original application
| acked a verbatimdisclosure of the expression: "at

| east the major proportion of which", the application
docunents neverthel ess provi ded adequate support for
the introduction of the expression. If that was
considered in the context of the description and
exanples, it was clear that the polyners, which were
conventional binder copolyners, were derived from
nmonomer systens essentially constituted by butyl
acrylate and nethyl methacrylate or by butyl acrylate
and styrene, with the possible presence of a very snal
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quantity of other nononers, typically less than 10%
The maj or constituents of the polynmers determ ned the
general properties and the nature of the pol yners,

whi ch woul d be changed if up to 49% of other nononers
were present, according to the interpretation of the
Qpposition Division. The second and third auxiliary
requests were supported by val ues given in the worked
exanpl es. Therefore, the anmendnents were derivable from
the original disclosure, so that the requirenments of
Article 123(2) EPC were ful filled.

The argunents of the respondents (opponent 1 submtted
its argunents only during the oral proceedings,
opponent 2 only in witing) can be sunmarized as
fol | ows:

There was no support in the original disclosure for the
interpretation of "the major proportion” as nore than
50% nor for at |east 90% The presence of other
nononers in an anount of over 10% depending on their
nature, would not necessarily result in a change of

pol ynmer properties, so that the skilled person would
not conclude fromthe description that butyl acrylate,
met hyl net hacryl ate and styrene should be present in an
amount of at |east 50%or at |east 90% or, nore
generally, to formthe major proportion. Alternative
nmononer s, of which ethyl hexyl acrylate had properties
conparable to those of butyl acrylate, were
specifically indicated in the patent description.
Therefore, the clained subject-matter did not conply
with Article 123(2) EPC. This was also valid for the
second and third auxiliary requests which constituted
an unal | owabl e generalization of the exanples.

The appel | ant requested that the decision under appeal



- 6 - T 0731/ 01

be set aside and the patent be naintained on the basis
of the mmin request as annexed to the inpugned decision
or, alternatively, on the basis of one of the three
auxiliary requests (first auxiliary request as annexed
to the inpugned decision; second and third auxiliary
request as submitted by letter dated 9 August 2002).

The respondents requested that the appeal be di sm ssed.

Reasons for the Deci sion

1

The appeal is adm ssible.

Main and first auxiliary request

0438.D

Claim1l of the main and the first auxiliary request
both contain the requirement that "at |east the major
proportion” of the binder copolyner should be
constituted of either butyl acrylate and nethyl

nmet hacryl ate or butyl acrylate and styrene. The parties
agreed that that expression was not present as such in
the original application. Therefore, the question to be
answered is whether or not the original application
supports the inplications of that expression.

The appel lant's argunents were mainly based upon the
opi nion that "the major proportion” is unclear and
hence in need of interpretation on the basis of the
information contained in the original description.
However, the neaning of "major", in common |anguage, is
"greater than" or "nore than half" (see eg the Shorter
Oxford English Dictionary, third edition, 1978,

page 1262, under "mgjor" and "majority"). Therefore,
"the major proportion” would nmean nore than 50% This
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interpretation is in line with the remark of the
appel lant (then applicant) inits letter dated

4 Cctober 1996, page 1, third paragraph, that "the new
mai n claimcharacterises the selected polyners ... as
containing "at least" a major proportion of either

BA/ MVA or BA/St, the "at |least"” thus enbracing

copol ymers consisting of either BA/MVA or BA/ St or
copol ymers consisting of a najor proportion of either
BA/MVA or BA/St plus a third or a fourth conmononer to
make up the bal ance of the system and obviously in a
| esser anmount than the BA/ MVA or BA/ St."

According to the original description, when the soft
pol ymer and the hard pol yner are copol yners, they may
be prepared fromthe sanme nononers but in different
proportions. Such nononers are conventi onal
nmonoet hyl eni cal | y unsaturated nononers typically used
in the preparation of |atex binders for use in
coatings. They include | ower alkyl (C-C,) acrylates,

| oner al kyl (C-C,) nethacrylates, styrene, al pha-nethyl
styrene and ot her substituted styrenes, ethylene,

i soprene, butadiene, vinyl chloride, vinylidene
chloride, acrylonitrile, vinyl acetate, acrylic and

met hacrylic acid, and the like. The polyners may
additionally be fornmed using adhesi on pronoters, such
as ureido functional nononers (original paragraph
bridgi ng pages 7 and 8; patent specification page 4,
lines 25 to 32). As a specific illustration, a soft
copolynmer formed from butyl acrylate and styrene or
frombutyl acrylate and nethyl nethacrylate having a T,
of about 0 to 6°C, in conbination wi th about 40 wei ght
percent of a hard copol ymer, having a T, of 20 to 60°C,
formed frombutyl acrylate and nethyl nethacrylate or
butyl acrylate and styrene or from ethyl hexyl acrylate,
styrene and acrylonitrile, is mentioned (original
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page 8, second full paragraph; patent specification
page 4, lines 35 to 39). Preferred enbodi nents
regarding the polyner particle size, the relative
amounts of soft and hard polyners and their T,s are al so
i ndi cated (original pages 8 and 9; patent specification
page 4, lines 40 to 52). However, nothing is said about
t he amounts of the individual nmononers in the polyner,
nor of their ratios.

2.1.2 In the original exanples, polyners of butyl acrylate
(BA), nmethyl methacrylate (MVA), styrene (St),
et hyl hexyl acrylate (EHA), acrylonitrile (AN) and/or
met hacrylic acid (MAA) are disclosed in the foll ow ng
wei ght rati os:

Sample 1 2 3% 4 BXx  GXx  Txx gk
BA 65 27 57 27 0 0 57 48
St 29.2 69.4 0 0O 40 19 37.7 46.7
MAA 2.5 2 40 2 0 0o 2 2
MVA 2.3 1.1 2 70 0 0O 2.3 2.3
EHA 0 0 0 O 30 50 O 0
AN 0 0 0 0 25 25 0 0

* The values indicated in sanple 3 in the original
description for MAA and MVA are not in conformty with
the amobunts said to have been present in the nononer
enmul si on, which shows a ratio of 57BA/ 0St/ 2MAA/ 40MVA.

** The ratios of sanples 5 to 8 have al so been
cal cul ated on the basis of the conposition of the

nmonomer emnul si on.

2.1.3 The general information conveyed by the original
description is to conbine a hard with a soft copol yner

0438.D Y A
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for the preparation of which conventional nonomers may
be used. Soft copol yners of butyl acrylate and styrene
or butyl acrylate and nmethyl nethacrylate and hard
copol ynmers of butyl acrylate and nmethyl nethacryl ate,
butyl acrylate and styrene or ethyl hexyl acrylate,
styrene and acylonitrile are nentioned. Copolyners are
exenplified that contain al so other nononers than

t hose, in nost of which one nonomer already nmakes up
nore than half of the copolyner. Since any other

conbi nation woul d therefore al so provide the major
proportion, there is no clue that either of the
specifically clainmed conbinations of butyl acrylate
with styrene and butyl acrylate with nethyl

nmet hacryl ate should formnore than half of the nononers
that constitute the copolyner, nor is there a hint that
such shoul d be the case regardl ess of the individual
amounts of the nononmers within these conbinations.

Therefore, on the basis of reading "nore than half" in
the expression "the major proportion”, there is no

di sclosure in the original application for the subject-
mat t er now bei ng cl ai ned.

|f the appellant's view was followed that "the major
proportion” should be interpreted as "nore than 90%,
one would arrive at the same conclusion. There is no
indication either in the original description or in the
exanpl es from which the skilled person could concl ude

t hat the copol yners should contain nore than 90% of a
conbi nation of either butyl acrylate and styrene or
butyl acrylate and nmethyl nethacrylate, even |less so
since no limtation is indicated as to the amounts of

t he individual nononers.

Al so by any other interpretation, the Board can find no
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basis in the original application for the expression
"at least the nmajor proportion of which" now present in
Claima1l.

For these reasons, the main and the first auxiliary
request do not fulfil the requirements of
Article 123(2) EPC

auxi liary request

In the second auxiliary request the expression "the
maj or proportion” is replaced by 94.2% The appel | ant
argued that that anmendnent was based on sanple 1, in
whi ch 1105 g of butyl acrylate and 496.4 g styrene were
reacted with 39.1 g nethyl nethacrylate, 42.5

met hacrylic acid and 17 g of an adhesi on pronoter, the
sum of butyl acrylate and styrene thus maki ng up 94. 2%
of the copol yner.

However, that value is only disclosed in the particul ar
context of sanple 1, in conjunction with the specific
amounts of the other nmononers as well as other
properties such as particle size, %solids and
viscosity. In particular, there is no disclosure of

94. 2% of the butyl acryl ate/ nmethyl nethacryl ate

conbi nation, nor is there disclosure for the sum of
butyl acrylate and styrene without any limts as to
their individual anounts.

Therefore, the clained subject-matter of the second
auxi liary request does not conply with the requirenents
of Article 123(2) EPC either.

Third auxiliary request

0438.D
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4. In the third auxiliary request a m ni nrum anmount of
94. 2% for butyl acrylate/styrene and a m ni num anount
of 97% for the conbination butyl acryl ate/ nethyl
nmet hacryl ate replace "the major proportion". According
to the appellant, the latter value was based on
sanples 3 and 4, in which 969, resp. 459 g of butyl
acrylate and 680, resp. 1190 g nethyl nethacrylate were
reacted with 34 g nethacrylic acid and 17 g of an
adhesi on pronoter, the sum of butyl acrylate and nethyl
nmet hacryl ate thus nmaking up 97% of the copol yner.

However, that value is only disclosed in the particul ar
context of sanples 3 and 4, in conjunction with the
specific anpbunts of the other nononers as well as other
properties such as particle size, %solids and
viscosity. In particular, there is no disclosure of 97%
butyl acrylate/ methyl nethacrylate without any limts
as to the individual anmpbunts of these nobnomers.

Regardi ng the m ni mum val ue of 94. 2% for butyl
acryl ate/ styrene, the reasons given for the second
auxiliary request are equally applicable to the third
auxiliary request.

5. It follows fromthe above that none of the requests

neets the requirenments of Article 123(2) EPC.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

0438.D Y A
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The Regi strar: The Chai r man:

G Ei ckhoff R. Teschemacher
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