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Summary of Facts and Subm ssi ons

0623.D

The Appellant (Proprietor of the Patent) | odged an
appeal on 26 June 2001 agai nst the decision of the
Qpposition Division posted on 9 May 2001 revoki ng
Eur opean patent No. 694 528 which was granted on the
basis of five clains, independent claim1 reading as
fol | ows:

"1l. (S,S)-ethylenediam ne-N, N -disuccinic acid iron
(I'11) ammonium salt represented by the formula (1)

NHCH(CO,)CH,C0;
(FH;.}: - Pt NH 0
NHC H(CO, )CH,CO,

wherein C* is an asymretric carbon atom"”

Notice of Qpposition had been filed by the Respondents
I, I'l and I'll (Opponents I, Il and I11), requesting
revocation of the patent in its entirety on the grounds
of lack of sufficient disclosure, novelty and inventive
step (Article 100(a) and (b) EPC). The foll ow ng
docunent was submitted inter alia in opposition

pr oceedi ngs:

(13) JP-A-94-161063, considered in the formof its
English translation

The Opposition Division held that the subject-matter
cl ai med according to the then pending nmain request and

second and fourth auxiliary request was not novel and
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that the subject-matter clainmed according to the then
pending first and third auxiliary request did not
involve an inventive step. In respect of docunent (13)
the Opposition Division found that it did not

unanbi guously disclose the clained [S, S]-enanti onmer of
iron(l1l) ammonium salt of ethyl enediam ne-N, N -

di succinic acid (EDDS).

The Appel | ant defended t he mai ntenance of the patent in
suit on the basis of the clains as granted apart from
an anendnent to claim2 and subsidiarily on the basis
of the sole claim1l as granted.

The Respondents objected to the novelty of the salt
according to claim1 in view of docunent (13).

Not wi t hst andi ng t he absence of the chem cal formula of
the clained salt in that docunent, it individualised
that particular salt. Paragraph [0149] of docunent (13)
specifically disclosed Fe(lll) ammoniumsalts of a
conmpound of Table 1 which table |isted on page 11 EDDS
(No. I-1). Paragraph [0028] specified that this
conmpound (1-1) included the tree optical isonmers [R R],
[S,S] and [S, Rl while paragraph [0029] solely indicated
the [S,S] isonmer as being preferred. This anounted to a
selection within one list only, nanely the |ist of
Table I, without generating a fresh conbi nati on of
features. Since the presence of hydrate water within

t he di sclosed salt was not specifically indicated in
docunent (13) it was necessarily absent.

The Appel |l ant di sputed the Respondents’' objection of
| ack of novelty. He took the view that docunment (13)
did not anticipate the clained subject-matter since it
di scl osed in paragraph [0149] Fe(lll) amoniumsalts
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wi thout referring to any specific chelating nol ecul e,
in the present case EDDS, and wi thout individualising
the [S,S] isoner thereof. To arrive at the salt clained
it was necessary to select particular features within
at |east two separate lists with the consequence that
this particular conmbination of features was not
directly disclosed in that docunent. Furthernore,

par agr aph [0149] was sil ent about the nunber of Fe(lll)
and ammoni um cations included in the salt. Moreover,
docunent (13) did not specify explicitly the absence of
hydrate water within the salt.

The Appel l ant requested that the decision under appeal
be set aside and that the patent be maintained on the
basis of the main request submtted on 4 Decenber 2003
or on the basis of the sole claimsubmtted as

auxi liary request on 30 January 2004.

The Respondents requested that the appeal be di sm ssed.

Oral proceedi ngs before the Board were held on

3 February 2004 in the absence of the Respondent | who,
after having been duly sunmmoned, did not attend. At the
end of the oral proceedings the decision of the Board
was given orally.

Reasons for the Decision

1

0623.D

The appeal is adm ssible.
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2. Novel ty

2.1 | ndependent claim1 according to the main request and
claiml1 according to the auxiliary request are
identical; it is claiml1l as granted (cf. point | above).
Therefore the Board's considerations having regard to
the novelty of that claimas well as the concl usion
drawn therefrom necessarily apply to either request.
For this reason it is appropriate to exam ne first
whet her or not the subject-matter of claiml is
anti ci pat ed.

2.2 The Board observes that it is a generally applied
principle for concluding | ack of novelty, that there
nmust be a direct and unanbi guous disclosure in the
state of the art which would inevitably | ead the
skilled person to subject-matter falling within the
scope of what is clained.

2.3 In the present case, docunent (13) discloses in

par agraph [0149] a "Fe(lll) amonium salt of a conpound
shown in Table 1". That Table 1 lists in paragraphs
[0023] to [0027] 25 equivalent alternative conpounds
wherein EDDS is the first conpound havi ng the nunber
(I-1). To that extent there is no dispute between the
Appel | ant and the Respondents. Docunent (13) explicitly
i ndi cates furthernore in paragraph [0029], second line
with respect to "the present invention” that "[S,S] is
preferable to other optical isomers" thereby pointing
directly to this sole optical isonmer. Therefore the
particul ar conmbi nation of the Fe(lll) amonium salt of
EDDS in [S,S] formresults froma selection within one
single list only, nanely fromthe |list of "conpounds
shown in Table 1", while a selection was neither needed

0623.D
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nor possible for the skilled person in respect of the
particular optical isonmeric form[S,S] as this formis
the sole preferred one, no alternative preferences
bei ng given in document (13).

Appl ying the above stated principle (cf. point 2.2) in
the present case, thus, results in the conclusion that
docunent (13) directly points to and unanbi guously

di scloses the [S,S] EDDS iron(ll1) ammnium salt as
defined in claiml1 of either request with the
consequence that it is detrimental to the novelty of
the subject-matter of that claim

I n support of novelty the Appellant argued that

par agraph [0149] was sil ent about the nunber of Fe(lll)
and ammoni um cations included in the salt thereby
inmplying that the disclosed term"Fe(ll1) amobni um
salt" could also include nore than one Fe(lll) and/or
ammoni um cation while the clainmed salt conprised

excl usively one of each.

However, claim 1l uses the sane chem cal term as does
docunent (13), nanely "iron(ll1) ammoniumsalt" (see
point | above). By definition, identical chemcal terns
i ndi cate the sanme chem cal conpound with the
consequence that the salt disclosed in this docunent
cannot differ as to the nunber of Fe(lll) and/or
amoni um cations included therein fromthat as defined
inclaiml. Hence, it results fromthe identity of the
chem cal nomencl ature that the Appellant's specul ations
are devoid of any nerit.
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Mor eover, the Appellant argued that it was necessary to
select particular features within at |east two separate
lists to arrive at the salt clained with the
consequence that this particular conbination of
features was not directly disclosed in docunent (13).

However, as set out earlier, the [S'S] isoneric formis
the only preferred one specifically disclosed in

par agraph [0029], no alternative having been indicated
to the skilled reader. Therefore, there was no
selection to be nade in respect of the isomeric form
Thus, the Appellant's allegation is not supported by

t he facts.

The Appel |l ant argued al so that in paragraph [0029] of
docunent (13) the form[S, S] was preceded by the term
"like" thereby, so the Appellant, weakening that

di scl osure.

However, the Appellant's argunent does not alter the
fact already established in point 2.3 above, nanely
that this paragraph directly points to that sole
isoneric formby the wording "[S,S] is preferable to

ot her optical isonmers”. Thus, paragraph [0029] of
docunent (13) is directed to the exclusive preference
of the [S, S formw thout any anmbiguity as the skilled
reader is not presented with any alternative
preference. Therefore that argument cannot convince the
Boar d.

Furthernore, the Appellant brought forward that
docunent (13) did not explicitly specify the absence of
hydrate water within the salt whereas there was no
hydrate water present in the salt according to claiml.
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However, the chem cal name and the chem cal fornula of
the salt, both given in claim1l specify the absence of
hydrate water neither. This is in line with chem cal
nomencl ature which, as a rule, indicates exclusively
what is present in a nolecule and not what is absent
therefrom This principle of chem cal nonencl ature has
been followed in present claim1l as well as in the
prior docunment (13) with the consequence that to that
extent there cannot be any difference between the
clainmed salt and that disclosed in this docunent.
Therefore, the Appellant's argunent is beside the
poi nt .

The Board concludes fromthe above that docunment (13)
destroys the novelty of claim1 according to either
request .

In these circunstances, the Appellant's main and
auxiliary request are not allowable for |ack of novelty
pursuant to Articles 52 (1) and 54 (1), (2) EPC and nust
be rejected.
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Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

N. Maslin A. Nuss

0623.D



