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Summary of Facts and Subm ssi ons

2359.D

This decision is concerned with the appeals by the
patent proprietor and the opponent agai nst the
interlocutory decision of the Opposition Division
findi ng European Patent no. 0 777 863 in anmended form
to meet the requirenents of the EPC.

Amended claim 1l as received with letter dated 14 March
2001 reads as foll ows:

"A navigation information systemfor providing
information to one or nore nobile users dependent on
the | ocations of the nobile users, the system
conpri si ng:

a fixed part, being a nobile comunications system (11-
20) for providing information to one or nore nobile
users dependent on their |ocations, the fixed part
conpri si ng:

| ocation determ ning neans (14,15,17) for determ ning
the location of a nobile unit requesting gui dance data,
gui dance data generation neans (18, 15,14) for
generating data for guidance of the user of the nobile
unit according to the present |ocation of the nobile
uni t,

a comuni cations system (11,13) for transmtting the
gui dance data so generated to the nobile unit,

recei ver neans (14,16) for receiving requests fromthe
nmobile unit relating to a specified destination,
wherei n the gui dance data generation neans (14, 15)
further generates guidance data according to the

speci fied destination, such that

gui dance data dependent both on the present |ocation
and the specified destination of the nobile unit can be
transmtted to the nobile unit,
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means (16,14,13) for transmtting to the nobile unit an
expected range of novenent information,

and neans (12, 14,16) for receiving fromthe nobile unit
novenent neasurenents outside the expected range,

the fixed part being in conbination with one or nore
nmobil e units (1-10) for comunicating with the fixed
part, each nobile unit including neans (6,8, 10,1) for
transmtting to the fixed part a request for guidance
data relating to a destination specified by the user of
the nobile unit, and neans (1,9,5,6) for receiving such
gui dance data fromthe fixed part,

characterised in that at |east one nobile unit
conprises neans for measuring location and tine to
derive novenent information, neans to conpare the
nmovenent information with the expected range received
froma fixed part of the system and neans to
automatically report to the fixed part of the system
novenent neasurenents outside the expected range".

| ndependent clains 4 and 8 relate to a correspondi ng
nobil e unit and a correspondi ng net hod of providing
navi gati on data, respectively.

L1, According to the decision under appeal (points 1.8 and
2.5), the patent proprietor's request at the oral
proceedi ngs before the Opposition Division held on
9 March 2001 was "to maintain the patent according to
the revised main request or according to one of the
auxiliary requests if the main request cannot be
mai nt ai ned”, but also "to delete the non-allowable
clainms of the revised main request”. The deci sion
contains reasons (points 2.3, 2.4 and 3) why 17 of the
48 clains referred to as the "revised nmain request”
filed on 6 March 2001 (cf. point 1.6 of the decision)
were regarded as acceptable - and in particular why
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their subject-matter involved an inventive step with
respect to D1 (DE-A-41 39 581) - and the other clains
not. On EPO form 2327 the listing of the docunents on
whi ch the decision is based does not refer to this set
of clainms but to clains 1-17 received with the patent
proprietor's letter dated 14 March 2001. This letter
contains the following text: "Further to the Oal
Proceedi ngs held on 9 March 2001, | enclose a typed up
copy of the anmended specification as agreed during the
Oral Proceedings". The letter is signed by the person
who represented the patent proprietor at the oral

pr oceedi ngs.

According to the mnutes of the oral proceedings, point
3.6, the patent proprietor's final request was "to
mai ntain the patent according to the amended revised
mai n request”. At point 3.7 it is stated that "a copy
of the anended cl ai s and description pages accordi ng
to the Proprietor's final request is appended to the
m nutes”. This copy consists of the "revised main
request” with those clains which were not regarded as
acceptabl e by the Qpposition D vision having been

del eted by hand and the acceptabl e cl ai s havi ng been
renunbered 1-17. The copy is not signed.

The patent proprietor |odged an appeal against the
Opposition Division's decision. In the statenent
setting out the grounds of appeal (point 9) it was
argued that the deletion of clains fromthe "revised
mai n request” hel d unacceptabl e by the Qpposition

Di vision had been "at the instigation of the Qpposition
D vision", not at the request of the patent proprietor.
As the decision did not correspond to any request
expressly made by the patent proprietor, the proprietor
was adversely affected by it. The fact that the
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deci si on cont ai ned reasoni ng agai nst those clains of
the "revised main request” which were held not
accept abl e proved that a decision adverse to the
proprietor to reject these clains had been nade
(poi nt 10).

The opponent al so | odged an appeal against the
decision. In the grounds of appeal it was stated that

t he OQpposition Division had found the nost inportant
features of all clainms not to be inventive and that it
was not understandabl e why the present main claim
shoul d be inventive, especially considering that it did
not contain a true conbination of features but nerely a
concat enati on ("Anei nanderrei hung"). Therefore,
according to the opponent, the Board was justified in
checking the brief grounds in favour of an inventive
step given in the witten deci sion.

In a comuni cation fromthe Board the prelimnary view
was given that neither appeal was adm ssible.

In reply to this conmuni cation the patent proprietor
stated in a letter dated 9 April 2002 that it was
content for the Board of Appeal's prelimnary opinion
to be nade substantive and that if the Board found both
appeal s i nadm ssible, the patent proprietor would

wi thdraw its previous request for oral proceedings

bef ore the Board.

The opponent, inits letter of reply dated 23 May 2002,
mai ntained its viewthat its appeal was adm ssible. The
deci si on under appeal was analysed in the light of the
cl osest prior art.

The Board cited the parties to oral proceedings. The
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opponent then withdrew its previous request for a
heari ng, whereupon the Board cancelled the oral
pr oceedi ngs.

Reasons for the Deci sion

1

1.2

1.3

2359.D

Adm ssibility of the patent proprietor's appeal

A party is entitled to appeal if "adversely affected"
by a decision (Article 107 EPC). A patent proprietor is
not considered to be adversely affected if an

opposi tion division maintains the patent in anended
formon the basis of the patent proprietor's nmain
request (see eg T 0613/97, not published in QJ EPQ
Case Law of the Boards of Appeal of the European Patent
Ofice, 4th edition 2001, p. 523).

The patent was mai ntained on the basis of 17 clains.
The other clains of the set of 48 clains filed on

6 March 2001 and referred to in the decision under
appeal as the "revised main request” were according to
the decision (point 2.5) deleted at the patent
proprietor's request. This is denied by the appell ant
proprietor who has submtted that the deletion was
instead "at the instigation of the Opposition Division"
and that the decision did "not correspond to any
Request expressly nmade by the Proprietor”

Al t hough not signed, as required by Rules 36(3) and 6la
EPC, the set of clains nunbered 1-17 annexed to the

m nutes of the oral proceedings before the Qpposition
Division were apparently filed by the patent proprietor
at the hearing. This finding has not been contested by
the patent proprietor. The presence of these clains on
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the file is therefore taken to prove that the patent
proprietor did request maintenance of the patent in
this format the oral proceedings. The fact that the
patent proprietor filed a fair copy of these clains on
15 March 2001 with the remark "as agreed during the
Oral Proceedi ngs" al so supports this conclusion. Nor is
there any indication that these clains would nerely
have corresponded to an auxiliary request. On the
contrary, according to the mnutes (point 3.6) the
patent proprietor's final request was indeed

mai nt enance of the patent "according to the anended
revised main request”.

In the grounds of appeal, point 10, the patent
proprietor argues that since the decision under appeal
contains reasons for rejecting the clainms contained in
the "revised main request” as filed which were not held
acceptable by the OQpposition Division (ie all clains
except those renunbered 1-17), the patent proprietor is
adversely affected. This woul d however only be true if
there were no other reasons to believe that these
clainms were not part of the patent proprietor's final
mai n request. In the present case, however, such
reasons do exist (see the precedi ng paragraph).
Therefore, any reasoning pertaining to other clains

t han those renunbered 1-17 is irrelevant and no

i nferences can be drawn fromits presence in the
deci si on.

Thus the Board takes the view that the patent
proprietor was not adversely affected by the decision
under appeal and that for this reason its appeal is

i nadm ssible (Article 107 with Rule 65(1) EPC

Adm ssibility of the opponent's appeal
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The opponent's grounds of appeal mainly consist in a
reference to its previous subm ssions in the opposition
proceedings and in the allegation that the features of
the main claimare a nere concatenation, wthout
inventive nerit.

As a matter of principle, a general reference to
earlier subm ssions cannot be considered to constitute
a sufficient statement setting out the grounds. Such
subm ssions can only be recogni sed as possi bl e grounds
for an adm ssi bl e appeal under specific circunstances
whi ch do not exist in the present case (see eg

T 0349/00, not published in Q) EPO).

It is nentioned in the mnutes of the oral proceedings
before the Opposition Division (point 3.3) that in the
opponent's opinion Dl taught the feature that "tinme and
geographi cal position of the nobile unit are neasured
out si de an expected range". The Opposition Division
deci ded however that D1 did not render the invention
obvi ous since, according to the invention, "'expected
range information' is transmtted fromthe fixed part
of a navigation systemto a nobile part” (deci sion,
point 2.3). The difference between the invention and D1
was thus seen to reside in the way the position outside
an expected range was neasured, viz by transmtting
expected range information to the nobile unit. This is
nore specific than the nere indication that a
nmeasurenent i s perforned.

Thus, the grounds of appeal do not indicate clearly
what previous argunments are relied on, nor explain why
the Opposition Division's assessnent of D1 should have
been incorrect. As it is, the proprietor as well as the
Board are left in the dark as to the reasons for the
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opponent's criticismof the decision. This is, in the
Board's opinion, the kind of situation that the

requi renent for setting out the grounds of appeal
(Article 108 EPC) is intended to prevent.

2.4 In the letter to the Board dated 23 May 2002 the
opponent has presented an anal ysis of the decision
under appeal with reference to D1, claimng that
certain statenents in the decision are erroneous.
However, argunents as to the nerits of the invention
which are filed outside the time limt allowed for
filing the grounds of appeal have no bearing on the
adm ssibility of the appeal.

2.5 The Board is consequently of the opinion that the
opponent's appeal is inadm ssible because grounds of
appeal in the neaning of Article 108 EPC have not been
filed in tine.

Or der

For these reasons, it is decided that:

The appeals are rejected as inadm ssi bl e.

The Regi strar: The Chai r man:

M Ki ehl S. Stei nbrener
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